6.6
Inherently deceptive or use likely to deceive or cause confusion
Section 16(1)  of the 1963 Act referred only to use likely to deceive or cause confusion and did not have “inherently deceptive” as a separate ground of objection. The use of a trade mark which is inherently deceptive must, it is submitted, be use which is likely to deceive or cause confusion, with the result that the addition of “inherently deceptive” as a separate ground of objection does not appear to have broadened the ambit of the section.
The section, it has already been pointed out, is designed primarily to protect the public against possible deception or confusion. A trade mark may be deceptive in the following respects. 
6.6.1
Origin of the goods
[bookmark: _GoBack]In McGlennon’s Appn1 it was held that the presence of the device of a shamrock upon picture postcards produced in England was likely to deceive, in that it would be likely to suggest that the goods were Irish goods. Warrington J said:
Now these goods are not Irish goods in any sense. They are either produced in England, or they are produced abroad and sold in England, and therefore, if used on these goods – if I am right that the use is suggesting that they are Irish goods – the use of the mark suggests that which is not true and therefore would be calculated to deceive.
Would the presence of a shamrock device upon picture postcards really convey to purchasers any particular impression, in the sense that the same device upon linen would undoubtedly suggest origin from Ireland; the presence of a device, or a word or a name as part of a trade mark can, it is submitted, only be said to deceive as to origin when there is a reasonable probability that such device, word or name would be likely to suggest a misleading origin and this, it is suggested, must depend largely upon the question of whether or not the place has any particular significance in relation to the goods. Thus the mark ROMAN HOLIDAY was held not to be misleading as to the origin of cosmetics to which it might be applied2 and a similar decision was reached as regards the mark SCOTSMAN in respect of refrigerators.3
The practice in the United Kingdom in cases where a foreign-sounding word may suggest foreign origin of the goods and such origin may have special significance in respect of those goods, such as an Italian word for wines, is to refuse registration unless the applicant restricts the application to cover only goods emanating from the country concerned or undertakes only to use the trade mark in respect of such goods.
While the aforementioned restrictions or undertakings would also satisfy the Registrar in South Africa, in practice the Registrar also accepts an undertaking to the effect that, in use, the country of origin of the goods will be clearly marked on the goods. The compliance with such an undertaking would remove any possible deception, while non-compliance would make the trade mark vulnerable to expungement.4
In order to sustain this objection, the mark as a whole must be considered; it is not sufficient if portions thereof, considered in isolation, are deceptive.5
It must be noted, furthermore, that a mark which consists exclusively of a sign or indication which may serve, in trade, to designate the geographical origin of the goods or services is unregistrable.6
1
(1908) 25 RPC 797 801 line 5.
2
ROMAN HOLIDAY Trade Mark [1964] RPC 129.
3
SCOTSMAN Trade Mark [1965] RPC 358; but cf Minnesota Mining & Manufacturing Co’s Appn (SCOTCHLITE) (1948) 65 RPC 229; SWISS MISS Trade Mark [1997] RPC 219.
4
See par 9.29 infra.
5
GRUNDIG Trade Mark [1968] RPC 89.
6
S 10(2)(b); see par 3.51.4 supra.
6.6.2
The character or quality of the goods
A word or device as part of a trade mark may convey a false impression as to the character or quality of the goods or services.1 Thus the device of a sheep or the word “Merino”, used as part of a trade mark upon cotton goods, would be likely to deceive, in that they would be likely to suggest that the goods are made from or contain wool. Similarly, the word “Portalto” when used on wines which were not varieties of port would induce the belief that they were genuine port wines.2
It must be noted, furthermore, that a mark which consists exclusively of a sign or indication which may serve, in trade, to designate the kind, quality or other characteristics of the goods or services is unregistrable.3
1
BALI Trade Mark [1969] RPC 472 (HL) 488 lines 15-32; Bass, Ratcliff & Gretton Ltd v Nicholson & Son Ltd (1932) 26 RPC 88 104, 107.
2
PORTALTO Trade Mark [1967] RPC 617; and see CHIROPRACTIC Trade Mark [1971] RPC 133.
3
S 10(2)(b); see par 3.51.4 supra.
6.6.3
Section 13: Deception in regard to some, but not all, of the goods or services within the specification
Section 13 originally provided that, where a trade mark will, in use, be likely to deceive or confuse in relation to some of, but not all, the goods or services included in the specification, the Registrar may, notwithstanding the provisions of section 27, upon receipt of an undertaking by the proprietor of the trade mark that he will limit the use of the trade mark to goods or services in relation to which such use will, in the opinion of the Registrar, not be likely to deceive or confuse, register the trade mark in respect of all the goods or services included in the specification. 
This section has been repealed by section 61 of the Intellectual Property Laws Amendment Act 38 of 1997 as a result of which a proprietor may only register those trade marks which he is using or intends to use and to which no objection may be taken. The reference to section 13 in section 27 of the 1993 Act has also been deleted in terms of section 62(b) of the Intellectual Property Laws Amendment Act.
6.6.4
Deception resulting in danger to the public
In the matter of Application by Thomas Lewis Edwards1 the Assistant-Comptroller in the United Kingdom refused to register the trade mark JARDEX, in respect of “disinfectants”, on the ground that it would be likely to result in confusion with the trade mark JARDOX already registered in respect of “meat extracts”. It was pointed out that the goods might be used side by side with serious consequences to members of the public arising out of negligence or mistake. In the case of Compagnie Industrielle des Petrole’s Appn2 registration of the mark MOTRICINE in respect of “petrol spirit” was refused on the ground that there was a likelihood of confusion with the mark MOTORINE, already registered in respect of “lubricating oils”, and that the use of the mark applied for constituted a danger to the public, in that it would be likely to or might result in an explosive fluid being used as a non-explosive fluid. 
Under the 1963 Act the Registrar frequently relied on the aforementioned cases in refusing registration on the grounds of deception resulting in danger to the public. In The Upjohn Company v Merck3 the appellant argued that section 16(1)  of the 1963 Act enjoins the Registrar to refuse the registration of a mark where its registration could result in dangerous consequences. The court, however, did not deal with this issue as the evidence in support of the issue was struck from the record on the basis that it contained technical matter and that the deponent was not, ex facie the affidavit, qualified to give that evidence.
The aforementioned cases were decided under the repealed United Kingdom and South African Acts. Under both those Acts the Registrar had a broad general discretion. It must be noted that section 10 now specifies in detail which trade marks are not registrable and section 16(2) reads:
Subject to the provisions of this Act, the Registrar shall –
(a)
accept;
(b)
accept, subject to such amendments, modifications, conditions or limitations as he may deem fit;
(c)
provisionally refuse; or
(d)
refuse, 
the application.
It may be suggested, therefore, that insofar as there was an element of discretion in the exercise of the Registrar’s function under the 1963 Act, this is not so in the current Act. It appears that the aforementioned United Kingdom decisions were based on a general discretion of the Registrar and as there is no specific wording in the 1993 Act which can be relied upon to perpetuate this basis of refusal it is submitted that this basis of refusal is no longer applicable under the 1993 Act.
1
(1946) 63 RPC 19.
2
(1907) 24 RPC 585. See also SAFEMIX Trade Mark [1978] RPC 397 401.
3
1987 3 SA 221 (T) 225E.
6.6.5
Section 10(12) and (14) contrasted
A trade mark may be debarred from registration by virtue of the provisions of section 10(12) because its use would be likely to cause deception or confusion by reason of the use of another mark; although, as already pointed out, the operation of section 10(12) is not limited to such cases.1 In this regard it differs from section 10(14), which provides that a mark shall not be registered “which is identical to a registered trade mark belonging to a different proprietor or so similar thereto that the use thereof in relation to goods or services in respect of which it is sought to be registered and which are the same as or similar to the goods or services in respect of which such trade mark is registered, would be likely to deceive or cause confusion”.
It is to be noted that section 10(14) is limited to deception or confusion flowing from resemblance to registered trade marks2 and, furthermore, that the comparison is made on the supposition that the marks in question will be used as trade marks in relation to the goods or services in respect of which they are respectively sought to be registered and registered. There is also a further test that the goods or services must be the “same as or similar to”.3 These limitations do not, however, apply to section 10(12). It follows that an opposition under section 10(12) can be based on resemblance to an unregistered or common law mark, a mark used as a trading style or telegraphic address, or a mark which has become known through use in advertising or other publicity material. 
On the other hand, the enquiry under section 10(14) proceeds on the assumption that the prior mark has been normally and fairly used in relation to the goods or services for which it is registered, whereas that under section 10(12) is confined to the use which has actually been made of the prior mark.
Where the registered proprietor relies on the reputation in the trade mark only and not on any get-up, and the goods or services are the same or similar, the enquiry under section 10(12) would generally be identical to the enquiry under section 10(14).4
In the Danco Clothing case5 the court, having found in the appellant’s favour in terms of section 17(1)  of the 1963 Act, indicated that it was unnecessary to consider the same issue in the context of section 16(1)  and, after considering the applicable test, went on to state:
The evidence which is relevant to s 17(1) applies with equal force to s 16(1). The only significant difference between the two sections, on the facts of this case, is that the existence of the appellant’s two marks in class 25 of the Register presupposes, for the purpose of s 17(1), the very reputation which the appellant has to establish for the purpose of s 16(1).6
The facts of that case were that the appellant was the registered proprietor of the trade mark FRENCH CONNECTION in respect of clothing. The appellant had also obtained a reputation in its trade mark in respect of clothing. The respondent was the applicant for registration of the trade mark FRENCH CONNECTION in respect of cosmetics. The court found that having regard to the evidence relating to the nature of the goods (the appellant’s clothing and the respondent’s cosmetics), their respective use, and the trade channels through which the appellant’s and the respondent’s goods can notionally be retailed, the likelihood of deception or confusion amongst a substantial number of persons was established on the probabilities.
The aforementioned statements were of course made under the 1963 Act. As section 10(12)  and (14) has retained the critical phrase “use likely to deceive or cause confusion” the test, for purposes of this comparison is, it is submitted, unchanged. It must be noted that section 10(14)  has introduced an additional test namely “are the respective goods or services the same or similar?”. The possible effect of inclusion of this test is discussed in paragraph 6.12 below.
1
See par 6.5 supra. GE Trade Mark [1970] RPC 339 (CA) 374.
2
Danco Clothing (Pty) Ltd v Nu-care Marketing Sales and Promotions (Pty) Ltd 1991 4 SA 850 (A); The Upjohn Company v Merck 1987 3 SA 221 (T); BALI Trade Mark [1969] RPC 472 (HL) 487.
3
See par 6.12 infra.
4
Danco Clothing (Pty) Ltd v Nu-care Marketing Sales and Promotions (Pty) Ltd supra 861H; The Upjohn Company v Merck supra 225D.
5
1991 4 SA 850 (A).
6
Supra 861G-H.
6.6.6
The test to be applied 1
The question for decision under section 10(12) was formulated as follows in Smith Hayden & Co Ltd’s Appn:2
Having regard to the reputation acquired by the name “Hovis”, is the court satisfied that the mark applied for, if used in a normal and fair manner in connection with any of the goods covered by the registration proposed will not be reasonably likely to cause deception and confusion amongst a substantial number of persons.
This test was adopted by the Transvaal Provincial Division in Oils International (Pty) Ltd v Wm Penn Oils Ltd,3 a decision which was subsequently confirmed by the Appellate Division.4 The House of Lords has, however, subsequently propounded a modification of the test5 in order to cover situations where the mark on which the objection is based has been used to only a limited extent, but has thereby become known not to a substantial number of persons generally, but to a substantial proportion of such persons as might be interested in the goods or services in question.6 In terms of this modification the word “reputation”, with its implication of wide general knowledge, is replaced by the word “user”7 or “established use”.8 In OPEN COUNTRY Trade Mark 8a the Court of Appeal was faced with the situation that while the trade mark under opposition was the word mark OPEN COUNTRY, in use both the applicant’s mark and the opponent’s mark (OPENAIR) were presented against a dark green background with the mark itself appearing in white in a lozenge edged with a gold line and certain descriptive wording. The Court of Appeal, in finding for the opponent, compared OPENAIR as used on the opponent’s with OPEN COUNTRY as used on a label of the type which had been used by the applicant. In justifying this comparison Aldous LJ stated:
The test laid down in Smith Hayden, adapted in accordance with the speech of Lord Upjohn in BALI, is the test applicable whether the applicant has or has not used his trade mark. However, no court would be astute to believe that the way that an applicant has used his trade mark was not a normal and fair way to use it, unless the applicant submitted that it was not. It does not follow that the way that the applicant has used his trade mark is the only normal and fair manner. However in many cases actual use by an applicant can be used to make the comparison. I believe that this is such a case.
In Danco Clothing (Pty) Ltd v Nu-care Marketing Sales and Promotions (Pty) Ltd the Appellate Division, in an obiter dictum, described the test for section 16(1)  of the 1963 Act as follows:9
The exercise in that case is to contrast the notional use by the respondent of its mark in a normal and fair manner with the reputation of the appellant (encompassing its mark in relation to the goods it sells) in order to determine whether it is more likely than not that a not negligible number of ordinary members of the buying public would be deceived or confused, as a result of the use of the identical mark on the respective goods, as to their origin.
It must be noted that, in the aforementioned test, the reputation is qualified by indicating that it need not bear a general reputation but need only relate to the particular goods or services in respect of which the trade mark has been used. The test has also replaced the phrase “a substantial number of persons” which was used in a number of earlier judgments with the phrase “a not negligible number of ordinary members of the buying public”. This change of wording follows the test in Pick ’n Pay Stores Ltd v Greatermans Stores Ltd10 in which it was held that “substantial” means “not negligible”.
While the aforementioned test was formulated under section 16(1)  of the 1963 Act it is submitted that as the critical wording “the use of which would be likely to deceive or cause confusion” has been retained in section 10(12), the aforementioned test would be equally applicable under the 1993 Act.
It should be noted that, quite apart from the difference in the incidence of onus, the test under section 10(12) is not as stringent as that applied in cases of passing off.11
A distinction is drawn between deception and confusion in the comparison of trade marks. Where two trade marks, belonging to different proprietors, are compared, deception would result if their similarity were to cause members of the purchasing public to assume that goods bearing the trade marks come from the same source while confusion would occur if they were merely caused to wonder if the goods had a common origin.12
1
See ch 7 “Comparison of Marks” for rules of comparison applicable to s 10(12).
2
(1946) 63 RPC 97 101 line 39.
3
1965 3 SA 64 (T) 67F-H.
4
Wm Penn Oils Ltd v Oils International (Pty) Ltd 1966 1 SA 311 (A) 317C-E.
5
BALI Trade Mark [1969] RPC 472.
6
As eg in TRANSFERMATIC Trade Mark [1966] RPC 568.
7
Per Lord Upjohn 496.
8
Per Lord Morris of Borth-Y-Gest 487.
8a
[2000] RPC 477.
9
1991 4 SA 850 (A) 861G-H, quoting with approval from the 3ed of this work, page 102.
10
SAPJ June 1980 160 (WLD).
11
BALI Trade Mark supra 491, disapproving TRANSFERMATIC Trade Mark [1966] RPC 568 579; Cavalla Ltd v International Tobacco Co of SA Ltd 1953 1 SA 461 (T) 468G; SWISS MISS Trade Mark [1997] RPC 219 226; [1998] RPC 889 (CA).
12
Pioneer Hi-Bred Corn Co v Hy-Line Chicks Pty Ltd [1979] RPC 410 423 line 10; Oude Meester Groep Bpk v SA Breweries Ltd; SA Breweries Ltd v Distillers Corporation (SA) Ltd 1973 4 SA (T) 145 160H; John Craig (Pty) Ltd v Dupa Clothing Industries (Pty) Ltd 1977 3 SA 144 (T) 150H.
6.6.7
Onus of proof
There is an onus upon the applicant seeking registration to satisfy the Registrar that there is no reasonable probability of confusion or deception.1
If the Registrar is left in doubt on the issue of likelihood of deception or confusion it is his duty to refuse registration.2
It is submitted that the question of whether the mark sought to be registered has or has not been used by the applicant cannot alter the nature of the onus resting upon the applicant to negate the reasonable probability of confusion or deception, although prior use by the applicant may facilitate the discharge of that onus in circumstances where side by side use has occurred and there has been no confusion in fact.3
The argument that when the prior mark is so well known as to be a “household word” the likelihood of confusion is diminished by that fact, has not found favour with the courts.4
Although the onus rests upon the applicant to negate the reasonable probability of confusion with marks already in use, it is incumbent upon the objector to adduce evidence to show that the mark he relies on has been used in such a manner that it is capable of constituting a bar to registration under section 10(12).5 Only if such evidence has been adduced does it become necessary for the applicant to negate the reasonable probability of deception or confusion in relation to that mark.
It should be noted that in rectification proceedings the onus of showing that a trade mark offends against section 10(12) in that it would be likely to deceive or cause confusion is on the applicant for rectification. That this can have a significant effect on a decision as to likelihood of confusion is illustrated by the decision in the Solavoid6 case in which the Privy Council said the following:
If the question had arisen on application for registration of the mark it is possible that the applicants might have failed to discharge the onus of showing that confusion is not likely. But in these proceedings for rectification, where the onus is the other way, their Lordships consider that the likelihood of confusion amongst a substantial number of purchasers has not been established.
1
The Upjohn Co v Merck 1987 3 SA 221 (T) 224; for the former position, see Bristol Laboratories Inc v Ciba Ltd 1960 1 SA 864 (A) 870; see however the remarks of Ogilvie Thompson JA (872); see also Cavalla Ltd v International Tobacco Co of SA Ltd 1953 1 SA 461 (T) 466.
2
In re Dunn (1890) 7 RPC 311 316.
3
See par 6.6.8 infra.
4
Ana Laboratories Ltd’s Appn (1952) 69 RPC 146 151.
5
Oils International (Pty) Ltd v Wm Penn Oils Ltd supra 67H-68A; Gaines Animal Foods Ltd’s Appn [1958] RPC 312 314.
6
SOLAVOID Trade Mark [1977] RPC 1 30.
6.6.8
Evidence of actual deception or confusion
Evidence of actual instances of deception or confusion carry considerable weight. Furthermore, in cases where there has been side by side use of the marks, adverse inferences have been drawn by the court and the Registrar where actual confusion or deception has not been proved.1
The question of the likelihood of deception is a matter for the Registrar or for the court and not for a witness,2 but a witness may say that he himself would be deceived.3 Where, however, the goods are of a specialised kind, not normally sold to the general public but to a particular trade, a judge may not be in a position to give his own view and evidence from persons in that trade as to the likelihood of confusion or deception may be essential.4 Likewise, when goods are dealt with by a specialised profession the existence or absence of evidence of actual confusion on the part of the profession is of greater significance in considering whether confusion is a likelihood or not than would otherwise be the case.5 On the other hand it is difficult to visualise the type of evidence envisaged. Evidence setting out the circumstances prevailing in the particular trade or industry would be of value but evidence limited to a witness’s belief as to the likelihood of confusion or deception is of doubtful probative value.6
1
Lotto Spa v National Converter Industries (Pty) Ltd (unreported judgment of a full bench TPD 18 March 1994); Middleveld Leather Works (Pty) Ltd v Converse Inc (Ltd (unreported judgment of the Registrar 30 August 1991).
2
Electrolux Ltd v Electrix Ltd (1954) 71 RPC 23 31.
3
Spiller Ltd’s Appn (1952) 69 RPC 327 334; MARGARET ROSE Trade Mark [1978] RPC 55 58.
4
GE Trade Mark [1973] RPC 297 (HL) 321.
5
Adcock-Ingram Laboratories Ltd v Lennon Ltd 1982 1 SA 862 (T) 870 per McCreath J.
6
The Upjohn Company v Merck 1987 3 SA 221 (T) 229.
6.6.9
Unregistered or common law mark
The range of goods or services in relation to which confusion or deception flowing from the prior existence of an unregistered mark is likely, will depend upon the nature of the prior mark and the extent of its repute. It follows that, in the case of a mark which is invented, or fanciful and of an unusual character, the likelihood of deception or confusion and the range of goods or services is necessarily greater than in the case of a mark lacking that attribute.
Prior to the 1971 amendment of section 17(1)  of the 1963 Act, it was sometimes necessary for the registered proprietor to resort to section 16(1)  because the goods in respect of which registration was sought were not the same or of the same description as those in respect of which his mark was registered; but since the removal of the limitation of section 17(1)  to goods of the same description, this course was no longer always necessary. With the introduction of the additional test in section 10(14)  that the goods or services must be “the same or similar”, where the goods do not obviously meet these criteria recourse to section 10(12)  is advisable. It is also advisable when the objector apprehends that his opposition may be stultified by a successful attack on the validity of his registration.
6.6.10
A trading style or a telegraphic address
If an objector can show that, by reason of his use of a trading style, use of the trade mark will be likely to deceive or cause confusion, there is an onus on the applicant to satisfy the Registrar that there is no reasonable probability of such deception or confusion. Thus where an objector was in the same line of business as the applicant and had made extensive use of the word “Furncraft” as a telegraphic address, it was held that use by the applicant of the word “Furncraft” as a trade mark in respect of furniture would be likely to result in deception or confusion.1 It is sufficient for purposes of section 10(12) that the public may think that there is some kind of trade connection between the applicant and the objector.2
1
JW Jagger & Co Ltd v Furnishers Cape (Pty) Ltd 1948 3 SA 603 (T).
2
JW Jagger & Co Ltd v Furnishers Cape (Pty) Ltd supra.
6.6.11
Acquisition of repute by advertising
In the ordinary course of events, opposition under section 10(12) will be based upon use of a trade mark in relation to goods actually sold or services actually rendered within the area for which registration is sought, or upon use of a trading style in respect of trading actually conducted in that area. What, however, is the position where the objector’s claim to the requisite repute is based merely on the circulation of advertising matter within the jurisdiction?
Section 10(12) is, as has been pointed out, designed primarily for the protection of the public against deception. It is not confined in its operation to cases where the mark upon which the opposition is based has been used as a trade mark, so that the difficulties occasioned by use in advertisements in this regard do not arise under section 10(12).
The problem then, where the objector seeks to rely merely upon the circulation of advertising matter, appears to be purely one of fact. The question is simply whether, by reason of the circulation of advertising matter, the public will be likely, when they see the applicant’s mark in use, to think that the goods or services in relation to which it is used are the objector’s goods or services or that there is a trade connection between the applicant and the objector. In order to establish this likelihood it will be necessary for the objector to show that his goods or services have been so widely publicised and that his mark or trading style has become so well known that there is, prima facie, a likelihood that a not negligible number of persons will be deceived. If such evidence is forthcoming, it will be for the applicant to satisfy the Registrar that, in spite of the alleged publicity, there is no reasonable possibility of deception or confusion. 
In Tie Rack plc v Tie Rack Stores (Pty) Ltd,1 however, the court considered the absence of a goodwill to be the deciding factor. It found, in dealing with the question of passing off, that:2
The simple truth is that applicant has no goodwill, no attractive force in this country. The fact that people in this country – and accepting that there may be many – know of applicant’s business abroad and may be misled into believing first respondent’s shops are in some way associated therewith, does not afford applicant a proprietary right in this country. Put differently, applicant has no business of any kind in South Africa and nothing first respondent has done can or is likely to do any harm to applicant in the patrimonial sense in this country.
Later in the judgment, in dealing with the question of expungement of the trade mark in that section 16(1)  of the 1963 Act prohibits registration of a trade mark which is likely to cause deception and confusion, the court went on to state:3
For the reasons advanced in support of the complaints of passing off and unlawful competition, it was contended on the applicant’s behalf that expungement should be ordered. Having found that neither common law objection had been established, it follows a fortiori that neither statutory ground can prevail.
It is submitted, with respect, that the conclusion drawn does not necessarily follow. The Applicant was non-suited in passing off because the Respondent’s conduct could cause it no harm in the patrimonial sense. The similarity between passing off and the provisions of section 16(1) is limited to the fact that the Applicant in both proceedings places reliance on a common law reputation, there is no requirement in proceedings under section 16(1) that the Applicant must show it is likely to suffer harm in the patrimonial sense in the country. In the circumstances it is submitted that the lack of such patrimonial harm should not debar an Applicant from obtaining relief in terms of section 16(1) where it can be shown that the Applicant has a reputation in its mark in South Africa and that the use by the Respondent of its mark would be likely to deceive or cause confusion. It is accordingly hoped that our courts will recognise that relief may be obtained in terms of section 10(12) of the 1993 Act in circumstances where the Applicant has acquired a reputation by advertising. It must be noted that such an applicant can now rely on the provisions of section 10(6) of the Act if his trade mark constitutes a well-known trade mark. Certainly on the facts of the Tie Rack case it appears that had it been decided under section 10(6), the applicant would have been successful (discounting the provisions of section 36(2)). There may, however, be circumstances where section 10(6) might not apply, for example, where the mark is not sufficiently well known to qualify as a well-known trade mark in terms of section 10(6) or where the offending mark does not constitute a “reproduction, imitation or translation” or where the proprietor is not a member of a convention country.4
1
1989 4 SA 427 (T).
2
Ibid 445C-D.
3
Ibid 448H-I.
4
See par 6.2 supra.
Section 10(14)
6.10
Introduction
6.10.1
South Africa
Section 10(14) provides that, subject to the provisions of section 14, a mark shall not be registered which is identical to a registered trade mark belonging to a different proprietor or so similar thereto that the use thereof in relation to goods or services in respect of which it is sought to be registered and which are the same as or similar to the goods or services in respect of which such trade mark is registered, would be likely to deceive or cause confusion, unless the proprietor of such trade mark consents to the registration of such mark.
The most important distinction between section 10(14) and section 10(12) is that the existence of the registered trade mark on the Register presupposes, for the purpose of section 10(14), the very reputation that has to be established for the purpose of section 10(12).1
Section 17(1)  of the 1963 Act, as amended in 1971,2 provided that, subject to the provisions of section 17(2), no trade mark could be registered if it so resembled a trade mark belonging to a different proprietor and already on the register that the use of both such trade marks in relation to goods or services in respect of which they were sought to be registered, and registered, would be likely to deceive or cause confusion.
1
Danco Clothing (Pty) Ltd v Nu-care Marketing Sales and Promotions (Pty) Ltd 1991 4 SA 850 (A), see also par 6.6.5 supra.
2
Prior to the amendment of s 17(1)  in 1971 by the Trade Marks Amendment Act 46 of 1971  this section related only to applications for registration in respect of the same goods or description of goods as those in respect of which the prior mark was registered.
6.10.2
The United Kingdom
Subsections (1) and (2) of section 5 of the United Kingdom Trade Marks Act 1994 provide that – 
(1)
A trade mark shall not be registered if it is identical with an earlier trade mark and the goods or services for which the trade mark is applied for are identical with the goods or services for which the earlier trade mark is protected.
(2)
A trade mark shall not be registered if because –
(a)
it is identical with an earlier trade mark and is to be registered for goods or services similar to those for which the earlier trade mark is protected, or
(b)
it is similar to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which the earlier trade mark is protected,
there exists a likelihood of confusion on the part of the public, which includes the likelihood of association with the earlier trade mark.
Section 6 defines what constitutes an earlier trade mark and, for the purposes of this heading, the relevant paragraphs are (1)(a) and (b) which state that an earlier trade mark means – 
(a)
a registered trade mark, international trade mark (UK) or community trade mark which has a date of application for registration earlier than that of the trade mark in question, taking account (where appropriate), of the priorities claimed in respect of the trade marks, 
(b)
a community trade mark which has a valid claim to seniority from an earlier registered trade mark or international trade mark (UK), . . .
It will be noted that the existence of a likelihood of confusion is not a requirement when the identical mark is used on the identical goods (5(1)(a)) but is a requirement where the marks and/or the goods/services are similar.1
1
For a further commentary on these provisions see Kitchin and Mellor – The Trade Marks Act 1994, Text and Commentary (Sweet and Maxwell 1995). See also British Sugar plc v James Robertson & Sons Ltd [1996] RPC 281; ZIPPO Trade Mark [1999] RPC 173; POLACLIP Trade Mark [1999] RPC 288; BALMORAL Trade Mark [1999] RPC 297; NATURELLE Trade Mark [1999] RPC 326; ENER-CAP Trade Mark [1999] RPC 362; Sabel BV v Puma AG, Rudolph Dassler Sport 1998 [RPC] 199 [ECJ]; Canon KK v Metro-Goldwin-Mayer Inc 1999 [RPC] 117; Rachel Montagnon “Strong” Marks Make More Goods “Similar” [1998] E.I.P.R. issue 11 401; Sihra’s Trade Mark Application [2003] RPC 44 (ChD) 789.
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6.11
Use likely to deceive or cause confusion
Section 10(14) refers to a trade mark which is identical to or “so similar” to a registered trade mark while section 17(1)  of the 1963 Act referred to a mark which “so resembles” a registered trade mark. The re-incorporation of the reference to an identical trade mark is to be welcomed in the light of the confusion caused as a result of the exclusion of this wording in the 1963 Act.1
It is submitted that despite the slight differences in wording between section 10(14)  and section 17(1)  of the 1963 Act, the test to be applied when comparing trade marks established under the 1963 Act would be equally applicable in enquiries under section 10(14), in particular because the critical wording “likely to deceive or confuse” is retained in section 10(14). 
In Cowbell AG v ICS Holdings Ltd,1a the Supreme Court of Appeal described its test for purposes of section 17(1)  of the 1963 Act as follows:1b
[10]
Section 17(1) creates an absolute bar to registration provided the jurisdictional fact is present, namely that the use of both marks in relation to goods or services in respect of which they are sought to be registered, and registered, would be likely to deceive or cause confusion. The decision involves a value judgment and
‘[t]he ultimate test is, after all, as I have already indicated, whether on a comparison of the two marks it can properly be said that there is a reasonable likelihood of confusion if both are to be used together in a normal and fair manner, in the ordinary course of business’.
(Smithkline Beecham Consumer Brands (Pty) Ltd (formerly known as Beecham South Africa (Pty) Ltd v Unilever plc 1995 (2) SA 903 (A) at 912H.) ‘Likelihood’ refers to a reasonable probability (ibid at 910B), although the adjective ‘reasonable’ is perhaps surplusage. In considering whether the use of the respondent’s mark would be likely to deceive or cause confusion, regard must be had to the essential function of a trade mark, namely to indicate the origin of the goods in connection with which it is used (The Upjohn Company v Merck and Another 1987 (3) SA 221 (T) at 227E–F; Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc (formerly Pathé Communications Corporation) [1999] RPC 117 (ECJ) para 28). Registered trade marks do not create monopolies in relation to concepts or ideas. More recently this Court in Bata Ltd v Face Fashion CC and Another 2001 (1) SA 844 (SCA)1c at 850 para [9] pointed out that the approach adopted in Sabel BV v Puma AG, Rudolf Dassler Sport [1998] RPC 199 (ECJ) at 224 accords with our case law. There it was said that the likelihood of confusion must ‘be appreciated globally’ (cf Organon Laboratories Ltd v Roche Products (Pty) Ltd 1976 (1) SA 195 (T) at 202F–203A) and that the 
‘global appreciation of the visual, aural or conceptual similarity of the marks in question, must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components’.
Compare SmithKline at 910B–H and Canon paras [16]–[17].
It is to be regretted that the legislature saw fit to depart from the wording “so resembles” used in section 17(1)  of the 1963 Act by replacing it with “so similar” in section 10(14).2 While the words appear to be synonymous confusion will no doubt be created in practice where a party before the courts or the Registrar may argue that the subtle change in wording has brought about a substantive change in the test to be applied. It is hoped that our courts will not discard the wealth of case law established under sections 16(1)  and 17(1) of the 1963 Act in interpreting the provisions of section 10(14)  insofar as they relate to deception or confusion. 
The criteria for determining whether there is deceptive or confusing similarity between trade marks have been dealt with in connection with section 10(12).3 As the words “likely to deceive or cause confusion” occur in both section 10(12) and section 10(14) the nature of the onus upon the applicant is in both cases the same, although it must be observed that under section 10(14) there is a further test to be applied, namely “are the respective goods or services the same or similar”.
1
See Berman Bros (Pty) Ltd v Sodastream Ltd 1986 3 SA 209 (A).
1a
2001 3 SA 941 (SCA).
1b
Ibid 947H–948D.
1c
See par 12.8.2.
2
It seems that the change in the wording was brought about by an attempt to bring South African trade mark law as far as possible into harmony with the United Kingdom Trade Marks Act 1994 and the European Directive on Trade Marks on which it is based.
3
See par 6.6 supra.
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6.12
Goods or services “the same as or similar to”
The introduction of the words “the same as or similar to” in relation to the relevant goods or services has introduced into the Act a further test to be applied, namely “are the respective goods the same or similar?”.
In order to consider the effect, if any, of the separate enquiry, it will be worthwhile to consider section 17(1)  of the 1963 Act prior to its amendment in 1971 which was brought about with the introduction of machinery for the registration of “service marks”. Prior to the 1971 amendment the operation of the section was limited to applications for registration in respect of the same goods or description of goods as those in respect of which the prior mark was registered. After the 1971 amendment it was possible for a prior registration to constitute a bar to a subsequent application in respect of goods or services entirely different from those covered by the prior registration, and for a “goods mark” to constitute a bar to registration of a “service mark”, and vice versa. The abandonment of the concept of “goods of the same description” was necessitated by the fact that it was incapable of application to situations involving conflicts between “service marks”, or between a “goods mark” and “service mark”, whereas the legislature considered that such conflicts should, in appropriate circumstances, constitute a bar to registration.
Prior to the 1971 amendment the enquiry was directed, firstly, to whether the goods in respect of which the later mark was sought to be registered were the same or of the same description as those in respect of which the prior mark was registered.1 If the answer was in the affirmative, the enquiry was then directed to whether the marks so nearly resembled one another as to be likely to deceive or cause confusion when used in a normal and fair manner upon the respective goods concerned. 
In the third edition of this work the test, after the 1971 amendment, was described as follows:2
The present section (s 17(1)) requires a determination of whether the trade marks so resemble each other that their use in relation to the goods or services concerned will be likely to deceive or cause confusion. The notional use envisaged will be, as before, use in a fair and normal manner in relation to any or all of the goods or services in respect of which the existing mark is registered and in respect of which the other mark is sought to be registered.
   The fact that it is no longer necessary to conduct a separate enquiry as to whether the goods concerned are the same or of a like description does not, it is respectfully submitted, detract from the importance of the nature of the goods or services concerned in determining whether or not there is a likelihood of deception or confusion. Regard must be had to both the degree of resemblance of the marks and the nature of the respective goods or services involved in determining whether use of the marks on the goods or services concerned will create the impression that the goods or services are connected in the course of trade with the same person. When the goods or services are of such a nature that it is not improbable that one person would offer them to the public, the likelihood of deception or confusion will be greater than in cases where the goods or services are of so divergent a nature that it is improbable that they would emanate from the same source. It is submitted that, in determining the probability of the goods or services being thought to have a common source, regard will be had, in so far as they are applicable, to the criteria laid down by the courts in Jellinek’s Appn3 for determining whether goods are of the same description or not, viz:
(a)
the nature and composition of the goods (or the nature of the services);
(b)
the respective uses of the goods (or functions of the services);
(c)
the trade channels through which the goods are bought and sold (or the services offered).
Where the services are performed upon or in relation to or even by means of a particular type of goods, this is, it is submitted, a factor which will render more likely deception or confusion between marks used in respect of such goods and such services.
   It is suggested that the following test can be applied when comparing trade marks for the purposes of s 17(1):
Considering notional use by the opponent of its trade mark in respect of any or all of the goods (or services) covered by the registration of its trade mark, is the court satisfied that use by the applicant in a normal and fair manner of its trade mark in respect of any of the goods (or services) covered by its application will not cause confusion or deception amongst a substantial4 number of persons.
This test is derived from the well-known test put forward by EVERSHED MR in the Smith Hayden case5 but notional use in respect of any or all of the goods (or services) covered by the existing registration is preferred to notional use in respect of any of such goods (or services) to emphasize that the comparison may be based on assumed use in respect of the totality of the goods (or services) covered by the registration rather than selected goods included in the registration.
Accordingly, while section 17(1) (as amended in 1971) of the 1963 Act did not make specific reference to this, the nature of the goods or services in question played an important role in enquiries under that section. We are now faced with the situation where the legislature has made provision for a specific enquiry namely “are the goods the same as or similar to”. While this test is not the same as the “goods of the same description” test of section 17(1)  (before the 1971 amendment) there can be no doubt, it is submitted, that the purpose of the sections is the same, namely to prevent marks which are likely to cause confusion or deception from coexisting on the Register. It is, however, not expressly stated in section 10(14)  that the similarity between the goods or services must be such as to be likely to deceive or cause confusion which leaves room for the argument that this determination is limited to the nature and composition of the goods. It is submitted that it would be a retrogressive step to limit the enquiry simply to the inherent characteristics of the goods which could result in marks which are likely to and may in fact cause confusion or deception coexisting on the Register. In interpreting the provisions of the Trade Marks Act our courts have been pragmatic in their approach and in interpreting the phrase “in the course of trade”6 the Appellate Division said:7
Be that as it may, it is in my opinion appropriate to interpret the phrase in question in the light of its context, ie in the light of the language of the rest of the statute, the subject-matter with which it is concerned, and its apparent scope and purpose (see University of Cape Town v Cape Bar Council and Another 1986 (4) SA 903 (A) at 914A-D; Protective Mining & Industrial Equipment Systems (Pty) Ltd (formerly Hampo Systems (Pty) Ltd) v Audiolens (Cape) (Pty) Ltd 1987 (2) SA 961 (A) at 991G-992A).
While the nature and composition of the goods or services will play an important role it is submitted that the other criteria of the Jellinek test quoted above, namely the respective uses of the goods and the trade channels through which the goods are bought and sold should play an equally important role. The JELLINEK test has been elaborated on in British Sugar plc v James Robertson & Sons Limited8 where Jacob J stated that the following factors must be relevant in considering whether there is or is not similarity:9
(a)
the respective uses of the respective goods or services;
(b)
the respective users of the respective goods or services;
(c)
the physical nature of the goods or acts of service;
(d)
the respective trade channels through which the goods or services reach the market;
(e)
in the case of self-service consumer items, where in practice they are respectively likely to be found in supermarkets and in particular whether they are, or are likely to be, found on the same or different shelves;
( f )
the extent to which the respective goods or services are competitive. This inquiry may take into account how those in trade classify goods, for instance whether market research companies, who of course act for industry, put the goods or services in the same or different sectors.
Certainly, if this were not the case, then the finding in the French Connection case10 (where section 17(1) was invoked in circumstances where the trade mark FRENCH CONNECTION registered in respect of clothing was held to be a bar to registration of the identical trade mark in respect of cosmetics) would no longer apply under the current act as one would be hard pressed to argue that the nature and composition of clothing and cosmetics are the same. However, if one broadens the test to the respective uses and users of the goods and the trade channels through which they are bought and sold it becomes clear that there are similarities between the goods.
1
See the first edition of this work 51 et seq.
2
See Danco Clothing (Pty) Ltd v Nu-care Marketing Sales and Promotions (Pty) Ltd 1991 4 SA 850 (A) 850E-G.
3
(1946) 63 RPC 59; DAIQUIRI RUM Trade Mark [1969] RPC 600; OPTIMOL Trade Mark [1977] RPC 163.
4
“Substantial” means “not negligible” – Pick ’n Pay Stores Ltd v Greatermans Stores Ltd SAPJ June 1980 160 (WLD).
5
Smith Hayden & Co Ltd’s Appn (1946) 63 RPC 97 101; and see the remarks concerning the test suggested for s 16(1) 102.
6
As it appeared in s 44(1)(b) of the repealed Act.
7
Beecham Group plc v Southern Transvaal Pharmaceutical Pricing Bureau (Pty) Ltd 1993 1 SA 546 (A) 554G-H.
8
[1996] RPC 281; ZIPPO Trade Mark [1999] RPC 173.
9
Ibid 296-297; see par 12.23 infra.
10
Danco Clothing (Pty) Ltd v Nu-Care Marketing and Sales Promotions (Pty) Ltd 1991 4 SA 850 (A) 858.
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