Intellectual Property Law Lecture Notes – 11 March 2013
If you want to know more about a case, go to Burrell, only expected to know what is in the class notes.

The Law of Intellectual Property in South Africa Textbook - look at this if not sure of something.
Summary








What is protected? Your invention. Who will be protected? Inventor/patentee/licensee (person who got license for it).

How are you protected? Nobody may apply to register/register a similar patent, while your patent is enforced (you have an exclusive right to your patent). 

Exceptions (the defence the other party would use)? 

How long will it last?  20 years.

Can you lose it? Yes, if you don’t renew it on an annual basis (principle of restoration).
Fill in our notes according to this diagram.





Fill this in  according to our notes. 
Employer-employee relationship? Detailed below:
a. First Time Period – You still in the employment of your employer. Need to ask two questions here: 1. Was the invention made in the scope and duties of employment? 2. Is there a contract and what does it say?
b. Second Time Period – year after employee left. Can the employer apply for a patent? For this year, it is like a restraint of trade (nobody applies for anything). 
c. Third Time Period – The employee can apply for a patent. 
Remember here, we said you get something like a general/normal employee, and somebody you employed to do something specific (e.g. mechanical/civil engineer), very important to look at job description. You can have joint inventors (there must be a considerable contribution that each person must contribute).
	Patent Application Process

	Provisional
	Complete

	Optional route.
	This route has to be taken eventually. 

	It depends on how far you are in the process of developing your product, and how urgently you need this patent to be finalised. 
	This is done after the expiry of the 12 month period of the provisional application. 

	The date you file this application is called the priority date (12 months). You can do the following in this period: a. Refine your invention (tweak it a bit). b. To develop it further. c. To market it. d. To disclose it to other parties (if you want to obtain funding and investments, for instance). 
	You get a complete patent application in the first instance, you don’t have to file a provisional patent application. And, as soon as you have a complete patent/complete patent is granted to you, you have legally enforceable rights.

	You are not granted legally enforceable rights.
	Complete patent gives you all the rights.

	This gives you the rights to the exclusion of all other parties.
	

	Here. You only have the right to file a complete patent. 
	

	PCT Process

	This enables you to instead of registering in every country, file one application, and obtain protection in different countries. This is called the PCT system.
	Within the first 12 months of you filing a local application (provisional or complete application) in South Africa, you must also file an international application. And within 16-18 months, an international search will be conducted to see whether or not, there is any similar, or the exact same patent out there. 

	Then after 3 years, a preliminary examination will be conducted, and after at least 31 months (at minimum), you may be granted a PCT patent. 
	You can file your patent within South Africa simultaneously with your international application. 

	You must realise with the PCT application, it will take quite a while for you to get granted the application (can take anything from 31 months onward). 
	Advantages: If have local application, they have to go and see whether there has been a similar patent in the past, if find one, won’t be granted a patent.

	If go international route, international agency will do whole survey and examination on your behalf, they have a much quicker and thorough search engine/mechanism to do this. 
	They should provide/inform you if they find anything similar to the patent you want to register. 

	This will then afford you the opportunity to amend your application.
	At the end of 18 months, you must have made all necessary amendments and adjustments to your patent.

	This Committee will take the patent, examine it, and everything is fine, round about 31 months after you first applied, they will grant you a patent. 
	Patents are placed on a queue when similar patents are filed at the same time, yours takes preference. 


Revocation
What if you made error on application/clerk of Court made error on application, can it be corrected? Commissioner has the authority to order the correction in the following instances:

a. If you have a clerical error or an error caused due to translation. Now usually this request to correct you error must be done in writing to the Commissioner, and you pay a fee for this.

b. Now as soon as he receives this request for the correction, the Registrar must give notice to all the relevant parties about this, so they can have a chance to consider whether or not to oppose it. 

c. If the correction would materially alter the scope of your application (so instead of being a DSTV decoder, now it is going to be a DVD player, for example), the Registrar will require you to advertise in the Patents Journal, and to serve a Notice on every relevant person. If there is no objection, then the Commissioner can grant the application, it is not that he must grant the application. 
Now, this is all set out in Section 50(1) (a) of the Patents Act. So, who may apply for a correction (there is a difference between a correction and an amendment)? The patentee or proprietor of the right or the Registrar himself.

Now there are only certain documents than can be corrected:
1. The Patent Certificate. 

2. The Patent Application.

3. The Patent Register. 
4. The documents lodged. 
What is important is that this error you made, must have been made in preparing the documents, and not when the documents have been made (e.g. not including the inventors, this is an error which can be made, is because it is a clerical error).

Effect of a correction is that it may broaden the scope of your patent application (might include other features).

Courts have said that when dealing with unfamiliar terminology (medical/chemical terms, etc.), this is not a clerical error. 

Now, in contrast to this, we get the amendment of a specification.
Amendment of a Specification:

This must be made in a prescribed manner, and any person may oppose this amendment. No amendment on a complete specification will be allowed if it discloses a new matter, or if the matter has no substance. This application for amendment can be made at any time (doesn’t matter if dealing with provisional or complete application), and you will have three months to become compliant, once Commissioner tells you to amend your specification. If don’t do this, it is invalid, you whole patent gets scrapped off.
Grounds for opposing amendment:

a. An incorrect procedure was followed. 

b. Insufficient reason was given for the amendment. 

c. Even if the patent is amended, it would still remain invalid. 
d. The amendment does not fall within the scope of the existing claim (trying to change/modify the claim that they have).
e. Culpable delay (the person that instituted/asked for the amendment, just wants to delay the whole process, for me not to use my patent).

The onus for amendment, in respect of compliance with statutory requirements, it will be on the patentee. In respect of the grounds of opposition, it will be on the opposer, and in respect of a dispute of fact, it will be on the opposer.
Compare how correction and amendment differ, or the similarities between of a correction of a clerical error or amendment to specification, or the revocation and restoration of amendments? 
Test
15 April 2013 at 08:30 (during class time), and venue is Exams Hall, Central Block.

General

Pg. 6 of the Course Outline– Marewar Industries case is self study. Aerotel are self-study, other three cases can leave out. Study Ensign Brikford, leave out other cases.

Northpark Trading study.

Gentiruco study.

Revocation leave out case.

Sanofi Aventis study.

The way we could be asked is the following (potential questions):
1. Compare the correction of clerical errors with amendment to a specification?
2. Is an amendment of an application during legal proceedings possible? This is the Sanofi Aventis case.
3. Explain how patent restoration and revocation differ?
4. Explain the PCT Process (International Patent Process) as well as the South African Patent Process?

5. Discuss the difficulties we encounter with patent applications in an employee-employer relationship? Refer here to the Marewar Industries v Irvine case.
6. When it comes to patentability, we can either be given a factual situation (then need to work out whether the invention is patentable), or we can be asked straight-forward questions? Patentability is very important – can be either in test or exam. Need to know what the priority date is and what it means. 
7. Leave out mosaic.

8. What would be the effect of patent registration?

9. How can your patent be infringed, and what can you do about it (what remedies are available)?

10. Defences to infringement (what can the other guy say)?

Example of the Patentability Part (Question):

The Blackberry cellphone was patented, now Samsung came and put in an application for patentability. According to our law, we need a new invention, which involves steps, and is capable of being use in trade/industry. Is this possible? It is capable of being use in trade or industry or agriculture. Is it new? What does it mean? Novelty – so the Blackberry must not formed of a previous state previously or immediately before. What would you base your conclusion on here? What would you want to know about this device? What more does it do than the other (it must actually take it a step further)? One can do internet and Twitter, whilst the other can do e-mails. You will need to analyse the example in accordance with the requirements.
Another one which is always brought up, have Apple Ipad and Samsung Galaxy Tab. Ipad patented before the Galaxy Tab, but if look at it, look and function the same, except the programs on it. Can you really say it is a new novel idea (that it was taken one step further)? A different opinion of every Court on this. The British Court ruled that there was no infringement on Samsung’s behalf because: 1. The Galaxy Tab was not cool enough to be confused with the Ipad. 2. The consumers would not likely to get confused between the Ipad and Samsung Galaxy Tab. 3. The Galaxy did not have the same understated and extreme simplicity as the Ipad. 4. The Galaxy Tab is not as cool. The one thing the Court touched is whether the consumers will get confused. The functionality – are they the same/do they do the same things? This was just in the British Court, there are 10 other different decisions, all coming to different conclusions (there is thus no clarity on the issue). 
Ms. Etsebeth will be in her office during consultation hours.

Don’t buy textbooks, and study from class notes and will be fine. 
What is protected?





Who is protected?





How are you protected?





Patent Protection





What happens if you lose it?





Exceptions?





How long does it last?





Who may apply (Section 27 of Patents Act)?





Registration of a Patent





Could the inventor be a juristic and/or natural person?





Problem: Employer-employee relationship?








