Intellectual Property Lecture Notes – 12 February 2013
Trade Marks

The laws that govern IP Law in terms of Trade Marks are the statutory law and the common law, and also the international standards and conventions. EU Directives. 
Law of Trade Marks

1. Definition of trade mark.

2. Registrable trade marks.

3, Marks not capable of registration.

4. Registration Procedure.

5. Disclaimers.

6. Infringements and remedies.

7. Defences.

8. Licensing, agreement and hypothecation.

Section 2(1) of the Trade Mark Act 194 of 1993 defines the ‘trademark’ as “a mark used or proposed to be used by a person in relation to goods or services for the purpose of distinguishing the goods or services in relation to which the mark is used or proposed to be used from the same kind of goods or services connected in the course of trade with any other person”. E.g. Aspirin – generic name, but if go back in history it was a trade mark. Kleenex is a brand name. Xerox, which is a photocopying machine manufacturer, and is a trade mark. A trade mark should thus not be a generic name (genericize – lose capacity to distinguish).

Section 2(1) of the Trade Mark Act 194 of 1993 also defines the meaning of a ‘mark’ as “any sign capable of being represented graphically, including a device, name, signature, word, letter, numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any combination of the aforementioned”. 

What kind of compensation is there to an owner of a trade mark when it is generic? Only get compensation for infringement, unlawful competition and passing-off. 
Pharmaceutical Industry – very regulated, because of the public health risk. There are 2 ways to deal with it:

1. Compulsory license – This is detailed in TRIPS and the Doha Declaration, and also in legislation, where you are required to get this license if you got your benefit from a public institution. It is equivalent to ‘arm twisting’. You have to accept the price being offered.
2. Voluntary license.   

Medicines Control Council asks for evidence on drugs (need evidence from clinics or trials).
Definition of ‘mark’
Must meet 2 requirements:

1. Must be capable of graphic/audible/visual representation

2. That which is capable of being audibly reproduced.

Section 2(2)

Webster & Morley Para 3.3. 
E.g. scent – of itself, not capable of being a trade mark. But in EU u can register a scent. This is in terms of Section 2(2) of the Trade Marks Act.
Can goods constitute a ‘mark’?

1. Shape = the particular form taken by the goods. E.g. Coca-cola.

2. Configuration = the way in which the various elements of the goods are arranged.E.g. Tablet.

3. Goods are capable of functioning as ‘a mark’. See Webster & Morley Para 3.3

Coca-Cola Bottle Registration

Registering name Coca-Cola and the bottle itself. This is the trademark. It is a word and a device. The device is the fancy the word is written.

Coke word mark registration

Coke is registered as a trade mark.

II. Registrable Trade Marks

Section 9(1) (must be read together with Section 2):

The mark must be capable of distinguishing the goods or services of a person…from the goods or services of another person…

Section 9(2): - the two-fold test for registrability-

A mark shall be considered to be capable of distinguishing within the meaning of subsection (1) if, at the date of application of registration, it is inherently capable (by nature) of so distinguishing or it is capable of distinguishing by reason of prior use thereof (by nurture). 

Question of Registrability:

1. Removal of an entry wrongly made (done in terms of Section 24(1) of the Trade Marks Act by expunge): Beecham Group plc v Triomed (Pty) Ltd.
2. Rectification of Trade Marks register (ask for rectification by adding a disclaimer): Cadbury (Pty) Ltd v Beacon Sweets and Chocolates (Pty) Ltd.  
