Intellectual Property Law Lecture Notes - 12 March 2013

Part A: Trade Marks

Marks Not Capable of Registration

Items for Consideration:

III. Marks not capable of registration (Section 10 of the Trade Marks Act):

· No bona fide proprietor (Section 10(3) of the Trade Marks Act)

· No Intention To Use (Section 10(4) of the Trade Marks Act))
· Prohibition on Shape, Configuration, Colour and Container Marks (Section 10(5) and (10) of the Trade Marks Act))
No Bona Proprietorship (Section 10(3) of the Trade Marks Act

The first relevant case here is the case of Tie Rack plc v Tie Rack Stores (Pty) Ltd 1989.
Tie Rack plc v Tie Rack Stores (Pty) Ltd 1989:
Facts: Mr. Roy (South African qualified attorney) had moved to UK in 1981, and started business there, and came up with innovative name, called Tie Rack (it is quite characteristic, as can have it as your brand – a retailer has a look about it (citing or “get up” of a service). The trade mark “Tie Rack” was registered in a number of countries, when he came to SA, couldn’t register mark here, as someone had already registered the mark in 1987. The issue here is Mr. Roy (Applicant) contending it was an infringement of his trade mark (this is the reason why Registrar didn’t allow him to register trade mark). Tie Rack (Pty) Ltd (SA Company) was registered as an assignee of the trade mark (assigned rights to SA Tie Rack Company). Claim for unlawful competition for passing off and copyright infringement. Therefore, Applicant asking for damages, and that the trade mark was deleted from the Registrar, so that Mr. Roy could use the trade mark locally. Mr.  Roy had never done business in SA. There was also a copyright issue in this case. This case deals with two points: 1. Concept of proprietorship. 2. Trade mark as a territorial concept – trade mark enforced in the territory it is used.

You do not need to register copyright to come into existence, it comes forth automatically.

Copyright infringement claim succeeded. This Company copied the stationery and logo brand of Tie rack in the UK succeed in copyright, not trademark. This is because trade mark is not affected by territoriality (acquired by very virtue of coming into existence). 
Mr. Roy succeeded on claim for copyright, but failed on claim for trademarks.  Therefore, it was protected.
Trollip J in Moorgate Tobacco Ltd v Phillip Morris Inc:
“An applicant can rightly claim to be the common law proprietor of the trade mark if he has originated, acquired, or adopted it and has used it to the extent that it has gained the reputation as indicating the goods in relation to which it is used are his. He can then claim to be registered as the statutory proprietor of the trade mark with all the benefits and rights conferred by our Act. But Section 20(1) of the Trade Marks Act is not confined to that kind of applicant. It also applies to one who has originated, acquired, or adopted the trade mark but has hitherto  not used it at all, or to the requisite extent, provided he proposes to use it”. 
Intention is an important consideration here. 

Proprietorship: Additional Considerations (Tie Rack plc v Tie Rack Stores (Pty) Ltd continued):

“…a trade mark is purely a territorial concept: it is legally operative or effective only within the territory in which it is used and for which it is to be registered or is registered. Hence, the proprietorship, actual use or proposed use of a trade mark mentioned in Section 20(1) are all premised by the subsection to be within the RSA” Tie Rack plc v Tie Rack Stores (Pty) Ltd– pg. 446I-J.

“I do not think that the requirement of ‘authorship’ means that the applicant must be the true and first inventor: he has not to establish anything analogous to what an applicant for letters patent for an invention must establish” – Fullagar J in Aston v Harlee 103 CLR 391 at 399.
Consent – if allow party to be assignee, can’t claim for infringement. 
Territoriality – only trademarks which are registered here can be protected.
Proprietorship was bona fide. 

Trollip J in the Moorgate Tobacco case at 70-3:

“…when someone applies under Section 20(1) to register an unused trade mark which he proposes to use in respect of the specified goods he must have a definite, present intention of so using it, not necessarily in the immediate future, but at some future time when he deems it fit”. 

Claim for infringement has framed.

Read case of McDonald’s very carefully (it is a turning point case in South Africa).

The next case we will be doing is the Victoria’s Secret case (Victoria’s Secret v Edgars.

Victoria’s Secret Case:

Case concerned international trade mark that was not registered in this country.

Facts: Dispute between Edgars and Victoria’s Secret (company registered in the USA), and both parties registered at same time, and Registrar has to consider when mark registered first. In terms of classes, they are all the same. Products here are intimate feminine wear. The USA Company (Victoria’s Secret) made the application for 3 trademarks, after they discovered that SA Company (Edgars) had applied for registration. One application accepted, it is published in the Patents Journal. This is what made USA Company aware of this. Assistant Registrar ordered for registration of SA trademarks, and USA trademark not registered here. USA Company traded in USA for a number of years. Edgars owner learnt about USA Company, and tried to determine whether SA women would be interested in these products. Lawyers advised no registered trademark for Victoria’s Secret (advised Edgars – Mr. Beatson). They set up the same shop and name in South Africa. He admitted having realised no trade mark in SA, only in USA, therefore proceeded to make application for registration. USA Company appealed directly for a determination if whether this mark registration was acceptable.

Section 17(3) of the Trade Marks Act 62 of 1993:

“Where separate applications are made by different persons to be registered as proprietors respectively of Trade Marks that so resemble each other that the use of such trade marks in relation to goods or services in respect of which they are respectively sought to be registered would be likely to deceive or cause confusion, the Registrar may refuse to register any of them until the rights of those persons have, upon application in the prescribed manner, been determined by him, or have been settled by agreement in a manner approved by him”.
Applicable Legal Principles:

“In a situation in which compelling applications for the registration of the same or similar marks are filed in the Republic of South Africa the general rule is that, all else being equal, the application prior in point of time of filing should prevail and be entitled to proceed to registration. In a “quarrel” of that kind “blessed is he who gets his blow in first”. – Trollip in the Moorgate judgment.

“…there is no legal bar to the adoption in South Africa of a foreign trade mark, ‘unless it is attended by something more’”.

In the Moorgate judgment Mr. Trollip pointed out that factors relevant in the determination of the applicant’s claim to proprietorship of a trade mark are ‘… any factors that may have vitiated or tainted his right or title to the proprietorship thereof. These factors would comprehend dishonesty, breach of confidence, sharp practice, or the like’. Victoria’s Secret Inc. v Edgars Stores Ltd Pg. 747 H-I.  
Therefore USA Company could not succeed.

Pg. 748A – The lawyers for the USA Company tried to advance an interesting argument – surely times have changed, and very strict application of territoriality should be relaxed in terms of the Paris Convention (SA should be protecting international trade mark). SA should apply the law as it is, not the law as it ought to be. This is anticipating the 1997 Amendment. 
No Intention to Use (Section 10(4) of the Trade Marks Act))

	Acceptable:
	Not Acceptable:

	An intention to trade commercially in the particular goods for which the mark is registered.
	Using a mark as a simple ornamentation.

	Definite and present intention.
	General intention to extend business/uncertain or indeterminate possibility.

	
	


  The Requirement of Bona Fide ‘Use’
A ‘fairly low threshold [is] set by the authorities…’.

See The Gap Inc v Salt of the Earth Creations (Pty) Ltd & others (695/11) [2012] ZASCA 68 and the authorities cited therein.
Court had to decide whether an international company, who had registered trade mark here, and had entered retail licensing agreement with Clicks,etc. Argument by Respondents is that there is bona fide use. Respondents argued that although no bona fide use, trade mark should not be registered in the register. 
Onus on party to show Court that using trade mark in bona fide way. 
It ‘means a user by the proprietor of his registered trade mark in connection with the particular goods in respect of which it is registered with the object or intention primarily of protecting, facilitating, and furthering his trading in such goods, and not for some other, ulterior object’. (Per Trollip J in Gulf Oil Corporation v Rembrandt Fabrikante en Handelaars (Edms) Bpk 1963 (2) SA 10 (T) at 24D, cited with approval in AM Moolla Group Para 42).  

On appeal, only issue for determination was whether or not expungement was correct. Do we expunge trade mark for no bona fide use or register it?

Para 10 – All these issues relating to evidence of use through Clicks and Stuttafords. SCA found reasoning of HC to be mistaken, in the sense that so long as licensing agreement it was sufficient to show bona fide use.

Court had to overturn HC’s decision of expungement. 
