Intellectual Property Law Lecture Notes – 18 February 2013
Part B: Patents

Verine Etsebeth
LB46.

Need specialised knowledge for this course. Spoor and Fisher and Adams and Adams specialise in Patent Law. Need a Bsc Degree with your LLB Degree to specialise in Patent Law. Will need Physics and Chemistry to understand this course in its specialisation. 
The best-known invention in South Africa is the Kreepy Krauly (will refer to this each time in the course). 




Patent Law

Must know the full citations of the Acts.
Nature and Function of Patents

It is three-fold:
1. You have a novel (new/inventive) idea.

2. That you want to make publicly available.

3. To advance technology and the industry.
4. In return that the patentee (the person who invented it) has an exclusive right to exploit the patent/invention. 

E.g. The man who invented Kreepy Krauly wanted to make money off it, and that is why he chose to patent the idea.
When we say you have an exclusive right to it, what do we actually mean? He will be protected for 20 years, but there are three requirements that must be met, before you will have this protection:
1. Your patent must be renewed on an annual basis. 

2. It must be kept in force. 
3. It may not be revoked or declared invalid. In South Africa, we have this presumption that a patent is valid, unless proven otherwise.

Area of Exclusivity:

Where will you be protected? You will be protected only in South Africa, unless he actually applies for a patent in other countries. You have to apply to each and every country you want protection. 
Differences between the different fields of law in IP Law:
Copyright:

You need intellectual content. You got to have an idea/concept that is protected. 

Trade Mark:

It is a mark that distinguishes goods from one another. E.g. If you take Coca-Cola vs. Pepsi, they taste and look the same, but when you look at the cans they are different, this is the Trade Mark.

Design Registrations:

This is applied to an article because of its aesthetic appeal or a dedicated function that it may have. 
Patent Law:

This provides protection in connection with a concept/idea, but it doesn’t have to be physically embodied in that product. 
If you ever have a choice, between any of those, and protect your article, the best option is to get a patent (this is the best protection at this stage). 
E.g. Ipad – there are many different patents to it. There would be trademark, design aspects and patent law in it. You want to get patent law as much as possible.
Registration of a Patent:

Nature of Application for a Patent
This is Section 27 of the Patents Act. 

1. Who can bring an application? The inventor (the person who invented it). Also, anybody who bought the invention from him (if he assigned the rights of that invention to somebody). You can also assign the invention to your employer (in your employment contract, anything an employee invents will be assigned to your employer, and this is completely valid).
2. Who will qualify as an inventor? Problem: The Act is silent as to whether a juristic person (business) can be an inventor. Our Courts have held that a juristic person cannot invent things; only a natural person can be an inventor. This is unlike the position with copyright, where if you are a juristic person here, you can be an author.
Whenever you want to decide whether a person invented an invention, you need to look at whether the person made a contribution to the invention. E.g. Kreepy Krauly and Ipad won’t just be one person who had a brainwave and invented it. Courts have held that you need to ask whether the person was merely following commands (e.g. in a lab), or whether he contributed to this invention (therefore you can have joint inventors – more than one inventor, but contribution must be substantial). In America they take it so far, that the joint contribution doesn’t have to take place at the same time, in the same location, but doesn’t have to be the same type of contribution. But, again, the contribution must be substantial. 
Employer-Employee Relationship
This is where it becomes difficult. This is because a juristic person can’t be an inventor, but it doesn’t mean that the business can’t apply for a patent. If you read the South African Patents Act, you will see there is no specific section dealing with the Employer-Employee Relationship. However, Section 59(2) of the Patents Act does make reference to an employer-employee relationship. You get a number of scenarios:

1. Anything you develop during course and scope of employment, it will be long to your employer (employer is the inventor). The contract can state the opposite, e.g. independent contractor – Mr. X will remain the owner of the patent, now you have an inventor who is a natural person, therefore no problems in applying for a patent (this is what is called the first time period). This Period is during employment. 
2. Second Time Period – this is basically once your employment has been terminated (once you have left employment). This is limited to one year after you have left employment. During this period, the employer can’t take assignment (e.g. have Kreepy Krauly and Barracuda, the new company, Barracuda, are your new employers, they are not allowed to take assignment of that idea you developed, and you as the employee, are not allowed to use that idea). This idea comes from your old job. This is different from restraint of trade, because in restraint of trade, you can make the period longer, here you cannot. It doesn’t matter if you were left/fired.
3. Third Time Period – Here your old employer can’t regulate/restrict/limit the employee’s rights anymore. According to Section 59(2) (a), you will have to ask yourself two things: a. Was it made during the course during the course and scope of employment (the invention)? B. Is there a contractual relationship/understanding between these people? This is because your employment contract, you always look to this first to see what were the provisions and clauses. 

4. Course and Scope of Employment – What does this actually mean? Midway case- here they referred to what is meant to by scope and course of employment. In IP Law, we have an important writer called Burrell, who wrote all the Textbooks on IP Law, he said you have distinguish between the words “course” and “scope”. “Course” means the period of your employment, and “scope” means the nature of your work, i.e. what do you actually do? It must be realistic in the course and scope of employment. Burrell went further to say that you should use the following test: 1. If the inventor was employed to do/perform certain duties and to apply his mind to certain concepts. If he refuses to do so, would that constitute a breach of contract? If your answer to the question is affirmative, then your answer is yes, it is within the course and scope of employment. 
You get two types of employees:

1. General Employee – 95% of us are general employees. You as the employee are regarded as the trustee of the patent. This employee can apply for a patent as an inventor. 
2. Employed to Invent – someone who is employed to invent. E.g. Work at software design company, this is what they expect of you, to create, for example, games, you are employed to invent. Who will be able to apply for the patent? The employer. The sole purpose here is to invent. 

Here it is all about the contract, what does the employment contract stipulate? Your first or second provision in an employment contract states what position you shall hold.     
