Intellectual Property Law Lecture Notes – 19 February 2013
Part A: Trade Marks

Registrable Trade Marks
The Two-Fold Test for Registrability”
Beecham Group plc v Triomed (Pty) Ltd 2003 (3) SA 639 (SCA)

· Dispute over the registrability of Augmentin tablet shape (marketed by Beecham).

Vs.

· Augmaxcil tablets (imported and sold by Triomed). The Court did not allow this word mark application to go further. This was a counterclaim that did not succeed in the Lower Court.
Trimoed applied in PD (Provincial Division) for shape of Augmentin to be expunged/delete (request for rectification of the Register). Argument: Surely this shape does not have the capacity to distinguish this tablet from others.
Particulars of Beecham’s Trade Mark:
· Registered for ‘antibiotics’ in class 5 (which includes pharmaceutical preparations) of Schedule 3 of the Trade Mark Regulations.

· The mark consists of the shape and curvature of the tablet.

Band helps in the coating of the tablet. Trying to be as detailed as possible in registration. Bi-concave shape – assist them in swallowing, as research shows if doesn’t have bi-concave shape, people won’t be able to swallow tablet. Oval shape and bi-concave shape are used together. What was being registered as a trade mark are the featured described. Augmentin is an anti-biotic and is used for various types of infections. 

Is the shape capable of acting as a trade mark as able of identifying this producers goods from others? No – the shape is commonly used and is not capable of distinguishing a product.

Grounds of Triomed’s Application:

‘The following marks…if registered shall… be liable to be removed from the register:

1) A mark which does not constitute a trade mark; - Grounds of attack: 1. Beecham never used the shape, but always referred to the name Augmentin. 2. 
2) A mark which -  
a) is not capable of distinguishing within the meaning of Section 9; – raises issue of two-fold test – a. prior use – product has been previously used in market and people are familiar with that particular shape – no marketing with reference to shape of tablet, therefore fails test of prior use. B. On date of registration, whether inherently capable of distinguishing product from others – all features needed in market, a lot needed to be done, which wasn’t, therefore failed test.

b) consists exclusively of a sign or an indication which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or other characteristics of the goods or services, or the mode or time of production of the goods or of rendering of the services; – prevent choking/crumbling and therefore need this test.

c) consists exclusively of a sign or indication which has become customary in the current language or in the bona fide and established practices of the trade – evidence this could not be registered as a mark.

5) A mark which consists exclusively of the shape, configuration, colour or pattern of goods where such shape, configuration, colour or pattern is necessary to obtain a specific technical result, or results from the nature of the goods themselves;– relied on the shape, and haven’t used for marketing, then cannot register it. Therefore this worked against Triomed.

11) A mark which consists of a container for goods or the shape, configuration, colour or pattern of goods, where the registration of such mark is or has become likely to limit the development of any art in the industry; – cannot register a shape which is going to inhibit development in this industry, and therefore those rights should be deleted from the Register. When pharmacists were surveyed, they identified all tablets as Beecham. The objection is that the evidence was found to be flawed by the Court, because it was conducted on the wrong size tablet. 
….

Provided that a mark shall not be refused registration by virtue of the provisions of Para (2) or, if registered, shall not be liable to be removed from the register by virtue of the said provisions if at the date of the application for registration or at the date of an application for removal from the register, as the case may be, it has in fact become capable of distinguishing within the meaning of section 9 as a result of use made of the mark.
Issues:

Does the shape mark constitute a trade mark under Section 10(1)?

“The test is whether Beecham used or proposed to use the shape of the tablet ‘for the purpose of distinguishing’ it from tablets sold by others or whether the function of the shape is to distinguish these tablets from other tablets” (Para 9).

Is the mark in terms of Section 10(2)(a) capable of distinguishing within the meaning of Section 9?

The factual enquiry under Section 9 read with the proviso to Section 10 is done in two stage (two-fold test):

The first is whether the mark, at the date of application for registration, was inherently capable of distinguishing the goods of Beecham from those of another.

If the answer is no, the next inquiry is whether the mark is presently so capable of distinguishing by reason of its use to date.

Outcome: Court noted shape not capable of distinguishing and nurturing, and therefore mark had to be removed from the register. 

Onus of proof in terms of Section 9 always fall on the party. 

Cadbury (Pty) Ltd v Beacon Sweets and Chocolates (Pty) Ltd

· Registered disclaimer: ‘Registration of this trade mark shall give no right to the exclusive use of the sweet device [the plate], separately and part from the mark’.

· Disclaimer sought to be added: the registration ‘shall also give no right to the exclusive use of the name Liquorice Allsorts, separately and apart from the mark’.

Rectification – expunged/deleted. 

Name of product vs. trade mark/brand name?

Parties fighting over both names Liquorice and Allsorts. Competitor wanted to use name Liquorice Allsorts, arguing particular name should be disclaimed, only registered the plates. 

Disclaimer – Serves the purpose that the trade mark owner does not serve monopoly rights over a trade mark to the disadvantage of other competitors. This is what is called a composite trade mark (amalgamation). 
Disclaim the remaining part of it – the consequence of this would be every competitor can use the name, and the impact of this would be that the mark sitting on the register, the name and device would lose its value (would have no trade mark, would remain with nothing).
Is liquorice Allsorts the name of a product that is used everywhere or is it a brand name of Cadbury’s Products? It was descriptive of a product, and therefore that particular component should be disclaimed./

Disclaimers under Section 15: “Primarily [a disclaimer] is to prevent the registration of a composite mark from operating so as to inhibit the use of the disclaimed elements by others. Beacon, relying on the fact that the name Liquorice Allsorts is the dominant part of the trade mark, is asserting trade mark rights in Liquorice Allsorts per se against others based on this registration – Para 13.

Liquorice all sorts is indicated in the Oxford English Dictionary – it is an ingredient and you could use it for all sorts of confectionary.  
Can a Container Mark Fulfil A Trade Mark Function?

Die Bergkelder Bpk v Vredendal Koop Wynmakery 2006 (4) SA 275 (SCA). 

The Appellant sought to interdict respondent from using beuksbottel. Bottle used by appellant in number of ways. Appellant started using bottle in 1950, registered bottle as a design in 1960. Needed to satisfy requirement of absolute novelty. When design mark lapsed, decided to apply for registration of trade mark in 1977, but was opposed by Portuguese wine makers, and dispute lasted 8 years. Was registered as a trade mark finally in 1985. Agreement reached is could only use bottle for alcoholic drinks in South Africa. Respondent had also been using bottles to produce drinks locally, and therefore appellant said infringing their rights, and the use of the bottle was offensive.

Was a counter application for expungment.  Respondent insisted on expungment, because can’t just insist on bottle shape, must be something else.

“Since containers are not usually perceived are not usually perceived to be source indicators, a container mark must, in order to be able to fulfil a trade mark function, at least differ 

If one were to put a so-called Grunberger bottle, stripped of its labels, next to a nude vinho verde or Frankenwein bottle, one would not be able to distinguish the one from the other. On the contrary, the use of the Gr\)nberger bottle as a trade mark would, in these circumstances, be palpably misleading. But, Bergkelder ripostes, the use of the Bocksbeutel as some or other kind of geographical indication by Franconians, Portuguese and some Italians is proof of the fact that a Bocksbeutel has the inherent capability to act as a badge of origin. The answer is this: a Bocksbeutel may have some informal and limited function as a certification or collective mark but that fact in itself establishes conclusively that   it cannot be a badge of origin in the ordinary trade mark sense, i.e. it cannot distinguish the goods or services of one person from those of another ​– Para 15. 

Therefore test not capable of being met. Therefore mark must be expunged from the register. 
