Intellectual Property Law Lecture Notes - 19 March 2013

Part A: Trade Marks

Marks Not Capable of Registration

Items for Consideration:
III. Marks not capable of registration (Section 10 of the Trade Marks Act)

· Inherently deceptive/deceptive or confusing use (Section 10(12) and 10(14) of the Trade Marks Act).

· Position regarding honest concurrent use (Section 14 of the Trade Marks Act).

IV. Registration Procedure

V. Infringement

Non-Registrable Trade Marks

Inherently deceptive or deceptive or confusing use (Section 10(12) and Section 10(14) of the Trade Marks Act)))

See Webster and Page Para 6.6.5 for the differences betweent the two sections:

	Section 10(12) of the Trade Marks Act
	Section 10(14) of the Trade Marks Act

	Focuses on use, which has actually been made of the prior mark and can apply in the case of unregistered or common law marks.
	Limited to deception or confusion flowing from resemblance to registered marks. 

	
	The marks are used/intended to be used for ‘same or similar goods or services’


In all honesty, both parties have been using the trade marks concurrently (honest concurrent use). 

Relevant here is the case of Ex Parte Chemisch-Pharmazeutische Afriken Gesellschaft 1934. This dealt with honest concurrent use (Section 14 of the Trade Marks Act).

Ex Parte Chemisch-Pharmazeutische Afriken Gesellschaft 1934:

Relevant considerations:

· Possibility of deception or confusion in the minds of the public.

· Commercial claims acquired by the proprietor of the mark through considerable amount of concurrent use.
Facts: Competitors in case: Registrar and the Applicant, and other person are not a trade’s person. Registrar refused to register the name “Transpulmin”. Registrar refused to register it, as there existed another name called “Pulmin”. This medicine was proposed to be use by doctors and in nursing homes (prescription medicine), whilst the other one was a secret medicine/preparation.

Question: Is there a possibility of confusion? If no possibility of confusion, you register the Trade Mark.

No doctor would prescribe a secret preparation. Target of consumers is the same, and no one would confuse “Pulmin” from “Transpulmin”.

Also the concurrent use had been honest.

Therefore, registrar wrong in refusing to grant the trade mark.

Principle: In the case of concurrent use of similar trade mark, which does not cause confusion, they should be registered.

The use had been honest (it was used in good faith), therefore falls under exception.

We also look at the notional use of the product. Who would be the ordinary user of the product? This should guide you on whether it should fall in a Section 10(14) of the Trade Marks Act exceptions.

It is clear who needs prescription medication, and a secret preparation.

Registration Procedure

Trade Marks Act Regulations of 1995 – all the details in order to register a Trade Mark. Steps:
1. Make an application in the prescribed form. 

2. Need to conduct a search, to find out if your proposed trade mark prescribes to Section 9 of the Trade Marks Act, and does not fall into Section 10 of the Trade Marks Act.

3. Trade Marks fall into classes, and find out where the trade marks falls. We use the Nice Classification (this is where the agreement was signed which classifies goods/services, in Nice, France).

4. The Registrar will do a search as well before accepting application – 1. Are you able to fulfill Section 9 of the Trade Marks Act? 2. Are there any offences or exceptions in terms of Section 10 of the Trade Marks Act? Licensing and Application for Registration bought at same time.

5. Put in Patent Journal, and people (any person) will have at least 3 months after the registration (and date of publication), can come forward to object.

Refer to Para 8.2 of Webster and Page. 
This is not usually examined. 
What happens once this process is exhausted? Trade Mark either accepted or rejected.

Validity period is 10 years, and you can renew after 10 years, have 6 months before it has ended to re-register. And there is no limit on the renewals. And the current new date of registration starts at the date of the expiry of the old date of registration.   

What if forget to register Trade Mark? Someone else can register. And if nobody comes up, then it lapses. Registrar should monitor this.

Infringements and Remedies (Section 34 of the Trade Marks Act)

There is one important point; it is only registered Trade Marks which are capable of being infringed (Section 33 of the Trade Marks Act).

E.g. Infringement of products – IP Zone (market of Hong Kong). Hong Kong example in class.  

What happens when you have these activities going on? This is the purpose of Section 33 of the Trade Marks Act.
Can only file trademarks which are registered trademarks.

Proviso: This provision will not preclude from protection common law rights. This doesn’t mean you can apply for infringement; you would be applying for passing-off (delictual action).

Disadvantages of just relying on a common law trade mark:

1. Registered trade mark more powerful than common law trade mark – only way of challenging this person is to ask for expungement. This is very difficult – one common law based and other is statutory based. 

A validly registered trade mark is in fact a defence. 
2. In terms of Section 35 of the Trade Marks Act (protection of well-known foreign trade marks), and this is also mentioned in Section 34(1)(c) of the Trade Marks Act, uses the term “well-known” for local well-known trademarks. For you to have recourse, if relying on Section 35 of the Trade Marks Act as a foreign person, can succeed without registration.

Refer to Para 12.2 of Webster and Page.

Can ask for expungement and revocation in terms of Sections 9 and 10 of the Trade Marks Act.
Types of infringements distinguished in Section 34 of the Trade Marks Act
1. Section 34(1) (a) of the Trade Marks Act infringement (primary infringement): 

Use of the same or similar mark in relation to the same goods or services.
2. Section 34(1) (b) of the Trade Marks Act infringement (extended infringement):

Use of the same or similar marks in relation to similar goods or services.

3. Section 34(1) (c) of the Trade Marks Act infringement:

Non-confusing or non-deceptive use of a well-known mark which takes unfair advantage of or is detrimental to that mark (dilution). Making a joke of someone’s trade mark/making a parody of it. Relevant case here is the Laugh It Off case. Para a) and b) protects the trade mark itself, whilst Para c) protects the commercial value of the trade mark, instead of the bulge of origin. E.g. Louis Vittone bag. Also Addidas bag infringement.  
Section 35 of the Trade Marks Act is applicable here. 

You do not need to use the trade mark in a commercial sense, you are infringing in terms of Para c). 
Example 3: Similar goods:

Silver Spoon Treat Toppings for dessert v Robertson’s Toffee Treat spread/jam. 
Example 4: Dye

Leather dye for shoe or for hair. 

Example 5: Dilution
Black Label vs. Black Labour. 
General

Read case of Laugh It Off during the holidays.  
Class Test

Detailed guidelines on Moodle, including sample questions.

15 April 2013 - start at 08:30, finish at 10:00. 
