Intellectual Property Law Lecture Notes - 2 April 2013

Part A: Trade Marks

Trade Marks: Infringement

Outline

· Use of TM in relation to the goods or services...in the course of trade.
· Section 34(1) (a) of the Trade Marks Act infringement.
· Section 34(1) (b) of the Trade Marks Act infringement.
Use in relation to the goods or services in respect of which the trade mark is registered:

Section 11(1) of the Trade Marks Act: a trade mark is registered ‘in respect of goods or services falling in a particular class or particular classes in accordance with the prescribed classification’.

The classification is prescribed in Schedule 3 of the Trade Mark Regulations.

Schedule 3 is based directly on the International Classification of Goods and Services for the purposes of Registration of Trade Marks the Nice Agreement of 1957 (Nice Classification).

This is done in terms of the Nice classification system (Class 1-5 deals with goods). Class 35-40 deals with services. 

Plascon-Evans Paints Ltd v Van Riebeeck Paints (Pty) Ltd
Classifies what use in the course of trade means and use of a trade mark.
Facts: In dispute was the registered trade mark Micatex, and the competitor using a similar name “miakcote”. Appellant (registered trade mark owner of Micatex), the classifications are the same, classification of paints and other similar products. Complaint by Micatex is that by selling products as mikacote, infringing trade mark of micatex. Defence is that mikacote is a description, and was not using it as a brand name. Started in HC (single bench), considered the defence and said was infringing trade mark. Appealed to full bench and they overturned the decision, and stated was not an infringement. On appeal it had to be considered whether it was an infringement (Micatex). 

Issues: They were based on the facts and defence raised. Had to consider whether Mikacote was being used as a trade mark? 
Respondents argued that it is not a brand name, not using it as a trade mark. But evidence before Court, when asked customers they said stores didn’t have Micatex, but have Mikacote. 

Also, they at some stage applied for registration of Mikacote as a trade mark. 

Have to consider behaviour of parties and consumer thoughts.
“Micatex” (registered by the appellant): 

In respect of…

“Paints, varnishes (other than insulating varnish), enamels (in the nature of paint), distempers, lacquers, preservatives against rust and against deterioration of wood and anti-corrosives, all containing mica”.

“mikacote” (application for registration by the respondent):

In respect of…

“Paints and similar products”. 
Issues on Appeal:

(1) Whether the use by respondent of the mark Mikacote was used as a trade mark.
(2) Whether the use by respondent of the mark Mikacote infringed appellant’s rights as the registered proprietor of the trade mark Micatex.
(3) Whether the use by respondent of the mark Mikacote was protected by the provisions of Section 46(b) of the Trade Marks Act. 
Decision on appeal was that this was used as a trade mark. Court must transport itself to the market place and consider behavior of individuals and consumers. 

In terms of the second issue, whether it was an infringement of Micatex, Court found there was an infringement. 

The Issue of Infringement:

Pg. 640 – “It is not incumbent upon the plaintiff to show that every person interested or concerned (usually as customer) in the class of goods for which his trade mark has been registered would probably be deceived or confused. It is sufficient if the probabilities establish that a substantial number of such persons will be deceived or confused. The concept of deception or confusion is not limited to inducing in the minds of interested persons the erroneous belief or impression that the goods in relation to which the defendant's mark is used are the goods of the proprietor of the registered mark, i.e. the plaintiff, or that there is a material connection between the defendant's goods and the proprietor of the registered mark; it is enough for the plaintiff to show that a substantial number of persons will probably be confused as to the origin of the goods or the existence or non-existence of such a connection”.
Don’t have to satisfy a high standard that a lot of people will get confused, so long as a few people get confused, you will have satisfied the requirement. 

Only have Mikatex, instead of Mikacote, this already sufficient evidence of confusion. 

The approach to be used in comparing the ‘complaining’ and ‘defending mark:

1. The comparison must be made with reference to the sense, sound and appearance of the marks.

2. The marks must be viewed as they would be encountered in the market place and against the background of relevant surrounding circumstances.

3. The marks must not only be considered side by side, but also separately.

4. Consideration must be given to the manner in which the marks are likely to be employed as, for example, the use of name marks in conjunction with a generic description of the goods.

Thus, the decision of the full bench of the HC was overturned. Therefore, there was infringement.
Beecham Group plc v Southern Transvaal Pharmaceutical Pricing Bureau (Pty) Ltd

This case deals with use in the course of trade.

Proper interpretation of the phrase “in the course of trade” – Section 44(1) (b) of the Trade Marks Act 62 of 1963:

‘(1)… (T)he rights acquired by registration of a trade mark shall be infringed by –

(a)…

(b) unauthorized use in the course of trade, otherwise than as a trade mark, of a mark so nearly resembling it as to be likely to deceive or cause confusion, if such use is in relation to or in connection with goods or services for which the trade mark is registered and is likely to cause injury or prejudice to the proprietor of the trade mark…”. 

Dilution/tarnishing where person not using it for purposes of a trade mark. This is an option. This has its own specific requirements. 
This case refers to the 1963 legislation, and it is similar to the 1993 legislation, Section 34(1)(a) and (b) of the Trade Marks Act of 1993. 
Facts: Claim was interesting, in the sense that registered owner of trade mark (Beecham), who claimed 7 different trade marks were infringed by respondent, who had a computer program, which dealt with the maximum medical aid price. The way this works is if you want to buy any medicine, you can use medical aid benefits to buy medicine, and they will pay a certain portion of it (most medical aid will only pay for the cheapest option). This is the software we are dealing with in this case. Generic vs. cheaper option, etc. Bureau had compiled this software which can give this to consumers. All these brand names had been compiled together next to all available products on the market (very expensive, and can use other products). The use of this is by pharmacists and medical aid users.   
Alleged infringement by the respondent:

Infringing appellant’s seven registered trademarks by incorporating such marks in the Super Scripts system in a manner which causes the registered trademarks to be displayed for the purposes of comparing the appellant’s products with other parties’ products and indicating that such other parties’ products may be utilized in substitution for those of the appellant. 
Issue: Does this infringe Beecham’s trade mark?
No, it is superscript.

Beecham argued: by entering these 7 trade marks in super script system, Bureau infringing their trade marks. 

Court developed a good principle, which is clear in the judgment:

Pg. 559 – “…this phrase must be understood as having reference to a trade in goods falling into the classes for which the trade mark is registered or to goods which are so closely associated therewith that the use by the alleged infringer of the trade mark, in a manner otherwise than as a trade mark, will enable the alleged infringer to prey upon or take advantage of the reputation and goodwill of the proprietor of the mark.”.

“The conduct of these parties [respondent and other pharmacists who compile lists of brand names and prices for conducting their dispensing business] is far removed from an exploitation of or preying upon the goodwill and reputation of appellant’s business”. 

No element of competition or parties being in the same business.

Court held this is not used in the course of trade. Therefore appeal was dismissed.

Abbott Laboraties v UAP Crop Care (Pty) Ltd

This deals with comparative advertising (I used your trade mark, but I was just informing customers of attributes of your trade mark).

Facts: First Applicants trade marks (Promalin and Abott), and respondent (Perlan – not in SA). Use of Promalin and Abbott in brochures of competing parties.  Trying to indicate Perlan is a superior product of the other two products. 

Issue: Would you say this is use in the course of trade, comparing the Beecham case on this particular point? Is this an infringement of trade mark or not?
First Applicant’s marks:

PROMALIN – registered in class 1 in respect of ‘agricultural chemicals’. 

ABBOTT – registered in class 1 in respect of ‘chemical products used in agriculture, horticulture and forestry, manures…’. 

2nd Respondent’s mark:

PERLAN – registered in the UK.

- registration pending in RSA; class 1 in respect of ‘chemical products for use in agriculture and horticulture; fertilizers,…’. 

Use it without naming names. In terms of comparative advertising, can say “my products are better than other products”, but can’t name the products themselves, because you would be going beyond the boundaries of comparative advertising.
1993 legislation – Registrar does not look at comparative advertising with kindness.

Court Held: In terms of comparative advertising, need to make sure not infringing trade mark by referring to it. It is likely to confuse people (you are bringing down someone else’s brand name, thus the use is unauthorized).

In order to establish infringement in terms of Section 34(1)(a) of the Trade Marks Act it is necessary for the plaintiff to show:

(a) use of the registered trade mark or of a mark so nearly resembling it as to be likely to deceive or cause confusion;
(b) that the use is in relation to the goods or services in respect of which the trade mark is registered;
(c) that the use is in the course of trade; and
(d) that the use is unauthorized.
Comparative advertising under the 1993 Trade Marks Act:

“…the legislature, in enacting the Trade Marks Act, 1993, was concerned that there should be greater obstacles in the way of using trademarks in comparative advertising than was previously the position…, the legislature in 1993 viewed the use of trademarks in comparative advertising more negatively than in the preceding years” – pg. 510.

Next Lecture

Look at the Advertising Standing Authority requirements.

Look at comparative advertising – Is there a use of a trade mark?
