Intellectual Property Law Lecture Notes – 25 February 2013
Part B: Patents
2. Registration of a Patent
There is no such thing as an international patent (it doesn’t exist). If you register a patent, it will only be protected and valid within the Republic of South Africa. And, if you want protection in other countries, you will actually have to register in each and every country that you want protection. 
This can be a very long and cumbersome process. Thus, an international treaty was concluded, which allows you to actually register in one place, but enjoy protection in all of the member countries. 

Patent Application within the Republic of South Africa

Two things to note here:

Provisional Patent Application:
1. You get a provisional patent application – this is an optional route (you don’t have to do this beforehand). Usually, the provisional route will depend on how far you are in the process of developing your product, and how urgently you need this patent to be finalised. The date on which you file the provisional application (the priority date), you have 12 months to do the following:
a. Refine your invention (tweak it a bit).
b. To develop it further.

c. To market it.

d. To disclose it to other parties (for instance, if you want to obtain funding and investments).

Although you go to a third party (or potential investor), the third party does not have the right to know anything about the composition of the product (third party can’t steal your idea from you).

After 12 month period, or anytime before 12 months has elapsed, and you feel you are ready, you can submit the complete patent. 
What if you forget/omit to file the complete patent? If haven’t disclosed the patent to somebody else, then the provisional patent will merely lapse, and you can file another provisional patent. But, if you have disclosed your patent to a third party and you fail to file a complete application, then that disclosure is going to be fatal to the patentability of your invention (then won’t be able to patent it at all). E.g. Science major, invent something and publish in Science journal – have disclosed it, therefore can’t patent it.

Complete Patent Application:
2. You get a complete patent application – you are allowed to file a complete patent application in the first instance, don’t have to go the provisional patent application route. And, as soon as you have a complete patent/complete patent is granted to you, you have legally enforceable rights. Whereas, when you compare it to a provisional patent, you will not be granted legally enforceable rights. 
In the case of a provisional patent, you only have the right to file a complete patent. Complete patent gives you all the rights, provisional patent gives you the rights to the exclusion of all other parties. 

There is an International Treaty.

International Treaty:

This enables you to rather instead of going and registering in every single country, file one application, and obtain protection in different countries. We call this the PCT system. 

Within the first 12 months of you filing a local application (provisional or complete application) in South Africa, you must also file an international application. And, within 16-18 months, an international search will be conducted to see whether or not, there is any similar, or the exact same patent out there.  

Then after 3 years, a preliminary international examination will be conducted, and after at least 31 months (at minimum), you may be granted a PCT patent. 

General:
You can file your patent within South Africa simultaneously with your international application. You must realise with the PCT application, it will take quite a while for you to get granted the application (can take anything from 31 months onwards). Advantages: If have local application, they have to go and see whether there has been a similar patent in the past, if find one, won’t be granted patent. If go international route, international agency will do whole survey and examination on your behalf, they have a much quicker and thorough search engine/mechanism to do this. They should provide/inform you if they find anything similar to the patent you want to register. This will then afford you the opportunity to amend your application. 
At the end of 18 months, you must have made all necessary amendments and adjustments to your patent. This Committee will take the patent, examine it, and everything is fine, round about 31 months after you first applied, they will grant you a patent. 
Patents are placed on a queue when similar patents filed at the same time, yours take preference. 
Period of Registration:

Patent is valid for 20 years, and 20 years start running when you file the complete application. This is stated in Section 46 and 30(5) of the Patents Act. There are three requirements for this endurance of 20 years:

1. Pay a renewal fee – the first of these fees are payable three years after lodging, thereafter, on an annual basis. What happens if you don’t pay your renewal fee? Your patent will lapse. E.g. If skip one year, your patent will lapse. It is possible to restore your patent, but now you must keep in mind, that there is the danger that somebody else can claim damages, or sue you for infringement of their patent. E.g. If patent lapsed in 2010, it is now 2013, you want to restore it, but now in 2011, someone has a similar patent, now this person has incurred costs and marketed somebody, has gone through process, he can now claim damages, and also that his patent has been infringed by yours. It is very important to keep the patent up to date!!!

2. First due three years after lodging.
3. On an annual basis.

Enforcement of Patent in Court   

Anything that relates to a matter under the Patents Act, must, in the first instance, be heard by the Commissioner of Patents, in the Court of the Commissioner. This Court functions/is regulated by the High Court Rules. This Commissioner has got the same powers as a Judge in the Supreme Court. This is regulated by Sections 19 and 17 of the Patents Act. The question is: when is something patentable? 

Now basically, in the definition, there are 4 components of when a patent will be granted (preliminary test):

a. It must be new. The first question to ask ourselves is: whether something is new? Courts have not had much difficulty with this term. This basically means 4 things:
1. It should not have been made or disclosed to the public in writing.

2. No oral description of the invention should have been provided to the public. 
3. It should not have been made available to the public for use. 
4. Or disclosed in any other way immediately before the priority date (date when you first filed your application).
You shouldn’t tell the public in any manner or form about your invention.
b. It must be an invention. Courts have had difficulty with this term. In terms of Section 25(2) of the Patents Act, the following will not qualify as an invention: 1) a discovery. B) Scientific theory. C) Mathematical methods. D) Literary, grammatical, musical or artistic work (this is because you will protect it under copyright). E) Schemes, rules or methods for performing mental acts, playing a game or doing business. E.g. Survivor, can’t patent the game, because specifically excluded. F) Computer program –G) The presentation of information.   
The Court has argued that copyright should be used to protect a computer program. Now because the computer program, per se, is not protected through patent, Patent attorneys have argued that they will apply for patent on how different components of computer program interact with another. In the USA, computer program is patentable, but in Europe, they take a much stricter approach, much like South Africa, and in the case of Aerotel Royal Court of Justice 2006 EWCA CIV 1371, the Court laid down a test  to answer the question: Is this article patentable or not? Firstly, the Court said, you must determine whether the claim (description of the thing) was done adequately. Secondly, you need to identify what is the actual contribution this invention will make (must make a contribution in the trade, industry or agriculture sector). Thirdly, you must determine if the invention falls within the exclusions in Section 25(2) of the Patents Act (the 7 exclusions). Finally, you must decide whether the contribution is technical in nature.

Also, in terms of Section 25(4) of the Patents Act, a patent which is illegal/immoral or offensive will never be granted. You can also not get a patent for a plant or an animal or a biological process to create such an animal or plant (cloning). 

You will not be granted a patent for a method of treating a human or an animal by surgery, diagnosis or therapy (e.g. treating a medical condition). You can get a patent for the machine you use, but not the treatment used. What methods of treatment in the human Body (in vitro treatment)? Maybe it is the oversight of the Legislature. 

The exclusions in Section 25 of the Patents Act do not extend to the medicines that we use. The method we use to treat (e.g. Aspirin). An easy test is if it is tangible and you can break it up (e.g. Aspirin, Caffeine in it, etc.), then is patentable. This is where pharmaceutical companies make their money. First make profit, and then bring out the generic version (generic versions contain the same thing, because pharmaceutical company makes the generic product as well as the original product).

All have aspirin, and it has been patented to relieve a headache (Company X). Now, suddenly, the guy was taking his aspirin while he was painting, and fell in paint, and it makes paint smooth. He has thus just “invented” a new use for aspirins (it makes paint smoother). Now, do you think this new use is patentable? First indication is it is patentable. Is this a second indication? It is patentable? If it is a completely new sector, it is fine (painting and medical sector – don’t relate to each other at all). However, what if a teenager finds out that aspirin works very well for acne, and wants to patent aspirin as an acne preventer? No, because it is still in the medical sector. If want to patent it again, need to move completely out of the sector/industry.

In the EU, they would have allowed the teenager to patent it (they allow second indication). 
c. It must involve an inventive step. 
d. You must be able to apply it in the trade or industry or agriculture. 
