Intellectual Property Law Lecture Notes – 26 February 2013
Part A: Trade Marks

Registrable Trade Marks (continued) and Marks Not Capable of Registration (Section 10 of the Trade Marks Act)
Items for consideration:
II. Registrable trade marks (continued)

· Are Laudatory epithets capable of inherently ‘distinguishing’?

III. Marks not capable of registration (Section 10 of the Trade Marks Act).

Laud – chant praises/ draw attention to the good quality of your goods or services. 

Laudate.

Are Laudatory epithets capable of inherently ‘distinguishing’?

· Estee Lauder Cosmetics Ltd v Registrar of Trade Marks 1993 (3) SA 43 (T).

· Webster and Page, Para 3.41.

Estee Lauder Cosmetics Ltd v Registrar of Trade Marks 1993 (3) SA 43 (T):
Facts: An application to have word ‘beautiful’ disclaimed (composite trade mark – combining all items and registered as a whole). A case where Estee Lauder (cosmetic and toiletry) wanted to register the composite trade mark. Register said if want to register, must delete the word ‘beautiful’ as it is descriptive. Wanted ‘beautiful’ to be a brand name, to show the quality of their products. Estee Lauder was Applicant for Registration. Court had to consider whether Registrar was right to say that Estee Lauder should have disclaimed the word ‘beautiful’.
Webster and Page on composite trade marks – 1. If going to use these kinds of word as part of trade mark, they will not ‘inherently capable of distinguishing’. 2. If you are going to insist on using laudatory epithet as part of trade mark, you do have convince Registrar that there is a need for nurturing to make capable of distinguishing.
Court Held: The word ‘beautiful’ would be something that describes the quality of a product.

Refer to pg. 47 and pg. 48 of judgment. “It is a well established principle that a laudatory epithet cannot be made the subject of  a trade mark monopoly since it would involve an undue limitation on the rights of others to the free choice of language in describing and advertising their goods” – pg. 47.


“… the word ‘beautiful’ in the appellant’s mark is of a non-distinctive character and a disclaimer in respect thereof is warranted” – pg. 48

Can this be relevant to Section 10 of the Trade Marks Act– possibility of industry and restrictions? – Yes, you can.
Court upheld Registrar’s insistence on disclaimer being added. 
If word found in dictionary it has become generic. 

Why the insistence of a disclaimer? A disclaimer is necessary in order to open up the use of that word to others in the industry. 
However…’There are obviously certain laudatory words, such as “excellent”, “very good”, “first class” and so on, that are in such common and universal use that no amount of user could ever render them distinctive, but there are, no doubt, many others which…”.

Heublin Inc v Golden Fried Chicken (Pty) Ltd 1982 (4) SA 84 (T):
It’s Finger Lickin’ Good (Prop: Heublin Inc).

Chicken Licken (Prop: Golden Fried Chicken (Pty) Ltd t/a Chicken Licken.
Facts: Chicken Licken had been sued by KFC for infringing their trade mark, which consists of slogan ‘finger lickin’ good’. 3 marks before the Court, each with trade mark ‘finger lickin’ good’. Contention was that Chicken Licken was being an invitation of slogan “it’s finger lickin’ good’. 
Question: Whether ‘finger lickin’ good’ had the capacity to distinguish’?
Mr. George Savonno – Heublin Inc CEO. 
Savonno said that ‘it’s finger lickin’ good’ should be expunged. 
Respondent’s Contention: Slogan is just a laudatory epithet (just telling the feeling after having the products). It is a description of what you are serving to people.
Claim for infringement failed. No connection between KFC and Chicken Licken.

Court then had to consider the expungement of the trade mark (it will be deleted from the register, and people can freely use the trade mark).

Court Held: The word lickin’ is linking – capable of distinguishing this product.

Pg. 88E-F and pg. 89E.
“In considering the extent of the mark’s inherent adaptability to distinguish, I am unable to agree with the submission made on behalf of the respondent that the mark consists of nothing more than four ordinary English words used in an ordinary English phrase. The adverbial phrase ‘Finger Lickin’’ which qualifies the adjective ‘Good’ is, in my view, an invented and to some extent ingenious term, which is used in conjunction with the word ‘Good’ to form a novel adjectival slogan describing the quality of the applicants’ products. The originality of the term is enhanced by the use of an abbreviated and apostrophised form of the word ‘licking’.  I was referred to the dictionary meaning of the phrase ‘to lick one’s fingers’ or ‘lick one’s lips’ – namely: ‘an action indicating the relish or delighted anticipation of food’. It was suggested that these phrases support the contention that the first applicant’s mark is no more than a merely descriptive and laudatory epithet. That it has descriptive and laudatory attributes cannot be denied, but it is not a phrase in ordinary use in the English language, any more than the phrase ‘lip lickin’ good’ would be. It is an invented slogan, describing the relish with which the product can be enjoyed in terms which constitute a novel and original combination of words” – Pg. 88E-F.

“In my opinion , therefore, the mark has an inherent adaptability to distinguish which, coupled with the proved extensive use in relation to the applicants’ products, has become distinctive thereof” – pg. 89E.

What we are looking for here is the nurturing to make it capable of distinguishing. 
III. Marks Not Capable of Registration (Section 10 of the Trade Marks Act):

Procter & Gamble Company v Office for Harmonisation in the Internal Market [2002] RPC 17 (ECJ):
Directive quite similar to Section 10 of the Trade Marks Act. Territoriality is a useful principle. 
Facts: Applicant had applied to register the trade mark “Baby Dry” for nappies, and the equivalent for Registrar of Trade Marks, Office for Harmonisation, refused to register the marks, as simply describing what product will do, keep baby dry. It is a descriptive word, and give monopoly rights, to the detriment of other companies wanting to use the name on their products. 

Court referred matter to ECJ, because Europe is a large trading block, so that there is clarity in the block. 

The Appellant argued that not just describing what product does, as “Baby Dry” is not the usual way of describing nappies. ECJ considered argument in light of the EU Article 7 of Regulation No. 40/94(Directive - similar to Section 10(2)(b) of the Trade Marks Act)), and held that  “Baby Dry” was registrable.

Is the word combination in question the normal way of referring to the goods
The combination is a lexical invention, and was therefore registrable. Office for Harmonisation was thus wrong in refusing to register “Baby Dry”. 
