Intellectual Property Lecture Notes – 4 March 2013
Part B: Patents

Whether or not you can patent your idea?
1. The first step is to determine whether your invention falls under the excluded items in Section 25(2) of the Patents Act. (Discovery, scientific theory, computer programs, mathematical methods). 

2. Once you determine that it doesn’t fall under the exclusion provision, you need to prove that it is new and novel. 2.a. Something will be new if it did not form part of the state of the art before the priority date (it didn’t exist in the past, before the priority date). Now, state of the art means anything that has been written, or you’ve given an oral description of or you have used (where you have disclosed your idea to other people before you have filed your application). Priority date is the first date on which you are filing your application. 

2.b. You need to show that it is novel. This is dealt with in Section 25(8) and 26 of the Patents Act. Now, the validity of your patent will not be affected/influenced in the following instances (two instances):

a. If you had no knowledge of the fact that your invention was publicly disclosed before you filed your application, and that as soon as you became aware thereof, you took reasonable steps to protect yourself/ your patent.

b. If your invention/patent is used in a technical trial/experiment by you (the patentee) or your predecessor, then the patent will remain valid. You can test it, so that you can develop future products based on it.

When you apply for a patent, you claim certain things.

General Principles - Novelty

You want to know whether is novelty.

The following steps must be adhered to:

1. You will look at the construction of the claim (how did they describe this product/invention). When you do this, you will see there are different claims for this (each claim is viewed independently on its own merits).

2. To make sure this information about the claim (the details about your product or its composition) have not been disclosed to anybody else. 

3. You need to ask yourself: Is this obvious? Because once something is obvious, it is not registrable anymore, and won’t meet the patent.

Section 25(1) and (1) of the Patents Act applies to obviousness. 

Now, the case of Enzyme Brickford, they discuss obviousness and what it should be. They said usually when dealing with a patent, you will be dealing with two sectors: 1. Pharmaceutical products and 2. Mechanical products. You need to ask yourself: In what way does this invention go beyond the state of the art or differ from the state of the art? When answering this question, the Court may refer to expert witnesses. But now, here’s the thing it is not just taking one step forward (the next step), you have to show that it is inventive. Also, with this obviousness and whether or not a step is inventive, you are not allowed to take into account the subjective views/opinions or feelings of the patentee (the inventor).    

Be careful whether you are judging if something is improved, or a new product is created. That we change the functionality of that product completely. 

E.g. You had in the past cellphone towers that were put up, and then they decided that they need to make them blend in with the environment, so they covered them with palm trees. Do you think it was obvious? A New Step? Novel? Inventive? It is not under the exclusion. Whether it is new and novel – does something similar exist? Radio tower, which purpose was to send out signals, the palm tree doesn’t improve the sending of the signal, it has nothing to do with the technology of the tower, therefore, it was new and novel. Then, they realised, we can’t get to the antennas up to work on them, needed huge ladders, applied for patent inside stem of tree, to climb in and work on it. Is this new and novel? Yes, it is new and novel, it improves the functionality of the signal, but not the palm tree. 3 patents here: 1. Palm tree, 2. Aesthetic appeal and 3. Practical maintenance. Does it improve the functionality of the original patent, or is it something new? 
4. The Effect of Patent Registration

 If you have been granted a patent (patentee), you have the exclusive right to make use, dispose or offer to dispose your invention. Remember, somebody could also purchase the invention from you. Here the most common way, is where that person (third party) gets a license to use your invention. There are three types of licenses:

1. A non-exclusive license – the patentee may exercise this license and he may give a license to other people to exercise it. E.g. I am the patentee, it is my invention, but I tell A, B and C that they can buy the license from me, then have right to use it.

2. Exclusive license - Only the guy who bought the license from me (licensee) may exercise the patent. This is even to the exclusion of the patentee. 
3. A sole license exists between the patentee and the licensee (they are the only people who may exercise the invention). 

There are certain instances in which you can force a patentee to give you a license:

E.g. DSTV – In the past, it was SABC 1,2 and 3, SABC had all the wavelengths/channels of the TV. Now, DSTV can’t function without SABC, they need to obtain the license from SABC to use their antennas (broadcasting facilities). We call this an independent license, where a third party can’t exercise his invention under a patent, without infringing the patent of another. So, DSTV went to SABC and said we know you invented it first, we want to use it, will you grant us a license? 

If they refuse to give you a license (we call this a compulsory license), or you are putting unreasonable demands (e.g. unreasonable amount on what you want for the license). The qualification here is that it must be harmful to the South African public, then you can go to Court, and they can then order the compulsory license to be given. 

Competition Commission comes in here with the pricing aspect – broadcasting costs, aspect costs, etc. 

It is important to note, the mere fact that you are giving somebody a license of use, doesn’t meant hat you are transferring your ownership (proprietary rights) in that patent. What do you need before you can transfer a patent? You need assignment, this is the only way to transfer ownership of a patent. And, assignment must be in writing, and it must be recorded in the Patents Registrar. If you don’t record it in the Patents Registrar, then it is only going to be valid and enforceable between the parties involved. Therefore, will have no protection against a third party’s claim.  
5. Infringement
How is a Patent infringed? The following steps should be taken:

1. Before you even consider whether or not your patent was infringed, you must prove that the patent was in full force and effect.
2. Consider if you are entitled to sue for infringement. It is only the patentee and the licensee who may sue. This is said in Section 53 of the Patents Act.

3. Determine if there is an infringing act. 

Now, the Patents Act doesn’t define the term “infringement”. So, we are going to go back, and look at the things that are exclusively provided to a patentee (rights that he has). 
We said that he can make use, exercise, dispose of, offer to dispose of or import the invention.
 If you look at the first term “making” it is giving its ordinary grammatical meaning. If somebody makes an article that is already patented, but don’t sell it, will this still be infringement? Yes. Where you make an article that has already been patented, but use for experimental purposes, will this constitute infringement? No, can always use an article for experimental purposes. If you repair an article that has already been patented, will this constitute infringement? No, you are allowed to prolong the life of a patented article, but you can’t make something new out of that article.
The second term, “use”, and here we say that the mere innocent possession, purchase, transport or storage of a patented article, does not give rise to infringement. Now, obviously here, it is important that you look t the person’s intention (the person holding it). If he has intention to use it later in commercial transaction, then would constitute infringement. Now, what happens with the pharmaceutical companies? Long time for provisional to complete application, whilst in process of being completed/granted, the pharmaceutical companies already start developing their product in this period. Are they allowed to do this? Are they allowed to use an old patented invention to obtain regulatory approval from certain Board authorities, so that moment Patent expires, they push this new product to the market? Are they allowed to do this? Yes, they are. But they are not allowed to stockpile products. This will be illegal  -as they push the market price up for this medicine, and people just buy it up.
It is possible for one invention to be basically, the basis, or form the basis of, numerous patents. E.g. You have invention A, and it has been patented in South Africa. Now, somebody else improves on this invention, so invention B is formed. And then, subsequently, the third novel and inventive feature is added to this product. Obviously, your Patent A (your first patent) is the most important, because without that, nothing else would exist. Now the inventor of invention B, he is going to have to go to inventor A and ask him for a license (an independent license). And inventor C will have to go to inventor A and B, because B is something new and innovative that wasn’t covered by A (depends on when claim prescribed). What can B and C do, if A refuses license? Compulsory license. Do you think in terms of the palm tree celltower court will grant license? Is it in public interest? Can argue aesthetic appeal. Is tower inside in public interest? Fall on health and safety of people working in those towers.

Remedies for Infringement

1. You have an interdict – normal requirements under common law. 
2. You could require the delivery of the infringed product. E.g. Somebody copied Kreepy Krauly design, I want all those copies delivered to me. 

3. Then you could also claim damages in the form of reasonable royalties. 

What defences could the defendant successfully raise? a. At the date of infringement, he was not aware of the patent, and that he took reasonable steps to make himself aware (he did launch an investigation into the existing patent). It is important here to remember that you can’t just write word patent on it, must be a patent number on it. b. He could have said that it was too costly to run a patent search to make himself aware whether or not the patent existed. This is specifically when you are dealing with international patents. c. The defendant can say that he requested in writing the patent number from the person who said he held this patent, and for a period of more than two months, he omitted to send it to me. d. The defendant may use revocation. 
6. Revocation

What do you need to prove for revocation? 1. The existence of a license – you are allowed to use this invention in terms of a license, or 2. that you lawfully purchased the patent from an authorised person. Or 3. you can prove that the patent is not new and novel (you say this idea existed previously, before the application was launched). What problem do you have here? If you succeed in proving the patent is not new or novel, then you can’t apply for the patent, as it is a non-existent patent.

There is something called partially valid specifications. This is in terms of Section 65 of the Patents Act, where it is found that certain claims are valid, and others aren’t. Now, in such an instance, Court proceedings or application proceedings will be suspended, and you will be afforded a time to either amend your claims, or you could delete/remove the claims that are invalid. 

Now, obviously you get people who make groundless threats of patent inventions. The Court has provided for this in saying that you can only sue for a patent which is granted, not ones in the pipeline. 

Revocation vs. Repair or Restoration   

With restoration, it is where your patent lapses, because of the non-payment of your renewal fees. It is quite important here that the lapsing must have been unintentional and your patentee must try and remedy the situation, as soon as he becomes aware of it. 

Remember, also, we said that, any expense that the other person (third party) actually incurred in relation to this invention, after the patent lapsed, he can claim back from you. 

Cases we will need:
Copy the case, and we will discuss it next week. 

1. Aerotel case (on pg. 7 of course outline), under Computer Programs.

2. Under Novelty,Enzyme Brickford,

3. Under obviousness, Northpark Trading. 

4. Under infringement, Gentiruco.

5. Under Amendments, Sanofi Aventis.

Questions We Need To Answer:

1. Where does Patent Law fit into Intellectual Property Law?
2. How may apply for a Patent?

3. Who would qualify as an inventor?

4. What is a joint invention?

5. How is the owner of a Patent in the employer-employee relationship (5-8 marks)?
6. Discuss the South African Patent Application procedure?

7. Discuss the PCT Patent Application procedure?

8. When will something qualify as being patentable? 

9. Which steps do you take to determine if something is patentable?
10. What is the effect of patent registration?

11. How do you determine if an infringement of a Patent has occurred?

12. Discuss dependable and compulsory licenses?
13. Discuss the remedies and the defences for infringement?
14. Explain the concept of revocation? 
15. When is a patent not patentable?
16. When will the restoration of a Patent be considered?

Make sure we can answer these questions, then she will give us more next week. 
