Intellectual Property – Semester 1
Introduction
Pamela Andanda: Course Coordinator
Sakai: Updates
Consultation: Monday and Tuesday 15.30 – 16.30 Office 90
Class Test: 16 April – Covers Patents and Trademarks
Nature of Intellectual Property
· IP law does not protect ideas because ideas are there in the public domain, rather it is the expressed form in which the idea is represented is what IP law protects.
· Main Forms:
· Patents.
· Trademarks
· Copyrights
· Three main types in this course

· Non corporeal property and corporeal property: IP and ORP

	Similarities

	· The existence of rights and remedies for unwarranted interference. Both IP and normal property protects the rights of owners and prevents the unwarranted interference of those rights through the law.


	· The right owner exercises control over the property.




Differences
1. ORP:	Assumes the quality of property by mere prior existence.

2. IP:Those original ideas must be expressed in a certain form according to certain stringent criteria to qualify for the protection of IP.
	original ideas must be expressed in a certain form according to certain stringent criteria to qualify for the protection of IP.
Key Requirement:
· Sufficient originality – applies to all three categories
Sufficient originality
Definition:Patents
“An invention which is nonobvious/ novel and is applicable on an industrial scale.”
· Obvious – in the public domain
Definition: Trade Marks
Trademarks: Identity – the ablility to stand out.
“The capacity to distinguish a brand name from the other brand names. “
Definition: Copyright
Copyright: Novelty is not a requirement- Form of the photograph and the architecture. 
Expiry of IP Rights
After IP rights expire they fall into the public domain.
· If there was no expiry date there would be unfair advantage of certain persons.
Rivalrous & Excludable
For ORP the use of the property excludes others from such use; further the use of the ORP diminishes the property’s ability to be used. Therefore real property is rivalrous as the use of the object excludes others from that use.
In IP the use of the product is not diminished by its use – therefore it is non-rivalrous and non-excluable
Example:
Reading an article/ eating a lollipop: If I eat the lollipop I’m diminishing its use. However if I read an article and speak about the ideas contained in it – the use of the article (IP) is not diminished by its use of being read – other people can still read the article.
Real property is inherently rivalrous. It is diminished or depleted by use. This means that one person’s use of the resource excludes all others from using it.
· Only IP rights can be renewed; real property rights cannot be renewed.
Intellectual property is nonrivalrous. It is not diminished by use. There is therefore no need in principle to have exclusive rights to it to protect it from being used by others.
Why is IP Protected?
Remember! Ideas are not protected – only the form in which they were expressed.
 The use of the idea will not diminish the value of the idea – therefore why protect IP? There are economic benefits which reward the time, effort and energy put into the creativity and production of the idea.
 Protect IP to provide incentive for continued creativity and innovation and commericalisation in the society
Therefore there are three main reasons why IP law protects ‘information’:
1. Moral interests: (to reward intellectual effort)
2. Social interests: (incentive to produce vs fair competition, consumer interests)
3. Economic interests
Infringement of IP Law
NB: Ideas can be used as long as they are expressed in different forms – infringement occurs when the person uses the idea in the same form without permission from the owner.
Example:
An artichet makes a building using his creativity and design. A painter decides to paint the building and sells the painting. This is not an infringement of IP as the same idea (the building) was expressed in two different forms.
However if the painter were to pass off the building design as his own and build another building on the same design, then IP infringement would occur.
IDEAS CAN BE USED BY OTHER PEOPLE
Definition of IP Law
Intellectual property law is generally understood to be a grouping of various laws that confer a bundle of exclusive rights (also called monopoly rights) to certain types of information or ideas in their expressed form.
What IP law protects
Intellectual property resources are inherently public goods, therefore without legal regulation they are non-rivalrous and non-excludable. This means that anybody may use them.
However IP law prevents the unbounded use of the intellectual property for the reasons set out above. Yet a balance must be struck between private interest in holding the IP and the public interest in using the ideas generated for the public good.
Therefore IP law is a balance between the public and private interest:
· The private interest in being rewarded for the generation of new knowledge.
· The public interest in the creation and spread of new knowledge.
The TRIPS Agreement and other international standard setting instruments
See slides for overview
Trade and IP were conjoined in the TRIPS Agreement. This is an international instrument which SA has signed and ratified, therefore SA is bound to enforce the Agreement.
TRIPS Art 1(2) :
For the purposes of this Agreement, the term “intellectual property” refers to:
1) copyright and related rights; 
(2) trademarks; 
(3) geographical indications; 
(4) industrial designs; 
(5) patents; 
(6) topographies of integrated circuits; 
(7) undisclosed information (trade secrets or confidential information)
Industrial Designs
These are registered if the product does not meet the standard of a patent.
Geographical indications: TRIPS Art 22
Geographical indications are:
· Indications which identify a good as originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin.
Examples:
· Wine, tea, coffee, food stuffs made in a particular region. Eg. Champagne
Principle of Territoriality:
A person seeking to protect IP will only receive protection in the country where the right is registered, for non-international IP. As such the laws of that country will determine how the law protects non-international IP.These national laws can go above and beyond the minimum standard set by TRIPS.
Enforcement:
TRIPS is enforced by the DSB ( see the WTO website)
Development of TRIPS:
· Sui generis database right (additional to copyright) - One of a kind database. WIPO Internet Treaties - 1996
· WIPO Performances and Phonograms Treaty 1996 - DRM (digital rights management) which prevents circumvention of IP protection using technology.


Trade marks
Definition of trade mark: S2(1) of The Trademarks Act
“… a mark used or proposed to be used by a person in relation to goods or services for the purpose of distinguishing the goods or services in relation to which the mark is used or proposed to be used from the same kind of goods or services connected in the course of trade with any other person.”
Nature v Nurture:
Nature: A TM that is proposed to be used must be inherently capable of distinguishing the goods or services. Therefore the TM will be used in the future; it has not been used previously.
Nurture: A TM that has already been used must have been made capable through prior use of being registered as a TM.	Comment by Warren Arthur: Q: Can a TM that has already been used, be registered if it qualifies as being inherently capable of distinction?
Two Separate Requirements to Register a TM: 
1. Inherent capacity to distinguish, or 
2. Prior use.
Registrable trade marks
Only certain goods and services can be registered as a TM.
Q: What is the requirement of a TM for its registration?
A: Look at S2(1) – The mark must be represented graphically in order for it to be registered.
Example:
A smell cannot be represented graphically, therefore a perfume smell(or any other smell) cannot be registered as a TM.
Section 2(1) of The Trademarks Act: Definition of a ‘Mark’
“any sign capable of being represented graphically, including a device, name, signature, word, letter, numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any combination of the aforementioned.”
Section 2(2): What constitutes a mark:
· The use of visual representation of the mark;
· The use of a container;
· An audible reproduction of the mark.
· Eg. MTN Ayoba sound.
Example:
Coca Cola – The company has registered its bottle, name and logo design as a TM. However the bottle shape has a disclaimed monopoly, therefore others may use the same shape of bottle. Yet the name and logo appearance cannot be reproduced.
Goods:
Goods are capable as being registered as TM. Such examples include the shape and configuration of the goods. See slides.
S10(5) of the TM Act holds that goods have the capacity to distinguish, therefore they can be registered as TM
Section 9(1) Trademarks Act
The mark must be capable of distinguishing the goods or services of a person…from the goods or services of another person.
Capable of Distinguishing: “Having the ability, fitness or necessary quality to treat as different; differentiate”
Section 9(2) Trademarks Act: The two-fold test for Registrability
A mark shall be considered to be capable of distinguishing within the meaning of subsection (1) if, at 
the date of application for registration, it is inherently capable of so distinguishing or it is capable of 
distinguishing by reason of prior use thereof.
A mark is inherently capable of distinguishing when it can differentiate products without educating the public on the fact that it is a trademark
Therefore a good or service must have:
1. An inherent quality which makes it capable of distinguishing.
2. Or the mark must in fact be capable of distinguishing by reason of use prior to application for registration.
A TM must be able to show the origin of the good or service
Registerability
Ability to distinguish that good/service of a trader from another similar good/service of another trader
The key aspect of whether a good or service is able to distinguish rests on how the public perceive and understand the message contained in the good or service.
Public Perception is key to whether a mark is understood as a TM
Prior Use of A Mark Before Registration
If a mark has been used previously, upon registration there are two avenues available:
1. The mark may be shown to be inherently capable of distinction.
a. If the mark is not inherently capable, then:
2. Evidence must be led to show that the mark has, through use, acquired the capacity to distinguish.
Composite TM:
A composite TM is a TM that has elements of other TM incorporated into it, with some original creativity. In order to register the composite TM, the prior TMs used in the design must be disclosed.
Descriptive or Common Place Marks
Where a mark is so descriptive or common place that it is factually incapable of distinguishing, it may not be registered. This holds where the mark is the only practical way of describing the goods.
No amount of use will render marks distinctive which factually have no capacity to distinguish.
Use ≠ Distinctiveness
Example:
Descriptive: APPLE – fruit.
Trademark: APPLE – computers.
If a mark is to become a trademark through use, it must have the ability to show that the goods come from a single source.
Beecham Group v Triomed Pty Ltd
· Removal of an entry wrongly made.
Facts:
Dispute over the registrability of Augmentin tablet shape (marketed by Beecham) vs Augmaxcil tablets (imported and sold by Triomed).
Particulars of Beecham’s trade mark:
· registered for 'antibiotics' in class 5 (which includes pharmaceutical preparations) of schedule 3 of the Trade Marks Regulations. 
· the mark consists in the shape and curvature configuration of a tablet.
Grounds of Triomed’s application:
· 'The following marks . . . if registered, shall . .. be liable to be removed from the register: 
(1) A mark which does not constitute a trade mark; 
(2) A mark which –
(a)  is not capable of distinguishing within the meaning of s 9; or 
(b)  consists exclusively of a sign or an indication which may serve, in trade, to designate the kind . . . or other characteristics of the goods or services . . .; or 
(c)  consists exclusively of a sign or an indication which has become customary in the current language or in the bona fide and established practices of the trade; 
(5) A mark which consists exclusively of the shape,configuration, colour or pattern of goods where such shape, configuration, colour or pattern is necessary to obtain a specific technical result, orresults from the nature of the goods themselves; 
(11) A mark which consists of a container for goodsor the shape, configuration, colour or pattern of goods, where the registration of such mark is or has become likely to limit the development of any art or industry; 

Provided that a mark shall not be refused registration by virtue of the provisions of para (2) or, if registered, shall notbe liable to be removed from the register by virtue of the said provisions if at the date of the application for registration or at the date of an application for removal from the register, as the case may be, it has in fact become capable of distinguishing within the meaning of s 9 as a result of use made of the mark.' 
Legal Question: 
Does the shape mark constitute a trade mark under s10(1)?
The test is whether Beecham used or proposed to use the shape of the tablet 'for the purpose of distinguishing' it from tablets sold by others or whether the function of the shape is to distinguish these tablets from other tablets.
· IE. Does the tablet form a badge of origin function or does it merely distinguish the tablet from other tablets.
· Held that the function of a trademark is to indicate the origin of the goods or services. Therefore if the mark failed to show that Beecham used it as a means of distinguishing its tablets from other tablets sold by other manufacturers, it could not function as a badge of origin.
With regard to Facts:
· Held that Beecham at no time promoted, marketed or sold its tablets with reference to its shape.
· Even though Beecham used the shape of the tablet, no person could say with any degree of certaintly whether the tablet originated from Beecham, if stripped of its title of ‘Augmentin’
Is the mark in terms of s 10(2)(a) capable of distinguishing within the meaning of s 9?
Held:
· The enquiry under s9 of the TM Act is two staged:
1. Whether the mark at the date of registration is inherently capable of distinguishing the goods or services of the trader from those of other trader.
· If no, then:
2. Whether the mark is at the date of application capable of distinguishing through use prior to that date.
· Public perception must recognise the mark as being a TM – being capable of indicating the origin or source of the goods.
· The more a trademark is descriptive of the goods, the less likely it will be capable of distinguishing them.
· Whether a mark constitutes a trademark is a factual matter.
· The capacity to distinguish is a factual question and must be taken in the context the mark is used.
With regards to the facts:
· Held that various pharmaceutical publications showed that the particular shape of tablet was common place and as such the particular shape in issue was not inherently capable of distinguishing.
· The shape also did not become distinctive through use, as pharmacists will not use the shape of the tablet as a guarantee that the tablet comes from Beecham. Beecham further did not nurture the TM, as they did not market the tablets in relation to the mark (shape of tablet).
Does the mark in terms of s 10(5) consist exclusively of the shape of goods where such shape is necessary to obtain a specific technical result?
· Issue is whether the shape is necessary to obtain a specific technical result.
A sign consisting exclusively of the shape of a product is unregistrable if it is established that the essential functional features of that shape are attributable only to the technical result. The ground for refusal or invalidity cannot be overcome by establishing that there are other shapes which allow the same technical result to be obtained.
· Therefore if the shape consists exclusively of functional features which attribute to the technical result, such shape is unregisterable.
· This holds even where other shapes are shown to achieve the same technical result.
· Reason: To prevent trade mark protection from granting its proprietor a monopoly on technical solutions or functional characteristics of a product which a user is likely to seek in the products of competitors.
With regard to facts:
· The oval shape is important for the ease and safety of swallowing.
· The bi-concave shape facilitates the coating of the tablet andthe 'band' (the area between the two convexities) prevents the tablet from crumbling.
· Therefore this shape provided a technical solution to a problem.
Conclusion:
· The shape of the tablet was not inherently distinctive to warrant a TM.
· The TM consisted of a shape that was required to obtain a specific technical result and the registration of the shape is likely to limit the development of the relevant art
· The trademark was removed from the register.
Cadbury (Pty) Ltd v Beacon Sweets and Chocolates (Pty) Ltd
· Rectification of Trade marks register.
Facts:
Registered disclaimer: 'Registration of this trade mark shall give no right to the exclusive use of the sweet device [the plate], separately and apart from the mark’.
 Disclaimer sought to be added: the registration 'shall also give no right to the exclusive use of the name Liquorice Allsorts, separately and apart from the mark'.
Held:
Reasons for Disclaimers under s15
“Primarily [a disclaimer] is to prevent the registration of a composite mark from operating so as to inhibit the use of the disclaimed element by others.’
Whether the mark: LIQUORICE ALLSORTS denoted a product type or whether the mark was the name of Beacons’ product?
Whether Liquorice Allsorts is the name of the product (a type of confectionery) or whether it is the name of Beacon's product.
The Dictionary referred to a generic type of sweets called liquorice allsorts and various manufacturing manuals referred to the same type of sweet under the same name. Further no alternative name was suggested which could be applied to the product.
The sole producer or distributor of a product, whether new or old, cannot by means of advertising and selling the product under its generic name render that name capable of distinguishing in terms of s 9.
As such the mark denoted a product type being a type of sweet, and did not refer specifically to the name of Beacons product.
If one considers that a trade mark performs an adjectival function in relation to goods or services, the fact that another noun for the product is not readily apparent is a fair indication that the term does not perform any function. 
Example:
Liquorice All-sorts may be a noun, referring to all kinds of sweets made in this way. Or the word may be broken up into two parts, being ‘Liquorice’ – the adjective describing the noun ‘All-sorts’. Presently this is not possible as no other name for the product was available. Thus the term ‘Liquorice’ did not perform a adjectival function.
Does the proposed TM indicate that the goods/services are distinct from the goods/services of the same kind which do not bear the mark?
Conclusion:
Beacon is not entitled to the exclusive use of Liquorice Allsorts because it is used by Beacon and others in the trade to describe the product and not to distinguish Beacon's product from that of others.
Therefore a disclaimer was inserted:The registration of this mark shall also give no right to the exclusive use of the name Liquorice Allsorts, separately and apart from the mark.
Containers	Comment by Warren Arthur: Do shapes and container marks mean the same thing?

Die Bergkelder Bpk v Vredendal Koop Wynmakery
Facts:
· Trademark dispute relating to a wine bottle. 
· A Bocksbeutel is a shape of wine bottle which is used in many parts of the world.
· In SA, Die Bergkelder acquired a trademark over wines bottled in SA using the bottle shape.
· The respondent used the same bottle shape to bottle its own wines, but embossed the bottleneck with a crayfish shape. However the main shape of the bottle remained traditional.
Held:
· The 1993 Act holds that shapes and containers may be trademarks.
· These trademarks do not differ from any other TM.
Can a container mark fulfil a trade mark function?
“Since containers are not usually perceived to be source indicators, a container mark must, in order to be able to fulfil a trade mark function, at least differ 'significantly from the norm or custom of the sector‘…the mere fact that it does so differ does not necessarily mean that it is capable of distinguishing because the question remains whether the public would perceive the container to be a badge of origin and not merely another vessel.”
· A container is not usually a trademark.
· A container must differ significantly from the norm or custom of the sector.
Test: Whether the public would perceive the container to be a badge of origin.
· Recognition of an article does not mean that the public recognise the article as being a trademark – ie. That the shape is a badge or sign that the article comes from a particular trader, not from another trader who might produce the same article.	Comment by Warren Arthur: p. 3.40.2 Webster


· Just because a shape is unusual does not mean that the public will regard it as a TM.
Recognition of a shape does not mean the public regard the shape as a distinguisher of the origin of goods.

· There is a scale of distinctiveness: 
Scale of Distinctiveness:High-Low

· Generally shapes and slogans lack the inherent capacity to distinguish.
Test:Whether another trader would bona fide desire to use the same mark in connection with their goods.
With regard to facts:
· 'to be really distinctive of a person's goods [a trade mark] must generally speaking be incapable of application to the goods of anyone else'.
· Put differently, although the shape of the container may assist in distinguishing Bergkelder's wine, a Bocksbeutel cannot per se perform the 'badge of origin' function with other wines in Bocksbeutels on the market.
Conclusion:
Ordered the registered trademark expunged.
Laudatory Epithets
Estee Lauder Cosmetics Ltd v Registrar of Trade Marks
Facts:
· Estee Lauder wanted to register a TM of a line of perfumes under the name ‘Estee Lauder Beautiful’. 
· The registrar refused to register the name unless a disclaimer was entered for the word ‘beautiful’.
· Effect would be to deny the exclusive right to the word ‘beautiful’.
· Registrar argued that the word is reasonably required for use in the trade and therefore not registerable.
Held:
· If one element of a composite mark is required for use in the trade, the mark may be registered subject to a disclaimer.
· The reason is that a disclaimer prevents the TM from operating to prevent the use by others of the disclaimed element.
· A word may be in common use in the trade or be of a non-distinctive character: Either cannot be registered.
· ‘Beautiful’ is ordinarily a laudatory epithet.
A laudatory epithet cannot be made the subject of a trademark monopoly since it would involve an undue limitation on the rights of others to the free choice of language in describing and advertising their goods.
However:
Laudatory words may be inherently adapted to distinguish, or may by reason of exclusiveuse acquire the ability to distinguish.
However:
Where a mark is inherently totally non-adapted to distinguish, no amount of use will render it registerable.
However . . . 'There are obviously certain laudatory words, such as "excellent", "very good", "first class" and so on, that are in such common and universal use that no amount of user could ever render them distinctive, but there are, no doubt, many others which, although laudatory in their effect, may be inherently adapted to distinguish or may, by reason of exclusive user, acquire that character.
Conclusion:
· The word ‘beautiful’ is non-distinctive and a disclaimer therefore must be inserted.

Heublin Inc v Golden Fried Chicken (Pty) Ltd
Facts:
Respondent who traded under the styly of ‘Chicken Licken’ applied for the expungement of the TM ‘It’s Finger Lickin’ Good’ of the applicant who was the registered owner of the TM ‘Kentucky Fried Chicken’.
· The respondent argued that the mark is not inherently adapted to distinguish, that it is a purely descriptive phrase and a laudatory epithet which no amount of use can render distinctive. Further they argued that the mark is reasonably required for use in the trade.
Held:
Inherently Adapted to Distinguish
· In considering the extent of the mark's inherent adaptability to distinguish, I am unable to agree with the submission made on behalf of the respondent that the mark consists of nothing more than four ordinary English words used in an ordinary English phrase. The adverbial phrase 'Finger Lickin'' which qualifies the adjective 'Good' is, in my view, an invented and to some extent ingenious term, which is used in conjunction with the word 'Good' to form a novel adjectival slogan describing the quality of the applicants' products.
The phrase is invented and ingenious, forming a novel adjectival slogan. Therefore is an original descriptive epithet not in ordinary linguistic use.
Use in Trade:
· As a whole, the phrase is obscure in the sense that it is a newly-coined and unlikely combination of words forming a somewhat colourful description of the quality of the applicants' products and as such is not reasonably required for use in the trade.
Conclusion:
· The mark has an inherent adaptability to distinguish and has been extensively used; therefore is has become distinctive.
· The mark, though an laudatory epithet, qualifies as a TM.
Marks Not Capable Of Registration: S10 TM Act
The following marks shall not be registered as trademarks or, if registered, shall be liable to be removed from the register:
Marks Inherently Unregisterable by reason of their Nature 
Section 10(1): 
(1) A mark which does not constitute a trade mark;
Section 10(2): 
(2) a mark which-
[bookmark: 0-0-0-491403]   (a)   is not capable of distinguishing within the meaning of section 9; or
[bookmark: 0-0-0-491405]   (b)   consists exclusively of a sign or an indication which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or other characteristics of the goods or services, or the mode or time of production of the goods or of rendering of the services; or
[bookmark: 0-0-0-491407]   (c)   consists exclusively of a sign or an indication which has become customary in the current language or in the bona fide and established practices of the trade;
Proviso:
· Unless the mark has become capable of distinguishing through use.
Section 10(1)
Requires a mark to have 3 essential elements otherwise it will be removed:
1. A sign capable of being represented graphically and with sufficient certainty.
2. A sign capable of use.
3. A sign capable of distinguishing the goods or services of one person from the same kind of goods or services connected in the course of trade with any other person.
Section 10(2)(a)
Prevents the registration of marks which are inherently incapable of distinguishing unless they have become factually capable of distinguishing under section 9 by reason of their use.
Reinforces the requirement that marks must be inherently capable of distinguishing unless they can be proved to distinguish through use.
The mark must have developed a secondary meaning which allows it to distinguish.
Use of a mark will not in itself render the mark distinctive: It must have acquired a secondary meaning.

These are marks which have no distinctive character so that no amount of use will render them distinctive.
Sufficiently Distinctive Test:
· Whether the public would believe that the goods or services on offer came from the same trader.
· Therefore would the public perceive the goods as origin specific or origin neutral.
Section 10(2)(b)
· Relates to the characteristics or nature of a mark.
· If a mark consists exclusively of a sign which serves to indicate kind, quality, quantity or intended purpose, value, geographical origin or other characteristics – such mark is not registerable.
· This section seeks to protect the rights of other traders.
· Prevents the registration of trademarks which are wholly descriptive.
“Kind”
· This precludes the registration of generic descriptions of goods or services or words which are apt to describe the goods or services.
Cadbury Case: the term ‘liquorice all-sorts’ was simply descriptive of the product.
Triomed Case: The shape mark of the tablet denoted the kind of the tablet.
Section 10(2)(c)
· A mark which has become customary in the trade would normally be reasonably required for use in the trade
Triomed: The shape was customary in the bona fide and established practices of the trade


Section 15:Disclaimers
If a trade mark contains matter which is not capable of distinguishing within the meaning of s 9, a Court may require that the proprietor disclaim any right to the exclusive use of such matter.
Purpose of Disclaimers	Comment by Warren Arthur: Insert


Procter & Gamble Company v Office for Harmonisation in the Internal Market
Question: Is the word used limiting other traders from advertising their good or services purpose?
1. Is the word combination in question the normal way of referring to the goods or services or of representing their essential characteristics in 'common parlance‘ ?
2. Because of the 'syntactically unusual juxtaposition‘ of the words 'baby' and 'dry', BABY-DRY was not a familiar expression in the English language for describing nappies or describing their essential characteristics.
3. The combination of the words Baby and Dry were a 'lexical invention bestowing distinctive power on the mark so formed'.
EU Article 7 of Regulation No. 40/94
1. The following shall not be registered:
(c) Trademarks which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, intended purpose, value, geographical origin or the time of the production of the goods or service.
Pleasure Foods (Pty) Ltd v TMI Foods CC t/a Megaburger
Facts
Pleasure Foods had registered the trademark of the word ‘megaburger’. They sued a fast food chain which operated under the name ‘Megaburger’ for infringement. Megaburger responded by requesting that the mark be removed from the register on two grounds:
1. The mark was not inherently capable of distinguishing under s10(2)(a).
2. The mark was in the customary use within the trade under s10(2)(C). 

Held
· 'mega' had been a generic term that had been applied to a great range of topics and items. This generic use and development of 'mega' had taken place long prior to the registration of the word 'megaburger'  by Pleasure Foods.
· Pleasure Foods in its advertising material used the word in a generic manner to refer to its own products.
· Therefore the word was customary in the use of the trade.
· The mark 'megaburger' had no distinctiveness pertaining to origin but had been merely descriptive of size, indicating large products.
· It was not inherently capable of distinguishing as it was merely descriptive and did not serve a badge of origin function.
Conclusion
Mark expunged from the register.
Blockbuster Entertainment Corporation v Registrar of Trade Marks
Facts
Blockbuster Entertainment applied to register 6 trademarks with the words ‘Blockbuster’ and ‘Chartbuster’ in relation to its rental service of videos. The Registrar refused to register the trademarks for the following reasons:
1. The words were not distinctive but rather descriptive.
2. The words were reasonably required for use in the trade.
Held
· Looked at the dictionary definitions of the words and concluded that the words were slang and therefore distinguishable from ordinary descriptive words.
· The words were not laudatory, but rather suggestive of outstanding qualities and then only in an indirect and somewhat colourful way.
· Therefore the marks were inherently adapted to distinguish.
· The marks were associated with the rental outlet itself not with its products.
· Therefore it could be said that other traders did not require the use of the word to describe their services or goods.
Conclusion
Marks could be registered.

On-line Lottery Services v National Lotteries Board
Facts
The Board argued that the company On-Line was infringing its registered trademark of the word ‘Lotto’ by advertising its online game as ‘LottoFun’. On-Line sought to have the mark removed on the ground that the mark lacked distinctiveness. The Board argued that the word had become distinctive through subsequent use (s10 proviso) and that the word was registerable before use as it had lacked any cohesive meaning in the public perception. 
Held
· In order to be registrable under s 9, a trademark must be capable of distinguishing the origin of the goods or services to which it applies from that of other (usually competitive) goods and services. 
· Use does not, however, equal distinctiveness: common words are naturally capable of use in relation to the goods or services of any trader no matter how extensively such common words have been used by any individual trader of goods or services of that class. The court looked at several dictionaries to determine whether the word was in common use in South Africa and held a common meaning.
· The word ‘lotto’ was a word already in general circulation (with an ascertainable generic and descriptive meaning) over which it could have no monopoly and which should have been open to use by all competitive undertakings in the gaming industry. The word contributed nothing to identifying the source of the service which it promoted.
· Therefore it could not through subsequent use become capable of distinguishing as it was a purely descriptive word.
Conclusion
The mark was expunged.
No bona fide proprietor: s 10(3)
Concept of Proprietorship
· The proprietor of a TM does not have to be its originator.
· Through assignment of a TM a person may become a proprietor.
· The fact that a TM is used in a foreign country does not stop a local registration in SA, as long as the TM does not fall under s35, being well known TM or s10(12) being a mark that is likely to cause confusion or deception.
Concept of Territoriality
· A TM is only protected and registered in the territoriy where the TM is registered and thereby meets that’s countries requieremnts.
Tie Rack plc v Tie Rack Stores 
Facts:
· Tie Rack was originally started in London, and rapidly expanded business in various countries.
· The applicant approached the Registrar in SA to register the TM.
· However the applicant had no business in SA and was not trading in SA.
· During 1985, L and M registered in South Africa the trade mark 'The Tie Rack', with the view to starting a similar business. This TM was then later assigned to the respondent in 1987 and registered.
· The respondent then opened several stores using the same get-up and setting as the applicant.
Issue:
· Whether L and M, and consequently the respondents were not the bona fide proprietors of the TM, and further that L and M had applied for the trade mark with the view to trafficking it.
Held:
(1) Proprietorship:
a. An applicant can rightly claim to be the common law proprietor of the trade mark if he has originated, acquired, or adopted it and has used it to the extent that it has gained the reputation as indicating that the goods in relation to which it is used are his. 
b. It also applies to one who has originated, acquired, or adopted the trade mark but has hitherto not used it at all, or to the requisite extent, provided he proposes to use it.
i. A proprietor must originate, acquire or adopt the TM and use or propose to use it as a TM.
ii. The originator does not have to be the inventor.
1. L and M, and thus the respondent had this intention to use and did thus use the TM.
(2) Territoriality:
a. A trade mark is purely a territorial concept; it is legally operative or effective only within the territory in which it is used and for which it is to be registered or is registered.
(3) Intention to Use the TM:
a. The registration of an unused TM must be accompanied by a definite, present intention of using it, not necessarily in the immediate future, but at some future time when he deems it fit.
(4) Trafficking:
a. 'trafficking' is whereby a TM is used primarily as a commodity in its own right and not primarily for the purpose of identifying or promoting merchandise to a particular trader
i. ie. Where there was no real trade connection between the proprietor of the mark and the licensee or his goods.
b. The assignors never used the TM, but the court held that this was not trafficking as they had an intention to use the TM and had validly assigned the TM, which was then subsequently used.
Victoria's Secret Inc v Edgars Stores
Facts:
· Edgars launched its own brand of VS, under the same get-up and setting, and applied to register the mark VS in SA.
· Edgars applied a few months before VS Inc applied for the registration of the same marks in SA.
Issue:
· Whether Edgars was entitled to use the mark VS on account of being first to the Registrar.
Held:
· The general rule is that, all else being equal, the application prior in point of time of filing should prevail and be entitled to proceed to registration. In a "quarrel" of that kind "blessed is he who gets his blow in first.“ 
First in time, better in law
“…there is no legal bar to the adoption in South Africa of a foreign trade mark, unless it is attended by something more'.
A foreign TM may be registered, unless something more attends it like dishonesty, breach of confidence or sharp practice (violation of a monopoly, or unethical behaviour)
No intention to use: s 10(4)
Lack of bona fide intention to use the mark as a TM
Simple ornamentation:
· This is where the TM is used as a feature that has no purpose of distinguishing.
Intention to Trade:
· There must be a definite intention to use the TM.
· Usually determined at the time when litigation is brought.
· In Tie Rack the respondent had already begun trading therefore there was an intention to use.
The Gap Inc v Salt of the Earth Creations 
Facts:
· Salt of the Earth applied to have the TM of Gap Inc removed from the register on the basis of non-use.
Held:
· The onus of proving bona fide use where non-use has been alleged rests upon the trade mark proprietor.
· It is not necessary that the use was continuous use although intermittent use may be indicative of the fact that it was not bona fide.
· The amount  of  use  required  to  defeat  an application for expungement is small so long as such use is  bona fide.
· The Gap Inc actualised the intention to use the TM by supplying SA Companies.
· Though the amount of trade was minimal in relation to overseas sales, it did not negate the use.
Low threshold for use
· Just need to prove that you are already trading.
New Balance Athletic Shoe Inc V Dajee
Facts:
· New Balance Inc is the registered proprietor in South Africa of two trade marks,  namely,  P-F  FLYERS and  P-F.
· Mr Dajee is the registered proprietor of the trade mark POSTUREFOUNDATION – PF.
· New Balance Inc applied in for  the  removal  from  the  register  of  Mr  Dajee’s  trade  mark  on the grounds that:
· The  applicant  for  registration  [had]  no  bona  fide claim  to proprietorship’ (s 10(3)), and;
·  ‘a mark which, as a result of the manner in which it [had] been used, would be likely to cause deception or confusion’ (s 10(13)).
Held:
· Mr D had registered and traded on the mark since 1996, therefore he was a bona fide proprietor.
· Further the applicant had not shown that they had traded and therefore had never shown that they had intention to use the TM.
· Further that there was no likelihood of confusion is the goods were not in the market.
Crucial to show tangible evidence of bona fide intention to use
Prohibitions on shape, configuration, colour and container marks: s 10(5) and s 10(10)
Cannot register a container mark unless the following requirements are met:
(1) The mark must be capable of graphic representation.
(2) The mark cannot consist exclusively of a shape, configuration, colour or container, where such is necessary to obtain a specific technical result.
(3) Marks are not precluded from registration if elements are used in conjuction with other registerable marks.
a. Cannot register a container exclusively – need to add something else like a name.
b. Eg. Name and Device
(4) A key factor in determining whether the TM is registerable is whether the TM will stifle competition.
a. This is reinforced by s10(11) which precludes registration of shapes which limit the development of art or industry.
(5) The more functional the container the more likely it will limit the development of art or industry.
(6) Utilitarian features of a container cannot be a TM as such features are unlikely to be capable of distinguishing.
Beecham Group plc v Triomed 
Philips Electronics NV v Remington Consumer Products Ltd
Question 1:
Whether the extensive use of a sign which consists of the shape of those goods is sufficient to give the sign a distinctive character.
Answer:
Yes, where a substantial portion of the public associates that shape with that trader and no other trader.
· Whether a substantial portion identifies the container as a TM is for the national courts to decide.
Shapes can be TM if they fulfil a TM function of distinguishing
Question 2:
Whether a sign consisting exclusively of the shape of a product is unregistrable if:
(1) The essential functional features of the shape are attributable only to the technical result and;
(2) Whether is section is overcome by the fact that there are other shapes which can obtain the same technical result.
Answer:
· A sign consisting exclusively of the shape of a product is unregistrable if the essential functional features of that shape are attributable only to the technical result. 
· The fact that there are other shapes available to achieve the same technical result does not render the shape registerable.
Well Known Trademarks: s35
· This section was introduced as a proprietor who had no goodwill in the country would not be able to obtain relief under the common law.
S10(6)
Subject to the provisions of section 36 (2), a mark which, on the date of application for registration thereof, or, where appropriate, of the priority claimed in respect of the application for registration thereof, constitutes, or the essential part of which constitutes, a reproduction, imitation or translation of a trade mark which is entitled to protection under the Paris Convention as a well-known trade mark within the meaning of section 35 (1) of this Act and which is used for goods or services identical or similar to the goods or services in respect of which the trade mark is well-known and where such use is likely to cause deception or confusion.
· There must be an original in order for there to be an imitation.
· As such a proprietor who has independently conceived of the mark before the foreign proprietor attempts registration will not be affected by s35(5). [AM Moolla]
· If the foreign mark is already well known in the country, it would be difficult for the local proprietor to convince a tribunal that the mark was conceived independently.
Webster
(1) Goodwill in the country is not a requirement for protection under s35(5).
a. Therefore the proprietor need not have an established business in SA or have any physical presence in SA.
(2) There must bereputationand that reputation must be local not foreign.
a. Reputation is introduced locally through spill over advertising such as magazines, TV shows, overseas travellers and so on.
Requirements
(1) The TM must be well known in in the countryat the date when the application is filed.[McDonalds]
a. Specific date: 
(2) The TM must have a certain reputation in SA.
Tie Rack plc v Tie Rack Stores
If s35(5) was in force during this case and the applicants had shown local reputation, the outcome would have been different.
However the court could not pre-empt the introduction of the 1995 legislation, therefore it could not apply s35(5).
Cases before 1995 would have been decided differently under s35(5)
McDonald's Corporation v Joburgers Drive Inn Restaurant 
Facts:
· McDonalds had registered several TM in SA and had renewed such TM over the period 1968-85.
· All the TM had common features.
· MD did not trade in SA as there were trade embargos operating. 
· At the time of litigation in 1992 the TM were still valid.
· Mr S decided in 1992 to establish a chain of fast food restuarants using the MD TM and applied for the expungement of the MD TM and the subsequent registration of Mr S as the TM proprietor.
· This application was opposed by MD.
· Mr S later published a newspaper articles claiming that he would establish his own chain of MD restaurants.
· MD applied and was granted an interdict against the threatened infringement.
· Mr S brought a counterapplication arguing that the MD marks were registered without the bona fide intention of use and the marks had not been used in the period as required by s36(1) of the old Act.
· Mr S then acquired a pre-existing business in Durban with the ‘MacDonalds’ name, in order to show that the mark was being used by Mr S.
· Court held that Mr S was in contempt of court and ordered that they dispose of the business.
· The business was then sold to a collegue of Mr S, being Dax.
· Dax sued MD for expungement of the TM and MD asked in a counterapplication for an interdict.
· MD brought a fresh application in 1995 under s35(5), praying for an interdict against Dax and Mr S from imitating, reproducing or transmitting the marks in SA.
Held: On Appeal
Who must know of the brand?
1. Must the mark be well known to all sectors of the population; and
2. Whatever the relevant sector of the population may be, what degree of awareness within that sector is required before a mark can properly be described as well known.

Question 1:
· It is enough for a plaintiff to prove that the mark is well known as a mark which has its origin in some foreign country, provided that as a fact the proprietor of the mark is a person falling within s 35(1)(a) or (b):
(a)   a person who is a national of a convention country; or
   (b)   a person who is domiciled in, or has a real and effective industrial or commercial establishment in, a convention country,   whether or not such person carries on business, or has any goodwill, in the Republic.
· Therefore just need to prove that the proprietor falls under (a) or (b) and that the public knows that the mark originates in a foreign country.
Question 2:
· The mark need only be well-known to persons interested in the goods or services to which the mark relates.
Question 3:How many people need to know about the TM?
· The degree of knowledge of the marks that is required would be similar to that protected in the existing law of passing-off. 
· The conceptof a substantial number of persons is well established. It provides a practical and flexible criterion which is consistent with the terms of the statute.
Application to facts:
· MD showed through market surveys that the TM was well-known to a substantial number of people and therefore was protected under s35(5).
Conclusion:
· Appeal upheld therefore expungement not granted.
AM Moolla Group Ltd v The Gap Inc
Facts:
· SA company registered the TM with the word ‘Gap’ in SA before the same name was registered in the USA, and the company traded on the name in SA long before The Gap Inc attempted to trade in SA.
· The Gap Inc did not register its TM in SA and did not trade in SA.
Held:
· The 'foreign' trade mark must be well known at the time when the local enterprise reproduced, imitated or translated it, in order for s35(5) to be applicable.
· Timing: If a person registers the same mark in the country before the mark became well-known in the same country, there will not be infringement of a well-known mark.
If registration predates the local reputation of a well-known TM, such TM cannot be expunged unless there is something else.

Inherently deceptive or deceptive or confusing use: s10(12) and s10(14)
Section 12
A trade mark may not be registered for:
(12) a mark which is inherently deceptive or the use of which would be likely to deceive or cause confusion, be contrary to law, be contra bonos mores, or be likely to give offence to any class of persons;

· S12 prohibits the registration of a mark which is contra bonos mores or which are offensive.
· Focuses on use, which has actually been made of the prior mark.
· Can apply in the case of unregistered or common law marks, and other registered TM.
· Therefore marks which cause confusion with a common law mark will be refused registration.
Section 14
(14) a mark which is identical to a registered trade mark belonging to a different proprietor or so similar thereto that the use thereof in relation to goods or services in respect of which it is sought to be registered and which are the same as or similar to the goods or services in respect of which such trade mark is registered, would be likely to deceive or cause confusion, unless the proprietor of such trade mark consents to the registration of such mark;
· Under s14 one cannot register a similar TM without authorisation.
· Focuses exclusively on TM that have already been registered.
· Limited to deception or confusion flowing from resemblance to registered marks.
· The marks are used/ intended to be used for ‘same or similar goods or services.
Webster & Page 6.6 - 6.6.11, 6.10, 6.11, 6.12 
Honest concurrent use (s 14)
This is whereby two parties have both conceived of the identical mark separately and have used the mark honestly and concurrently.
Ex parte Chemisch-Pharmazeutische Atkien Gesellschaft 1934 TDP 366
Facts:
The mark sought to be registered was ‘Transpulmin’, a drug which was widely used and prescribed by doctors. However there was another mark already registered which was ‘Pulmin’. The registrar refused to register Transpulmin on the basis that there was already a registered mark under a similar name, and registration would cause confusion. The Pulmin mark was registered 15 years before the other application came before the registrar, and it was registered in the class of common remedies. The mark Transpulmin had been used for 8 years before application. Both marks were derived from a common descriptive word being ‘pulmonary’ to refer to lungs.
Held:
· S14 permits the registration of two similar marks if the marks have been used concurrently and honestly.
· Considerations which the court must take into account are:
· Possibility of deception or confusion in the minds of the public.
· Commercial claims acquired by the proprietor of the mark through considerable amount of concurrent use.	Comment by Warren Arthur: What does this mean?
Application to facts:
· The medicines were used by different persons and accessed in different ways by prescribing doctors and pharmacists – therefore there was not a possibility of deception by the public.
· There was no possibility of the sale of the products in the same place as the commercial claims related to wholly different spheres of the market.
Infringement and remedies (section 34) 
(1) The rights acquired by registration of a trade mark shall be infringed by-
[bookmark: 0-0-0-495131]   (a)   the unauthorized use in the course of trade in relation to goods or services in respect of which the trade mark is registered, of an identical mark or of a mark so nearly resembling it as to be likely to deceive or cause confusion;
[bookmark: 0-0-0-495133]   (b)   the unauthorized use of a mark which is identical or similar to the trade mark registered, in the course of trade in relation to goods or services which are so similar to the goods or services in respect of which the trade mark is registered, that in such use there exists the likelihood of deception or confusion;
[bookmark: 0-0-0-495135]   (c)   the unauthorized use in the course of trade in relation to any goods or services of a mark which is identical or similar to a trade mark registered, if such trade mark is well known in the Republic and the use of the said mark would be likely to take unfair advantage of, or be detrimental to, the distinctive character or the repute of the registered trade mark, notwithstanding the absence of confusion or deception
All infringements require that the use of the TM be unauthorized – therefore the person must not have been licensed or acquired the mark through assignment.

Section 33
No person shall be entitled to institute any proceedings under section 34 in relation to a trade mark not registered under this Act: Provided that nothing in this Act shall affect the rights of any person, at common law, to bring any action against any other person.
Trademark infringement may only be brought in respect of registered trademarks, not common law marks.
Proviso: Common Law Rights
Common law rights such as common law TM and the remedies thereunder are not affected.
· Therefore a person may still bring passing off actions.
· Passing off actions are notinfringement actions.
· A common law TM does not take precedent over a registered TM.
· A valid registered TM is a defence to any passing off action.
· A claimant for a passing off action of a well known international common law TM can only succeed in a passing off action if they ask for rectification of the register first; the offending mark would then be removed from the register pending passing off proceedings.




Well-Known TM Infringements
A well-known trademark is a mark that is registered in another country – it is not a common law TM.
A common law mark is one that is not registered anywhere in the world.
· Infringement of a well-known TM: One can only bring an action under s35(5).
· Ask for expungement of the offending mark.
· Sections 33 and 34 do not apply to well known trademarks.
· Requirements:The proprietor of a well known trade mark may restrain the use of a trade mark:
· Which constitutes, or the essential part of which constitutes, a reproduction, imitation or translation of the well-known trade mark
· In relation to goods or services which are identical or similar to the goods or services in respect of which the trade mark is well known
· And where the use is likely to cause deception or confusion.
Wellknown International TM that are Registered in SA
These TM have protection under s34 and especially s34(1)(c): Protection is applied to any goods or services not just the same or similar goods or services for which the TM is registered.
Adams quote:







The requirements under s34(1)(a) – (c) differ – therefore an action under a particular section is not interchangeable.
Section 34(1)(a) – Primary Infringement
Use of a mark that is similar or identical to a registered TM in relation to the same goods or services.
Requirements:
1. The TM must be similar or identical to a registered TM.
2. The use of the TM must be in relation to the same goods or services.
Section 34(1)(b) – Secondary Infringement
Use of a mark that is similar or identical to a registered TM in relation to similar goods or services.
Requirements:
1. The TM must be similar or identical to a registered TM.
2. The use of the TM must be in relation to the similar goods or services.
Section 34(1)(c) – Dilution
Non-confusing or non-deceptive use of a well known TM which takes unfair advantage of or is detrimental to that mark.
NB!!! Well-known in this section is not the same as wellknown in s35 – Here it just referes to well known marks in SA.
In the Course of Trade
All infringements require that the use be made in the course of trade
Section 11(1)
A trademark are registered in respect of goods or services falling into a particular class or classes in accordance with the prescribed classification.
· The classification is prescribed in Schedule 3 of the TM Act.
· This schedule is based upon the Nice Classification.
· The Nice Classification has not been acceded to by SA.
At the outset determine if the conflicting marks originate from the same class – if not it will be difficult to argue that the use will result in confusion. NB s34(1)(c) does not require confusion.
Beecham Group plc v Southern Transvaal Pharmaceutical Pricing Bureau
Facts:
Beecham was the proprietor of seven TM. The respondent was the proprietor of a software system which brought up pricing of drugs and compared various drugs against medical aid scheme approved drugs and generic variations. Beecham sued the respondent on the basis that this use of the TM in the software system was infringement of the TM.
Issues:
· What the meaning of use in the course of trade meant with regards to s44(1)(b) of the old Act.
Held:
That use in the course of trade meant:
· Trading in goods which form part of the same class to which the TM are registered or;
· Trading in goods which are similar to that class;
· So that the infringer will be able to prey upon or take advantage of the reputation or goodwill of the registered proprietor of the mark.
In relation to the facts it was shown that the respondents conduct was far removed from the exploitation of the applicants business.

Plascon-Evans Paints Ltd v Van Riebeeck Paints – s34(1)(b)
Facts:
· Plascon was the registered proprietor of a paint with the TM ‘’Micatex”.
· The respondent was another paint company which started trading with a similar sounding paint which it manufactured as ‘’Mikacote”. This mark was not registered, therefore it was a common law mark.
· Plascon heard that the respondent was trading with this name and sued them for infringement of the TM ‘’Micatex”.
Issues:
1. Whether the use of the mark ‘’Mikacote” by the respondent was use as a trademark.
2. Whether the use of the mark ‘’Mikacote” by the respondent infringed the appellants rights as the registered proprietor of the TM ‘’Micatex”.
3. Whether the use of the mark ‘’Mikacote” by the respondent was protected by s46(b) of the Act.
Held:
Use in the course of trade:
· Both marks were used in the same class of goods being paints.
· Therefore both marks were used in the same course of trade.
Was the Use of Mikacote use as a TM?
· The respondent argued that its use of the mark was merely descriptive of the products – it was not using the mark as a TM. 
· Evidence showed that the respondent had used the name of their equivalent product when dealing with customers, in such a manner that spoke of TM use.
· This use showed that the respondent used the mark to denote origin of goods and to distinguish the product Mikacote from the competing product of Mikatex.
· Further the respondent had approached the registrar for registration of the mark, indicative that they considered the mark to be a potential TM.
Was there infringement of the mark ‘Micatex’?
This case dealt with s44(1)(b) of the old Act which is an equivalent to s34(1)(b)
Issue: Whether the mark used by respondent so nearly resembled appellant's registered trade mark "as to be likely to deceive or cause confusion".
Does the mark resemble the registered mark to such an extent as to be likely to deceive or cause confusion?
· In the HC the court merely looked at the words, their sounds and spelling and held that there was no likelihood of confusion.
· In the SCA, the approach of the court was different:
· The plaintiff does not need to show that every person would be deceived or confused.
· The plaintiff need only show that there is a probability that a substantial number of persons interested in the class of goods would be deceived.
· Deception or confusion is not limited to giving the impression that the defendants goods are the goods of the registered proprietor:
· May also show that persons will be deceived as to the origin of the goods or the existence or non-existence of a connection between the defendant and the proprietor.
Approach to be used when comparing the two marks[image: ]

Conclusion:
The court found that there would be a possibility of confusion based on comparing the sound and spelling of the two words, how a average customer would approach buying the product, their recollection of the mark in relation to buying a certain type of good, and that both marks would be sold in the same store and possibly side by side. → Infringement

Abbott Laboratories v UAP Crop Care (Pty) Ltd – s34(1)(a)
Facts:
UAP had explicity compared its products to those of Abbott in an internal brochue and indicated that the marks mentioned were the registered marks of Abbott. Abbott objected to this form of comparative advertising and brought infringement proceedings against UAP based on s34(1)(a).
Issue:
Whether UAP had infringed Abbotts TM under s34(1)(a).
Held:
· Both companies were trading in the same goods in the same class and thus were in direct competition with each other. Therefore UAP were using the marks in the course of trade and were use in relation to the goods bearing the registered TM.
· The marks were used without Abbotts authorisation.
· Whether the registered marks or a similar were used in such a manner to cause deception or cause confusion:
· Court moved away from the badge or origin function of TM; if the use were to draw customers away from the TM, such use would be an infringement.
· The court must look at the use of the mark by the infringer through the eyes of the consumer.
· If the use creates an impression of a material link between the product and the owner of the mark there is infringement; if not there is no infringement.	Comment by Warren Arthur: Material link between UAP’s product and A? or between A’s product and UAP?
· Use of a mark for purely descriptive purposes will generally not be infringement.	Comment by Warren Arthur: What are descriptive purposes?
Verimark (Pty) Ltd v BMW AG 


Registration procedure
Insert diagram and notes attached – see book.
Regulations
Defences
Licensing, agreement and hypothecation


defences To infringement – s34(2)
(2) A registered trade mark is not infringed by-
   (a)   any bona fide use by a person of his own name.
   (b)   the use by any person of any bona fide description or indication of the kind, quality, quantity, intended purpose, value, geographical origin or other characteristics of his goods or services, or the mode or time of production of the goods or the rendering of the services;
   (c)   the bona fide use to indicate the intended purpose, including spare parts and accessories, 
   (d)   Use of goods, with the consent of the proprietor;
   (e)   the bona fide use of utilitarian features embodied in a container, shape, configuration, colour or pattern;
   (f)   the use for which registration does not extend;
   (g)   Concurrent registration
Proviso:
Provided further that the use contemplated in paragraph (a), (b) or (c) is consistent with fair practice.
S34(2)(a) - Bona Fide use of Own Name
· A person may only use their full name, not just their first name or surname, nickname or pet name.
· Eg: Frank Smith not just ‘Frank’ or ‘Smith’ or ‘Franky’
· A juristic person may also rely on this section, thus close corporations or companies may rely on the fact that they are using their registered name.
· The registered name must pre-date the registration of the TM.
Nino’s Coffee Bar and Restaurant v Nino’s Italian Coffee and Sandwich Bar
Facts:
Giorgio Zanasi built up a restaurant business in Gauteng under the name ‘Nino’s’, as Nino was his nickname which was used by him throughout his life. The business in Gauteng was sold and to the respondent who acquired the exclusive right to use the name. The respondent then registered the name ‘Nino’ as a TM. However during this time Zanasi’s sons had opened up a business in Cape Town using the name ‘Nino’s’. The respondent then attempted to expand nationally and opened up two restaurants in Cape Town, again using the name ‘Nino’s’. The respondent filed for infringement, while the appellants relied on the defence of s34(2)(a).
Held:
Use of Full Name
The appellants were not using the full name of Giorgio Zanasi, but only a nickname by which he was known. Therefore they were not using their own name in the meaning of s34(2)(a).
Bona Fide and Consistent with Fair Practice:
· Means honestly and in good faith.
· The person must have no intention to deceive anybody and no intention to make use of the goodwill acquired by another trader.
· In this instance the right to use the name had been validly assigned to the respondent and the respondent had built up a successful franchise.
· The evidence showed that the appellants were attempting to ride on the coattails of the successful franchise.
· The applicant had made use of the name 'Nino' in awareness that the first respondent had purchased the name 'Nino's Coffee and Sandwich Bar' and that the right to use the name vested in the first respondent, and that the first respondent was the proprietor of the trade mark, that it had extended its franchise operation to the Western Cape.
Conclusion
Infringement action succeeded.
s34(2)(b) – description of Goods or Geographical Origin
Plascon - Description of Goods
· The description of the goods must be in earnest.
· There must not be an ulterior motive, for example where the words are being used to take advantage of the goodwill of another trader.
Triang Pedigree v Prima Toys - Description of Goods	Comment by Warren Arthur: Read Webster 12.38
Facts:
Triang was the registered proprietor of the mark ‘FIRST LOVE’ and traded in children’s toys. Prima was the registered proprietor of the mark ‘BABY LOVE’ and also traded in children’s toys.
Triang produced and marketed dolls with the name ‘BABY FIRST LOVE’ for a diminutive doll which was smaller than its first doll ‘FIRST LOVE’. Prima sued for infringement of its TM; Triang argued that it was simply using the word ‘BABY’ as a description of the goods, being a smaller doll.
Held:
Bona Fide
Having regard to the details given above as to the appearance of the dolls in the two boxes, I do not agree that "baby" is a more appropriate term than other words to indicate a diminutive version of a FIRST LOVE doll. However, even if it is more appropriate, it is not an accurate description of a diminutive doll. Certainly the use of BABY (in capitals) as part of the whole mark cannot be said to be an accurate description of the doll.
· Looked at the intention of introducing a smaller version of the same doll.
· Looked at the appearance between the old doll and the new doll.
· Looked at how the mark of ‘baby’ was used on the box – it was written in the same script and size as the TM.
· Held that ‘baby’ was not an accurate term given the circumstances.
Shalom Investments v Dan River
Facts:
Shalom Investments imported fabric made from Dan River, which was the proprietor of a registered TM ‘Dan River’ in the USA. The company manufactured dresses and placed on the label of the dresses ‘Made from Dan River fabric’. Dan River sued for infringement. Shalom relied in defence on "bona fide description of the character or quality" of goods.
Held:
· The registered mark "Dan River" does not denote any particular "character" or "quality" of the dresses.
· Shalom could have described the character or quality of their dresses by saying that they were manufactured out of cotton material imported from the United States; 
· It was not necessary for the appellants to use the registered trade mark "Dan River" unless they intended to make use of the goodwill attaching to that particular mark.
· The facts point to the conclusion that Shalom had the intention to make use of the goodwill attaching to respondent's mark.
Conclusion
Defence failed.
Century City Apartments CC v Century City Association
Facts:
Century City was a huge development in Cape Town which developed a ‘city within a city’ in which there was a variety of businesses, office buildings and residential buildings within a large gated area. The place became known as Century City and many shops used the name Century City to denote the area in which they operated; for example the post office and the petrol station. The home owners association was the registered proprietor of the mark ‘Century City’ in a variety of classes relating to business and retail stores.
The CC used the name Century City in its adverts, its domain name and its business name.
Century City sued for infringement whilst the CC raised a defence that it was bona fide using the TM as a description of the origin of goods or services.
Issues:
1. Whether the appellant could rely on s34(2)(b) as a defence.
2. Whether the counter application based on s10(2)(b) should succeed.
3. Whether a TM that was distinctive at the time of registration could be removed due to a subsequent loss of distinctiveness.
Held:
· A bona fide description or indication of the geographical origin of an alleged infringer's services amounts to non-trademark use.
· As the court found that the use of the marks was TM usage, the CC could not rely on this defence.
· Section 10(2)(b) prohibits the registration of geographical names as trademarks 'solely where they designate specified geographical locations which are already famous, or are known for the category of goods or services concerned, and which are therefore associated with those goods in the mind of the relevant class of persons'.	Comment by Warren Arthur: Is the counter application under s10(2)(b) relevant to the defence proceedings?
· The prohibition is directed at a mark that consists of a geographical name without more. A device that includes a geographical name would not be hit nor would a name mark consisting of a geographical name with something more be covered. What this means is that Gordon's London Gin would be a permissible trademark, but not 'London' in respect of gin.
· The Association itself describes Century City as a city or a city within a city, and as a commercial hub, complementary to Cape Town's central business district, and as a place.  There is a post office under the name Century City and public road signs direct the public to Century City. The public, no doubt, refers to it as a place or location. The businesses that conduct their business there describe it as such.
· Century City became the name of a geographical location.
· As such the TM were liable to be removed from the register.
Conclusion
As the marks were removed from the register, the action for infringement failed.
S34(2)(c) – Intended Purpose, Including Spare Parts
COMMERCIAL AUTO GLASS (PTY) LTD v BMW AG
Facts:
BMW was the registered proprietor of the marks 'BMW', 'BM' and '3 Series'. The appellant sold and fitted unauthorised BMW windscreens and used the marks in its price lists, quotes and adverts. BMW sued for infringement. The appellant argued that they were using the marks in a bona fide manner to show the intended purpose of the goods: ‘it is using the trade marks to inform the public that it is selling windscreens that fit BMW cars and not that the windscreens are original BMW windscreens and that its use is, accordingly, not trade mark use.’
Issues:
Whether the appellant could rely on s34(2)(c); therefore were the appellant using the marks as a trademark?
Held:
· Is there an impression created that there is a commercial connection between the two parties?
· Therefore is the mark being used as a TM?
· 'a phrase such as ''XYZ Spare Parts'' [where XYZ is the registered trade mark] would not be protected  by the section while ''Spare parts for XYZ goods'' would clearly fall within the provisions of s 34(2)(c)'.
· The use may be interpreted as informing the public that it is supplying unauthorised windscreens that fit BMW cars or, on the other hand, it may mean that it is supplying BMW windscreens.
· If a substantial number of people would be deceived into thinking that the spare parts being sold were genuine BMW parts, then there is trademark use and the defence must fail.
· Further even if there was deception, was the use of the mark bona fide, reasonable and consistent with fair practice.
· Bona fide use in s 34(2)(c) means honest use of a trade mark, without the intention to deceive anybody and while unequivocally making it clear that the goods are not connected in the course of trade with the proprietor of the trade mark.
· The appellants did not explain why they had to use the goods in this manner and why they could not simply state the true state of affairs to the public.
· As such the use of the TM was not bona fide or in accordance with fair practice.
Conclusion:
Defence failed and infringement action succeeded.
S34(2)(e) - bona fide use of utilitarian features embodied in a container
The court may only look at the mark as registered, not at the actual use of the mark in the market. As such if the proprietor only registered a 2D picture of the container, they may not introduce an example of a 3D container in court.
The scope of monopoly rights are determined at registration – as such the court may only refer to the mark as registered.
COINTREAU ET CIE SA v PAGAN INTERNATIONAL
Facts:
Cointreau manufactured liquours and had chosen and used a design of a brown, squat square bottle embossed with the name ‘Cointreau’ on the side of the bottle, since the 1880’s. The container was registered as a TM and depicted a picture of the bottle.
 Pagan Int imported liquors and one of the liquours it imported was found in a brown, square bottle of a similar shape to the Cointreau bottle. The use of this bottle was also extensive, being used since 1927.
Cointreau sued for infringement and Pagan raised the defence of bona fide use of utilitarian features in a container.
Issues:
1. Whether the extrinsic evidence relating to the bottle could be introduced as the mark depicted did not show the back of the container.
2. Whether the bottle consisted of utilitarian features and such use of the features was bona fide.
Held:
1. Mark as registered forms the basis of comparison to be made for purpose of determining whether infringement has taken place 
a. Where container a bottle and mark as registered depicted only in two dimensions, the Court is not entitled to have regard to container actually used to market goods.
2. A distinction must be drawn between those features which are utilitarian or functional and those which are not. The latter, being features of unusual configuration, or ornamentation or embellishment, would normally (seeing that the container, as a registered trade mark, is ex hypothesi distinctive) serve as labels of origin.
a. Functionality = Utility.
b. 'Functional features include those which contribute to efficiency or economy in manufacture and handling through the marketing process, and those which contribute to the product's (or container's) utility, durability or effectiveness or to the ease with which it serves its function or is handled by users.
   (b)   to what extent does this resemblance reside in utilitarian or functional features in the registered mark? and
   (c)   has the defendant's use of such features in his mark been bona fide?
c. The features which are common to the Alianca bottle and the registered mark, with regard to colour, shape and general proportions, are primarily utilitarian or functional features used bona fide.
i. The colour is one of the limited range of colours used for liqueur bottles and is clearly functional. 
ii. The shape is also one of a limited range of basic shapes usually employed in the trade. It is not arbitrary or unusual; nor is it ornamental or in any way particularly distinctive.
iii. This shape has certain practical advantages in handling and packing the product. 
iv. The distinctiveness of the registered mark resides in the boss, which is absent from the Alianca bottle.
v. The use of the container was bona fide.
Does the feature in question serve primarily or predominantly or essentially a functional or utilitarian purpose or not?
Conclusion:
Defence succeeded.


Unfair Competition & Passing Off
Definition of Unlawful Competition
The delict of unlawful competition … is one of the many manifestations of the general liability, derived from the provisions of the lex Aquilia, to compensate another for patrimonial damage occasioned to him by one’s wrongful act and attributable to one’s fault.
· Unlawful competition falls under the law of Delict.
· It’s action is the Lex Aquilia.
· It requires a person to compensate another for patrimonial damage inflicted through a wrongful act.
· It requires fault.
Unlawful competition refers to the unlawful infringement of a trader’s right to attract custom. 

The right to attract custom is the trader’s goodwill in the sense of the attractive force that brings in custom – it accrues to persons engaged in business

Definition of Passing Off
· Passing off is one of many forms of unlawful competition.
· Other forms include use of trade secrets, production secrets and know-how.
· It’s remedy is under the Lex Aquilia.
It consists of the direct or indirect representation by a person that his business or merchandise are those of another or are associated with those of another. A plaintiff has to prove that its name, mark, sign or get-up has become distinctive, that is, that in the eyes of the public it has acquired a significance or meaning as indicating a particular origin of the goods in respect of which that feature is used. A plaintiff further has to prove that the use of the feature was likely or calculated to deceive thus probably causing loss to the plaintiff.
Passing off is a remedy for both registered and unregistered TM
Requirements
· A direct or indirect representation by a person;
· That his business or merchandise are those of another or are associated with those of another.
· The plaintiff must prove that its mark, name, sign or get-up has become distinctive ( the plaintiff must have a reputation).
· It therefore has acquired a significance or meaning as indicating a particular origin of the goods in respect of which that feature is used.
· The plaintiff must also prove that the use of the feature was likely or calculated to deceive.
· Thereby probably causing loss to the plaintiff.
Atlas Organic Fertilizers;  Capital Estate and General Agencies (Pty) Ltd v Holiday Inns Inc
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Unfair Competition is not necessarily unlawful. Unfair ≠ Unlawful
Atlas Organic Fertilizers – NB Know!
Facts:
The company Atlas manufactured a fertilizer under the registered trademark ‘Ghwamis’. The former managing director of Atlas resigned and started a competitor company. He took most of the sales team, the client contacts and the trade secrets surrounding how to manufacture the fertilizer. He started selling a product under the name ‘Ghwanomix’ to exisiting customers of Atlas. 
Issue:
· Whether Pikkewyn Ghwano was guilty of the delict of unlawful competition by using the ‘trade secrets and know-how’ of the applicant.
· Whether the respondent was guilty of passing off with regard to their selling campaign using the name ‘ghwanomix’.
Held:
Unfairness ≠ Unlawfulness
· A general action in the case of unlawful competition based on the principles of the lex Aquilia.
· The actions of a person may be regarded as being unfair but that does not necessarily mean they are unlawful.
· To determine whether unfair actions are unlawful the norm applied is the objective one of public policy.
· This is the general sense of justice in the community, the boni mores, manifested in public opinion.
· In determining and applying this norm in a particular case, the interests of the competing parties have to be weighed, bearing in mind also the interests of society, the public weal.
· The morals of the market place, the business ethics of that section of the community where the norm is to be applied, must be considered.
· A distinction must be made between constructive competition and non-constructive competition.
· Constructive competition is the effort of one who seeks a commercial advantage through the honestly exercised means of his own strength, ingenuity, skill and capital. Fair competitive conduct is defined as "struggle according to game-like rules by means of constructive effort subject to the natural conditions of the market".
· Non-constructive competition exists where a person puts no effort into developing their own goodwill.
· It is not unlawful competition to induce an employee to terminate his contract of employment lawfully. But public policy would dictate that, where the aim in inducing a competitor's employees to terminate their employment is not to benefit from their services but to cripple or eliminate the business competitor, this action be branded as unlawful competition.
With Regard to the Facts: Unlawfulness
· Held that it was in the public interest that an employee who has in the course of his employment acquired skills and specialised knowledge of a particular trade or industry should be entitled to apply that elsewhere after termination of his employment.
· As such the MD had a right to freely choose an alternative means of employment using the skills he acquired in the business.
· The court held that the selling campaign using the existing clients contacts was not unlawful as the evidence showed that each salesman had a personal and special relationship with their clientele. As such Atlas could not show that the identity of purchasers and potential purchasers of its products are marketing secrets.
With Regard to the Facts: Passing Off
· A sales director canvassed the clientele and sold products under ‘ghwamix or gwamix’ and also for ‘ghwamis’.
· Some farmers were brought under the impression that they were buying from Atlas, others that they were buying from Pikkewyn but that Pikkewyn was affiliated to Atlas, and others that this was a new company unconnected with Atlas with a new product better than the ghwamis of Atlas.
· The evidence proved that ghwamis, the name of Atlas' product, had become a distinctive name and that the use by Pikkewyn of the names  ghwamix, or gwamix or ghwamis was calculated to deceive and cause loss to Atlas.
Conclusion:
· Pikkewyn was therefore guilty of passing-off and liable for damages to Atlas.
Reputation
The claimant must prove that their trademark has become renowned among a reasonable number of the consumer public who are clients or potential clients and is therefore distinctive in respect of the goods or services.
The claimant must show that the TM enables consumers to distinguish his/her products from similar products
Adco-Ingram v Beecham
Facts:
Applicant had marketed a perfumed bodyspray, "Je T'aime" in an aerosol container with a domed cap or closing device, which, the applicant alleged, was the first product on the market with such a closing device. It had been registered in terms of the Designs Act, 57 of 1967.
The respondent launched a perfumed bodyspray, "6th Sense", on the market. The shape and dimensions of respondent's aerosol container were identical to that of the applicant and, except for a minor difference in its height, the shape and dimensions of respondent's cap or closing device were the same.
Application for an interdict.
Issue:
Whether the applicant had acquired a reputation in its design of the cap so as to denote origin of goods. Further whether the plaintiff had proven that there was a likelihood of deception or confusion in the minds of the public.
Held:
· The plaintiff should be able to show that the disputed mark or get-up has become by use in this country distinctive of the plaintiff's goods so that the use in relation to any goods of the kind dealt in by the plaintiff of that mark or get-up will be understood by the trade and the public in this country as meaning that the goods are the plaintiff's goods.
· It is not necessary that the get up as a whole should be distinctive, only a part may be distinctive.
· Copying of another’s device is permitted as long as the public is not deceived as to the origin of goods.
· The plaintiff must prove that the defendant's use of the feature was likely or calculated, to deceive, and thus cause confusion and injury, actual or probable, to the goodwill of the plaintiff's business.
Whether a product is distinctive regard must be had to the entire get-up of the product. 
· Held that the dome shaped cap was not shown through evidence as denoting the origin of the goods as being exclusively from Adco-Ingram. 
· The court looked at the whole get-up of the two products and concluded that Adco-Ingram had not shown that there would be deception.
Conclusion:
· Interdict failed.
Mere proof of reputation is not enough. The claimant must show that the defendant’s use of the feature is calculated to deceive and thus cause confusion and injury. Mere likelihood of confusion is sufficient.

The marks need not be identical – they only need to be deceptively similar for warrant passing off
Lorimar Productions Inc v Sterling Clothing Manufacturers
Facts:
Lorimar was the production company of the popular tv series ‘Dallas’. The respondent had used various characterisations related to the show when marketing clothes and on the menu of a restaurant. 
Issue:
Applicants alleged passing off by the respondents in that a false impression in the minds of the public that there was a link between first applicant and the goods or services of the respondents in the form of sponsoring, licensing, endorsing or exercising some kind of control over the activities of the respondents and the quality of their goods with the result that the public was deceived to the detriment of the applicants.
· Therefore whether Lorimar had reputation in regard to clothes and restaurants.
Held:
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As there was no reputation in regard to clothes or restaurants there was therefore no likelihood of deception or confusion.
Conclusion:
Passing off failed.
Territoriality
Remember the only element affected by passing off is the right to attract custom which includes the right to reputation

The extent of the reputation of a particular symbol is limited geographically to the territory in
which it is known as indicative of the goods, services or business in question.
Reputation is limited to the geographic area in which the mark is well known in relation to the goods. Thus to prove that there is passing off, the plaintiff needs to prove that they acquired a reputation in that area.
Caterham Car Sales & Coachworks Ltd v Birkin Cars (Pty) Ltd
Facts:
Caterham had started manufacturing the Lotus series of cars in England without permission. One of the cars that they producd was the Lotus Seven Series. In 1988 Caterham was granted all the rights to and in these trade marks together with the goodwill in the business of manufacturing and selling Lotus Seven cars in all countries in the world excepting North America .
Birkin had manufactured the same cars in South Africa since 1983 and had exported these cars to Japan.
Issue:
Caterham claimed trademark rights in the mark ‘Caterham Seven or Super Seven’, and alleged that the Birkin Seven, the product of the first respondent was being passed off as that of the appellant's. Both these sports cars were replicas of a particular Lotus model.
Held:
At the time Birkin had started manufacturing cars, Caterham had not acquired a reputation in South Africa. Caterham had no clients or business in SA and therefore had no reputation. Caterham had only acquired its rights in 1988 while Birkin had commenced trading in 1983.
The correct question [is] whether the plaintiff has, in a practical and
business sense, a sufficient reputation amongst a substantial number
of persons who are either clients or potential clients of his business.
As far as the 'location' of reputation is concerned, it must subsist
where the misrepresentation complained of causes actual or
potential damage to the drawing power of the plaintiff's business.
There must be a sufficient reputation among a substantial number of persons who are either clients or potential clients. The reputation must subsist where the misrepresentation (passing off) causes actual or potential damage to the right to attract custom of the plaintiff.
The locality of the plaintiff's business is not hereby rendered
irrelevant. Obviously, it must be an important consideration in
determining whether the plaintiff has potential clients and whether
the alleged misrepresentation causes his business any harm.
Conclusion:
As Caterham had no reputation their action failed.
Calculated or likely to deceive or confuse
Q: Is there likelihood of confusion if the parties are not engaged in a common field of business? Cf. Lorimar.
Capital Estate and General Agencies (Pty) Ltd v Holiday Inns Inc
Facts:
Holiday Inns conducted a series of hotel chains in SA under the name Holiday Inns. In their hotels they leased shops which supplied necessary items to hotel members. The appellant decided to build a shopping complex nearby one of the hotels and named the centre ‘ Holiday Inn Shopping Complex’. Shop areas were advertised for rental in the complex. On one of the signs erected at the site appeared the name "Holiday Inn of Southern Africa Group (Pty.) Ltd".
Issue:
The respondents argued that the mark Holiday Inn had become distinctive of their hotel chain and the use by the appellants was accordingly passing off.  The appellants argued that the respondents reputation extended only to hotel chains and not to shopping complexes.
Held:
The respondents had proven distinctiveness. The next issue was whether there was a likelihood of confusion as the parties operated in different fields of activity.
· Held that whether there is a reasonable likelihood of such confusion arising is a question of fact which has to be determined in the circumstances of each case. 
· If the evidence establishes such a likelihood, the fact that there is no common field will not affect the outcome.
· The absence of a common field is a factor that one has to take into account when considering if there will be confusion.
· The fact that there is no common field will not always be a bar for obtaining relief.
Application to facts:
· "A shopping centre is, of course, something quite different from an hotel. But when it is remembered that the second and third applicants carry on, inter alia, the business of letting shops, it is seen to be a substantial possibility that someone might think that the shops offered for hire in the third respondent's shopping centre were being offered by one of the applicants, or by someone associated with them. What elevates that possibility into a probability is, to my mind, the nature of the trading style itself. If the name had been a neutral one, having no meaningful reference to the hotel trade, identity or relationship might not readily be assumed. It would not be assumed, for example, that a 'Kempton Park Shopping Centre' or a 'Universal Shopping Centre' was necessarily connected with a 'Kempton Park Hotel' or a 'Universal Hotel' as the case might be. But a man seeing that a shopping centre bore the name 'Holiday Inn' would, in my view, be likely to reason thus: 'That is a strange name for a shopping centre, with no inn or hotel in it: It must be called that because it is connected with that chain of Holiday Inn Hotels'".
Conclusion:
Passing off action succeeded.
Pioneer Foods v Bothaville Milling
Facts:
Bothaville Milling had introduced a product of super maize meal on the market in 2001 using a similar get-up to that of Pioneer Foods and using the name ‘Star’. Pioneer also sold super maize meal under the trademark ‘White Star’. Pioneer sued for passing off.
Pioneer argued that there were four key elements that would lead to confusion:
1. Use of the same three colours white, green and red.
2. Use of a prominent star symbol in red.
3. Use of the name Star in red.
4. Use of the slogan ‘The Peoples Choice’ opposed to ‘The Clever Choice’.
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Issue:
Whether Pioneer had proved likelihood of deception or confusion.
Held:
Pioneer had proven reputation in SA at the time the alleged misrepresentation occurred.
The court must have regard to the type and an class of customers which would potentially buy the products and the circumstances in which the product will be sold.
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The court compared the two get-ups and found that the most distinctive part of Pioneer’s mark were the words ‘White Star’ in combination with a star symbol.
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Pioneer had also not brought any evidence of confusion:
· It did not conduct any market surveys or undercover sales.
· In over 8 years of trading there was no evidence of confusion in the public or by wholesalers.
· Maize meal was found to be the most brand conscious of food choices – this militated against a holding of confusion as customers would be even more likely to choose their favourite brand.
Conclusion:
Did not succeed in proving likelihood of confusion as no evidence was led. Appeal dismissed.
Annabel's (Berkeley Square) Limited v G Schock (Trading As Annabel's Escort Agency)CA 1972
Facts:
Annabel’s Ltd was an exclusive night club. G Shock started an escort agency under the name Annabel’s Escort Agency. Annabel’s Ltd sued for passing off.
Issue:
Whether there was likelihood of confusion as the parties did not operate in the same field of activities.
Held:
· The court held that one must consider whether there is an overlap of activity between the parties to an extent that the public would be confused into thinking there was an association between the parties.
Is there an overlap of activities that wou;d lead to an association in the minds of the public between the parties?
· Held that both parties were conducting business in the field of ‘nightlife’ or ‘night entertainment’.
· There was evidence put forward by the plaintiff that its customers had called them to express horror that the club was conducting this business.
· Further women had called the plaintiff to offer their services as escorts.
Conclusion:
There was a likelihood of confusion. Claim upheld.


Copyright
What is Copyright
“Copyright is the exclusive right in relation to work embodying intellectual content to do or to authorize others to do certain acts in relation to that work, which can be exploited for personal gain or profit”
Copyright protection is automatic as such there is no need for registration of copyright
Copyright deals with creative expressions which involve the use of effort, ingenuity and which have sufficient substance.
Creative expressions which involve the use of effort, ingenuity and which have sufficient substance.
Purpose of Copyright
1. Afford a qualified monopoly in the use or exploitation of a work in order, firstly to compensate and reward its creator for the effort;
2. Secondly to act as an incentive.
Copyright protection is not absolute – copyrighted material can be used for educational purposes, fair dealing and to backup material
Protected works
S2(1) Copyright Act
The following works, if they are original, shall be eligible for copyright-
   (a)   literary works;
   (b)   musical works;
   (c)   artistic works;
   (d)   cinematograph films;
   (e)   sound recordings;
   (f)   broadcasts;
   (g)   programme-carrying signals;
   (h)   published editions;
   (i)   computer programs.
Therefore if something is not listed in the above, that work will not be protected under copyright; however it might have protection under another Act.
Examples
1. A film of the LOTR is made. There are various copyrights protected in this work.
a. The film script – literary
b. The music score – musical
c. The film itself – cinema
d. The recording of the soundtrack – sound recording
e. The book on how the movie was made – published editions
f. The new program which made the CGI – computer program
2. A musician signs a deal with a recording studio to sing and write music for an album.
a. The musical score – musical
b. The lyrics – literary
c. The singing or performance of the song – no copyright!!! Rather it is protected under a related right being Performers Rights.
d. The sound recording
 Originality
The work must be original to qualify.
· Originality is interrelated with the requirement of sufficient substance.
Is it a ‘’Work’’?
1. The subject matter must have sufficient substance to warrant protection.
2. The work must not be too commonplace (trite, trivial or does not excite peculiar attention).
Is it a work? – sufficient substance & not commonplace
Is it listed?
Original?
Waylite Diary CC v FNB
Facts
Waylite Diary had supplied FNB with field diaries for four years, which it had designed itself and inserted the company’s colours and themes. After four years the bank awarded a tender to produce the same diaries to another company. Waylite sued for copyright infringement and sought an interdict restraining the respondent. It claimed that the diary sketch was an artistic work or alternatively that the manner in which the pages were set up with English and Afrikaans writing was a literary work.
Issue
Whether the layout of the diary consisted a protectable work under the Act.
Held
One has to ascertain whether the material:
1. Is listed under s2(1).
2. Is original.
The issue of whether material is a work is intertwined with originality. Whether something is original is a value judgement
Artistic Works
The appellant claimed the sketch was a drawing or a chart and thus included under the sefinition for ‘artisitic work’ as provided in s1(1).
S1(1): Artistic work
'means, irrespective of the artistic quality thereof - . . . drawings' and the term 'drawing' is defined to include any diagram or chart.
The court looked at various dictionary definitions of ‘daigram and chart’ and held that:
· On any common-sense approach to the matter and having regard to the ordinary accepted meaning of the term, the pages are not drawings.
· Further the drawings did not amount to a chart as it is understood.
Literary Works
Literary works are any combination of letters and /or numerals, which embody the results of a measure of intellectual effort or skill
Having regard to the fact that copying can be indirect and that an adaptation of a work is an infringing act, anyone who sees the field diary and who wishes to produce a diary having the basic layout of two facing pages, the one for daily entries and the other for notes, will infringe copyright - a result so far-fetched that the Legislature could not have contemplated it.
Conclusion
· As such the layout could not qualify as a literary or artistic work.
· Therefore it was unnecessary to deal with originality.
Computer Generated v Computer Aided
Computer generated:
· This is whereby the computer does all the work and there is no ingenuity or effort on the part of a human actor.
Computer aided:
· This is whereby the computer is used as a instrument by a person to produce something using their effort and ingenuity.
How much effort and ingenuity is put into the making the print-out from the computer is a factor that is taken into account when determining whether it was computer aided or generated.
Payen Components v Bovin
Facts:
Bovin, a competitior in the market for gaskets used the catalogue of gasket numbers on its product boxes. Payen, the producer and compiler of the catalogue claimed copyright over the numbering system and sued for copyright infringement. Payen used a computer program which it designed to assist themselves in compiling the catalogue.
Issue:
Whether the catalogue could qualify as a literary work as it formed the print-out from a computer.
Held:
Compiling the catalogue took a huge amount of time, effort and labour to convert an old numbering system into a workable system for the SA market.
The system had to be kept up to date and this involved continual work.
Part of the work included the translating the catalogue into Afrikaans.
· The catalogue qualifies as a literary work.
· It has been written down (susbsists in material form)
· It is suffieciently original.
· there has been enough labour and skill expended both in England and South Africa for the same to be 'original'
Computer aided v computer generated
A distinction is drawn between 'computer aided' and 'computer generated' works. In the former case the computer is a mere tool like a pen or word processor. In the latter the work of creation is performed by the computer itself with relatively little human input.
Conclusion:
Catalogue included under literary work and computer aided not generated. Interdict granted.
Musical Works
s. 1 (q): “…a work consisting of music, exclusive of any words or action intended to be sung, spoken or performed with the music.”
· Musical scores and lyrics are protected under copyright.
· However singing or dancing (words or action) are not protected under copyright.
· Performance is protected under Performance Rights
· Performance Rights are related rights.
· These are regulated through contract.
Author Work v Media work
Author work
· These are pieces which are authored by a person.
· Examples include musical scores and lyrics.
Duration of Author Works: s3(2)(a)
Copyright protection persists for the life of the author plus 50 years from the date of death of that author.
Media Work
· The medium of storage is protected.
· The person or the company which produced the staorage device will be protected under copyright.
· It is designed to protect the medium in which the work is fixed.
· Example:
· Production company recorded music onto a disc.
Duration of Media Work: s3(2)(c)
Duration of protection is 30 years from the year in which the recording is first published.
Juristic Persons
· A juristic person cannot be the author of a musical or literary work.
· A juristic person can be the author of a media work such as a sound recording.
Artistic Work
S1(1):
“…irrespective of the artistic quality thereof-
(a) paintings, sculptures, drawings, engravings and photographs;
(b) works of architecture, being either buildings or models of buildings; or
(c) works of craftsmanship not falling within either paragraph (a) or (b).”
International Copyright
Principle of Territoriality
This principle is applicable in copyright. Only qualified persons are eligible for protection:
S3(1):
(a)   in the case of an individual, a person who is a South African citizen or is domiciled or resident in the Republic; or
   (b)   in the case of a juristic person, a body incorporated under the laws of the Republic.
There is no international copyright protection
· Protection depends on the particular country’s national laws and any international treaties that country acceded to.
Protection in a particular country depends on the national laws of that country and international treaties that it has signed
	International Instruments
	National Instruments

	TRIPS
	Copyright Act

	Berne Convention
	Constitution – s25 property right



Example
A book is published in both SA and the USA.
USA law holds that protection is for the life of the author plus 70 years. SA holds that it is for life and for 50 years. How do you reconcile this?
· Both South Africa and USA give effect to the Berne Convention on the Protection of Literary and Artistic works.
· The Berne Convention states that the copyright law of the country where copyright is claimed shall be applied.
But:
Article 7.8 states that "unless the legislation of that country otherwise provides, the term shall not exceed the term fixed in the country of origin of the work".
This is known as the rule of the shorter term
Signatory countries can limit the duration of copyright they grant to foreign works under national treatment, to at most the copyright term granted in the work's origin country.
Cinematographic Films
· The Legislation was revised in 1992 – now computer programs are protected separately under the Act.
· Defined in the Act as: “any fixation or storage by any means whatsoever on film or any other material of data, signals or a sequence of images capable, when used in conjunction with any other mechanical, electronic or other device, of being seen as a moving picture and of reproduction, and includes the sounds embodied in a sound-track associated with the film, but shall not include a computer program” 
Sounds Embodied in a Soundtrack
· Sounds which are embodied in a soundtrack are included in the copyright of the film itself.
· Thus if the movie producers commissioned a song to be sung or made specifically for the film, the rights in that sound reside in the producers.
· However if the producers used a song or music in the film, those musicians must give permission for that song to be reproduced.
Example:
1. The songs in the Sound of Music were commissioned specifically for that film. Therefore copyrifht vests in the film producers.
2. In the Kings Speech the music of Beethoven was played in the background. Copyright of the song vests with Beethoven and not with the producers of the film.
Sounds Included
Sounds included are songs, music, lyrics, a tune or voice recording.
Musical and SoundTrack Distinguished
A man goes to a World Cup soccer match and records some crowds singing and dancing ‘Waka Waka’ which is a song which was written and sung by Shakira and Freshly Ground. He then posts the video on Youtube. He is then sued for infringement by Shakira. He argues that the sound of Waka Waka is the soundtrack of his video and he therefore is not infringing.
· Here the musical (music) and the lyrics (literary) belong to Shakira who holds the copyright in them.
· Man used the music and lyrics without permission – therefore is infringing.
· The song was not commissioned for the film.
· The man only has copyright over the film itself.
Films Include:
Includes:
· Video tapes
· Laser discs
· Compact discs
Different from:
· The scenario of the film (literary work)
· Musical score (musical work)
· The computer programme storing the data/sequences of images (constitute a computer program)
cinematograph film vs computer program
Cinematograph film comprise of three elements:
1. A sequence of images
2. Is fixed on a material
3. Is capable of being shown as a moving picture
Golden China TV Game Centre v Nintendo Co Ltd
Facts:
Golden China was imported counterfeit games. Nintendo sued for infringement. He appellant argued that as the video games were controlled by the user, the sequence of images was not preset – the user could choose what images to show on the screen.
Issue:
Whether video games fell under cinematographic films under the Act.
Held:
· The definition of cinematographic films is deliberately very wide so as to encourage innovation by providing protection to innovative technical advances.
· The terms of the Act should not be pigeonholed into preconceived ideas of what the terms mean or should mean.
· The general scheme of the Act suggested that the definitions in the Act were to be interpreted flexibly, so as to cover new technologies as they appeared, rather than to interpret the provisions narrowly and so force the Legislature periodically to update the Act. The definition of 'cinematograph film' had to be considered to see whether a video game fell within the definition or not. 
· The court held that the video game comprised of a limited number of images which the user could choose from as such it constituted a sequence of images.
· Further it was fixed onto a ROM disc.
· Images can be fixed on 'any other material' and that is clearly not limited to film-like material.
· It was capable of being shown as a moving picture on the computer screen.
Conclusion:
Appeal failed.
Sound recordings
“any fixation or storage of sounds, or data or signals representing sounds, capable of being reproduced, but does not include a sound-track associated with a cinematograph film”
· Sounds include music and lyrics.
Important Notes
· Assigning or assignment of copyright does not mean cession!!!
· The author is still the owner of the copyright and simply grants permission for the use of the work.
· Cession is whereby all rights in the work are transferred. The Author loses all their rights in the work.
· Also licensees do not hold copyright over the recording.
· The copyright for the sound recording still vests with the sound recording company.
· Copyright for the musical score vests in the composer.
[image: ]Example
A musician called Dvorak wrote a song called ‘Songs my mother taught me’. This song was recorded by the Soweto String Quartet which added new sounds at the beginning of the song, being the sound of an eagle.
Whom does copyright of the new song vest in?
· The copyright of the music vests in Dvorak for the original piece.
· The copyright of the new version vests in the recording studio which recorded the song.
· The SSQ has performers rights over the song but not copyright.
A protectable work can include elements of the trivial or commonplace as long as the whole work is original
Broadcast
An independent subject of copyright and may embody other independent works e.g.,
• Cinematograph films
• Literary works
• Artistic works
The person who first broadcasts the work obtains copyright in the broadcast
Programme-carrying signals
A broadcast ‘’while in the course of transmission through a satellite”
Published Works
Typographical arrangements featured on the pages of a book or other material.
· Must embody either literary work or musical work.
· Can be electronic or hardcopy.
· To publish the publishing house must get permission from the copyright holder of the literary work in order to publish it.
Computer programs
· Were previously part of literary work 
· Introduced as a separate category by the Copyright Amendment Act, 1992
 “a set of instructions fixed or stored in any manner and which, when used directly or indirectly in a computer, directs its operation to bring about a result”
Requirements for vesting of copyright
a) There must be a ‘work’
b) The work must fall into the categories listed in s 2(1)
c) Originality
d) Existence in a material form
e) The author must be a ‘qualified person’ under s 3(1)
f) Publication
Whether a thing qualifies as a work is linked to originality – a finding of ‘work’ will presuppose originality

S 2(1) presupposes, as a general rule, two different inquiries: 
1. first, whether the work relied upon falls within one of the categories and,
2.  if so, whether it is original
'To some extent the concept of what constitutes a "work" within the Act and the concept of originality are intertwined. It is difficult to discuss what amounts to a "work" without discussing originality, since without a  sufficient degree of "originality" a "work" will not come into existence’.[Waylite]
· Therefore for a work to be a work and to be original there must be sufficient effort, ingenuity and creativity that has gone into the product.
Originality
A work can be original despite being derived from otjher works provided that it incorporates sufficient skill and effort
The new work cannot be simply a colourful imitation
· Originality is determined on a case by case basis.
Requirements:
1. Original skill or labour should be brought to bear in the work.
2. The work must emanate from the author, not copied from another work.
Kalamazoo Division (Pty) Ltd v Gay
Facts:
K had developed various forms which incorporated information which an employer needed to complete payment for employees. These forms included:
1. "employee's earnings record",
2. "time and wage register" and the
3. "pay advice slip".
K had taken legislation and research to develop a means by which an employer could easily fill out all the required information for paying an employee and calculating tax on the PAYE system. G worked for K and after his employment was terminated, he copied the forms and sold them for his own clients. G argued that the forms held information that was commonplace and accessible to the public, therefore it was not an original work. A person can only copyright the original manner in presenting information and not the information itself.
Ga argued that there was no feature of the applicant's lists which was novel or specially meritorious or ingenious from the point of view of the judgment or skill of the compiler, nor is there any element of originality or skill in the order in which the required information is set out. All the information listed in applicant's forms is readily available at news agencies throughout the Republic and avers that the information reflected in the forms is, in substance, merely an arbitrary rearrangement of the information required to be completed by employers under the Wage Act.
Issue:
Whether the forms were sufficiently original.
Held:
1. Originality refers to original skill or labour in execution, not to original thought or expression of thought. 
2. What is required is not that the expression of thought must be in an original or novel form, but that the work must emanate from the author himself and not be copied from another work.
3. It must be shown that some labour, skill or judgment has been brought to bear on the work before copyright can be claimed successfully for such work.
a. The amount of such labour, skill or judgment is a question of fact and degree in every case.
4. The evidence showed that K took much time and effort and ingenuity to create the forms and the system.
a. There was direct evidence of the detail of work, why the forms were produced in that manner and how the information was selected and arranged. 
Conclusion:
Sufficient labour, skill or judgment has been expanded on the forms to justify a claim for copyright. The forms are original.
Copyright protects the form not the information
Drawings of a Technical Nature – Whether ‘Artistic’
Klep Valves v Saunders
Facts:
K had copied the designs for a technical drawing of a valve, made by S. S sued for infringement. 
K argued that the drawings were not made with artistic intent and therefore did not fall under the listed category of artistic works. Further it was contended by appellant that the drawings were not original in that they had resulted from team efforts involving a number of people in addition to the draughtsmen and that they represented developments of earlier valves.
Issue:
Whether the drawings were included under artistic works and whether they were original.
Held:
· No artisitic intent is required when making drawings.
· Evidence led by respondent that a draughtsman exercised a great deal of independent skill and labour when converting the ideas of a design engineer into detailed specification for practical manufacture, it could make no difference that the drawings were team efforts nor did it matter that earlier drawings were followed, provided that the draughtsmen contributed sufficient skill or labour to the later drawings.
No artistic intent is required when making drawings – technical drawings are thus included under ‘artistic works’
Conclusion:
Infringement claim successful.
Existence in a material form
· Broadcasts and programme-carrying signals are excluded from this requirement.
· However when claiming infringement of a broadcast, you need to supply the court with a recording of the broadcast to compare the original with the infringer.
1. Material form/expression of ideas is protected by copyright.
2. Material form fosters certainty.
Natal Picture Framing v Levin
Facts:
A painter had painted a picture from a historical moment. This picture was later copied and various details were changed, however the essential elements stayed the same.
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Issue:
Whether the copy was simply a colourful imitation.
Held:
When an original combination of ideas is represented, any representation of those ideas through any variations may be a copy or colourful imitation of the original.
An idea can be equated to an event – thus if the person copies the same format or compilation of ideas despite the event or information being the same, there is infringement as there is no skill or effort in the copied work.
· However a person may represent a different idea of the same event both persons were present at that historical moment – in such a situation there is no infringement.
Conclusion:
The material form/expression of ideas is protected by copyright.
Green v Broadcasting Corporation of New Zealand
Facts:
Green was the author and presenter of a talent show in UK called ‘Opportunity Knocks’. He claimed he wrote the script for the show. The NZ corporation broadcast a similar show in NZ. Green sued for infringement. As dramatic or performing works are not protected under IP, Green argued that he was the author of the literary work which the show was based on. NB – it was not BBC suing for infringement, as first broadcaster of the UK show.
Issue:
Whether Green could produce the literary works upon which his claim was based, as copyright must exist in a material form.
Held:
· A dramatic work or performance such as a tv show and presenting is not protected under IP. Rather it forms a complimentary or related right of Performers Rights.
· As such Green needed to show the scripts upon which the show was based as these constituted literary works which are protected under copyright.
· The court needed these scripts so that it could compare the NZ broadcast with the scripts to ascertain whether there was copy and thus infringement.
· Green failed to produce the scripts and thus his claim failed.
Conclusion:
· Need to produce the material work as this fosters certainty.
If the form is not protected as it is not listed under s2(1) you need to look to the related right. Eg. Performance → Script

To determine the requirements for material form, look at the requirements for each type of work under s1(1)
Qualified person
Section 3
1. individuals; 
a. South African citizen or is domiciled or resident in the Republic
2. juristic persons;
a.  a body incorporated under the laws of the Republic
Section 4
Works which do not qualify under s3 are protected under s4 if they are first published in the Republic.
· For architecture the work must be erected on SA soil.
Berne Convention
If a person is a member of a convention country, that person’s work will also be protected.
Publication
“a work shall be deemed to have been published if copies of such work have been issued to the public with the consent of the owner of the copyright in the work in sufficient quantities to reasonably meet the needs of the public, having regard to the nature of the work”
· Publication includes both normal publication and other forms.
· Publication means that the work can be accessed by the public.
· Whether a work has been published depends on the nature of the work.
Duration: S3(2)
If a person uses a work after the duration of protection, there is no copyright infringement as the work falls into the public domain.
Literary, musical and artistic works (excluding photographs):
Publication before Death
· Duration is the lifetime of the author plus 50 years from the date of the death of the author.
Publication after Death
· Duration is 50 years from the date of publication.


Authorship/Vesting of Copyright
· In some instances copyright does not vest in the author:
· Whether it vests in the author is a question of fact.
· An author may transfer their rights to another person. Eg. A publishing house.
· A contract of employment may prevent a person from owning rights in the work.
· Co-authorship or joint authorship is possible.
· Policy considerations.
· Contractual agreements.
Person who is responsible for the creation of the embodiment of the work is the author
[image: ]
Juristic persons
· Under s3(1) a juristic person is included as a qualified person.
The general rule is that a juristic person can be an author of a work
Literary Works and Juristic Persons
· The duration of copyright for a literary work is 50 years after the death of the author.
· As such does a juristic person, which technically cannot die, be an author.
· If juristic persons were authors, copyright could vest indefinitely.
Fax Directories (Pty) Ltd v SA Fax Listings CC
Facts:
The employees of the appellant publisher produced a publication (a directory) of telefax users. This directory was then copied by its rival company. The appellant sued for infringement. The respondent argued that as the directory was a literary work the appellant could not be the author of the work as it was a juristic person. Further they argued that out of 11,000 entries they only copied 28 entries, and as such this did not amount to substantial copying.
Issue:
1. Whether a juristic person can be the author of a literary work.
Held:
1. Looked at the fact that a juristic person is listed as a qualified person under s3(1) and thus could be the owner of copyright.
a. However the court distinguished ownership of copyright with that of authorship.
b. Though a juristic person can be an owner it possibly could not be an author, as the duration of copyright expressly is limited to the lifetime of the author.
2. Held that it was not necessary to prove that the juristic person was the author, as the work was produced by the employees of the company and thus under the contract of employment ownership of copyright vested in the company.
S21(1)(d): A work is made in the course of the author's employment by another person under a contract of service or apprenticeship, that other person shall be the owner of any copyright subsisting in the work by virtue of section 3 or 4.
3. Further held that the argument around the lack of substantial copying was not persuasive. The probabilities were overwhelming that many more entries were copied and it was impossible to determine extent of copying 
a. However it is not necessary for applicant to show exact extent of copying, provided  that it is shown that copying not insubstantial 
b. It was shown that what was copied was substantial even if precise extent not known.
Do not need to prove that the whole thing was copied – only that a substantial amount was copied
4. Further it was not necessary to produce a contract of service in respect of the alleged employees as it was shown that these persons worked under the direction and control of the appellant.
Conclusion:
Infringement.
A juristic person can be an author of a work such as cinematographic films and sound recordings but it cannot be an author of a literary work
· This would not make the Act unworkable if the court decided that only natural persons could be authors. This is due to the fact that juristic persons can be authors of other works under various other provisions.
COntracts of Work v Service
At common law there is a distinction between a contract of service (location conductio operarum) and a contract of work (locatio conductio operis).
A contract of service is not the same thing as a contract for services, the distinction being the same as that between an employee and an independent contractor; an employee is a person who is subject to the commands of his employer as to the manner in which he shall work. The existence of direct control by the employer, the degree of independence on the part of the person who renders services, and the place where the service is rendered, are all matters to be considered in determining whether there is a contract of service.
'1. The object of the contract of service is the rendering of personal services by the employee (locator operarum) to the employer (conductor operarum). The services or the labour as such is the object of the contract.
   The object of the contract of work is the performance of a certain specified work or the production of a certain specified result. It is the product or the result of the labour which is the object of the contract.
   2. According to a contract of service the employee (locator operarum) is at the beck and call of the employer (conductor operarum) to render his personal services at the behest of the latter.
   By way of contrast the conductor operis stands in a more independent position vis-à-vis the locator operis.
Contract of Work
· A contract of work is whereby a person is hired to complete a specific job.
· Ie. Independent contractor.
· The person does not work under the control or direction of the hirer. 
Contract of Service
· An employee is a person who is subject to the commands of his employer as to the manner in which he shall work.
Where there is a contract of work, copyright vests in the person performing the work and not the client
Marais v Bezuidenhout
Facts:
Marais was a private architect who was commissioned by the respondent to produce designs for a house. This he did. The respondent then claimed copyright in the designs as he argued they were produced under a contract of service, and thus as employer he was entitled to them.
Issue:
Whether the respondent was entitled to claim copyright.
Held:
Where there is a contract of work, copyright vests in the person performing the work and not the client; But where there is a contract of service, copyright vests in the employer
Conclusion:
The appellant owned copyright in the designs.
Nel v Ladismith Co-Operative Wine Makers and Distillers Ltd

A court will primarily be influenced by the actual contract before it rather than by what the parties try to call it – the court will look past the terminology to the essence of the contract. 
Course of Employment
King v SA Weather Service
Facts:
King was employed as a meteorologist at the weather service. During this employment he developed computer programs which assisted him in completing his duties as a meteorologist. At first these were developed at home, but later one of his main functions became the systems supervisor which included implementing the computer programs he invented. The SA service later used his programs after he was dismissed. King claimed copyright in the programs and claimed that he had withdrawn any tacit licence given to the service.
Issue:
Whether, in terms of s 21(1)(d), the computer programs were authored by King ‘in the course of [his] employment by [the Bureau] under a contract of service.
Held:
The approach to be used is practical and common-sense.
· Whether the work was created within the course of employment depends on terms of employment contract and particular circumstances in which particular work created.
· The scope of employment can be broadened tacitly, therefore the written scope of work is not definitive of the scope of employment.
· As meteorologist King had to collect and collate meteorological data and transmit it to head office for analysis and storing. He developed his programs for this very purpose. Although he may have done it to make his own job easier, he did it because of his employment with the Bureau.
·  It is clear that, but for his employment with the Bureau, King would not have created these works. There is accordingly a close causal connection between his employment and the creation of the programs. In other words, his employment was the causa causans of the programs.
Conclusion:
No infringement as the Service owned the copyright.
Work produced under the direction of the State
Section 5(2): Copyright shall be conferred by this section on every work which is eligible for copyright and which is made by or under the direction or control of the state.→ Copyright will vest in the state.
· The work must be the principal object of the State’s direction and not some merely incidental or peripheral consequence of some generalised governmental licensing or monitoring power.
The work must be the principal object of the State’s direction or control and not some incidental offshoot of a licensing power
Biotech v Beecham Group
Facts:
Beecham was the registered owner of a patent on a medicine. The patent expired and a generic version was marketed by Biotech. Biotech simply copied the package insert of the original medicine. This copying was claimed as infringement of copyright by Beecham. Biotech argued that as the Medicines Council determined the general requirements for package inserts, these inserts were made under the direction or control of the state and thus copyright vested in the state and not in Beecham.
Issue:
Whether the insert was made under the control or direction of the state.
Held:
· The State did not direct the making of the insert because it did not initiate its making and it did not prescribe the manner and means to be employed therein.  
· During the approval process Smith-Kline Beecham amended the document, sometimes upon the suggestion or request of the MCC but the MCC did not change the substance of the insert nor did it co-author the end result.
· On the facts of this case, the MCC did not 'control' the making of the work or the intellectual effort involved in its genesis; it controlled its fate to the extent that it had to determine administratively whether the insert complied with the regulations.
· Its statutory function is to control the sale of medicines and not to be the controlling mind behind the creation of the insert.
Conclusion:
Infringement.
Content of Copyright
· Copyright is a statutory right [s 41(4)]
· The Act grants the holder of rights an exclusive right (but limited right) to:
1. Authorise others to do things;
2. Prevent others from doing certain things.
Nature of copyright rights – s6-11A.
Must link the common name with the technical term in the Act – ie. You must identify the category and describe how it fits into the category.
Can cartoon strips be regarded as ‘Literary works’ or ‘artistic works’
Remember that a dramatic work must be based on something – it must be based on a script and this script qualifies as a literary work.
Rapid Phase Entertainment CC v SABC
Facts:
SABC broadcast an advertisement which appeared to use the characters of the cartoon strip ‘Madam and Eve’. They did not obtain permission to use the characters in the advert. However in the advert the characters were not named and no artistic representation of the characters as in the cartoon strip was presented. SABC argued that they used the idea not the embodiment of the cartoon. The applicant argued that the cartoons were literary works; the respondent argued that they were artistic works.
Issue:
1. Whether the works were literary or artistic works.
2. Whether there was an adaptation of the work.
3. Whether there was a dramatization of the story.
Held:
1. The components of a cartoon strip are:
a. The Idea = the stereotype of the typical South African household.
b. The Embodiment of the Idea = Animated Satire
i. Animation or the particular story.
There are no monopoly rights in an idea, there are only rights in the embodiment of the idea
The applicant must prove that what has been copied is the embodiment not the idea, if infringement is to succeed
2. The definition of literary work is not wide enough to encompass cartoons. Cartoons are not literary works as they don’t describe words or actions.
a. Rather cartoons are artistic works.
3. In terms of section 7, the holders of copyright under s7 to:
Copyright in an artistic work vests the exclusive right to do or to authorize the doing of any of the following acts in the Republic:
[bookmark: 0-0-0-489895]   (a)   Reproducing the work in any manner or form;
[bookmark: 0-0-0-489897]   (b)   publishing the work if it was hitherto unpublished;
[bookmark: 0-0-0-489901]   (c)   including the work in a cinematograph film or a television broadcast;
[bookmark: 0-0-0-489905] (e)   making an adaptation of the work;

4. If an adaption of the work is made, permission from the copyright holder needs to gotten.
The original attributes of the work must be recognisable in the adaptations for infringement to occur
· SABC only used the idea from the cartoons and not the embodiment.
· An embodiment would be the animation of the strips or use of a particular storyline.
· Thus SABC did not make an adaptation of the work.
· Further the CC did not bring to court any particular story in the strip that was copied in the commercial, therefore there was no dramatization of the story.
Characters are not embodiments; they only are ideas.
Conclusion:
Infringement action failed.
Section15  General exceptions from protection of artistic works
[bookmark: 0-0-0-490103](1) The copyright in an artistic work shall not be infringed by its inclusion in a cinematograph film or a television broadcast or transmission in a diffusion service, if such inclusion is merely by way of background, or incidental, to the principal matters represented in the film, broadcast or transmission.

Infringement
Direct v Indirect
The elements for direct and indirect infringement are the same
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Indirect infringement requires that someone else has directly infringed copyright first
Direct
If there is authorisation then there will not be infringement
How:
1. Unauthorised copying.
2. Misusing or misappropriating a substantial part of the work.
a. This refers to quality not quantity. [Fax Directories]
Test: Galago Publishers (Pty) Ltd v Erasmus
1. Objective comparison of the two works to determine objective similarity.
1. Are there similarities.
2. Can I identity the parts?
3. Can the infringing work stand by itself without the original?
2. Establishing a causal connection between the two works.
1. Could the infringing work have come into existence without the original?
2. The sine qua non test.
3. Has the defendant copied the work or is it an independent work?
Galago Publishers (Pty) Ltd v Erasmus
Facts:
Erasmus was the co-author of a book called Selous Scouts. He assigned his rights in the book to Galgo publishers; thus the applicant was the owner of copyright. He then independently published a Pictorial Account which was based on the book Selous Scouts.
Issue:
Whether the literary work was a direct infringement.
Held:
· Compared the two works and found a substantial similarity.
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It is not necessary for a plaintiff in infringement
proceedings to prove the reproduction of the whole
work: it is sufficient if a substantial part of the work has
been reproduced
Conclusion:
· There was substantial copying and there was a casual connection between the two works. Infringement succeeded.
[image: ] [image: ]
Juta v De Kocker
Facts:
Juta had published a textbook called ‘Silke on South African Income Tax’ which was published up till 1988. De Kocker had published a book in 1988 called ‘Income Tax in South Africa’. This book was then about to be republished as a revised edition in 1989. Juta sought an order of infringement and delivery up of the revised manuscript so that Juta could make sure that the new edition would not infringe. Juta submitted the 1988 edition to the court for a comparison.
Issue:
Whether there was direct infringement by de Kocker.
Held:
1. The Income Tax Act and its related cases are common property to all.
Thus:
· The idea = legislation and case law.
· The material form = style of analysis/ writing.
[image: ]
Conclusion:
The court found that there was a substantial amount of copying but considered that it was of no useful purpose to grant relief.
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Summary
Copyright can be conferred under three alternative circumstances: first, on a work made by a 'qualified' author (s 3); secondly, if the work is not made by a qualified author,  G by first publication (s 4); and, thirdly, on a work made by or under the direction or control of the State (s 5(2)). The initial ownership of copyright conferred by s 3 or s 4 vests in the author unless the work was made in the course and scope of an employment contract or was commissioned (s 21(1)). If conferred by s 5, it vests in the State  H and not in the author (s 21(2)).
Summary of Marks Capable of being TM
1. Section 2: A mark must be capable of graphic representation in order to be registered.
2. A TM is a mark used or proposed o be used by a person in relation to goods or services for the purpose of distinguishing those goods or services from the same goods or services of another trader connected in the course of trade.
3. Section 9(1): A mark must be capable of distinguishing the goods or services or a person from the goods or services of another person.
4. Requirements for a trademark: Section 9(2)
a. It must be inherently capable of distinguishing, or
b. Capable of distinguishing through prior use.
Is the mark a trademark:[Beecham]
1. Whether the mark was used for the purpose of distinguishing.
a. Therefore did it perform a badge or origin function?
Capable of distinguishing under s9 [Beecham; Cadbury]
· The public must recognise the mark as being a TM, without being educated thereto.
· The more descriptive of the goods the less likely it will be capable of distinguishing.
· No amount of use will render a mark distinctive which factually has no capacity to distinguish.
· The capacity to distinguish is a factual question.
· The sole producer of a productcannot through use of a generic name make that name distinguishable under s9.
· Use does not equal distinctiveness where the mark is inherently non-adapted to distinguish.
Containers [Die Bergkelder]
· Containers may be TM.
· Containers are not normally TM.
· A container must differ significantly from the norm or custom of the sector, and;
· The public must perceive the container to be a badge of origin.
· An unusual shape does not automatically make that container a TM.
· To be really distinctive of a person’s goods, a TM must generally be incapable of application to the goods of anyone else.
· Must form a badge or origin function.
Laudatory Epithets [Estee Lauder; Heublin Inc]
· A laudatory epithet cannot be the subject of a TM as it would unduly limit the rights of others to freely choose their language in describing and advertising their goods.
· Laudatory words may be inherently adapted to distinguish, or
· Become capable of distinguishing through use.
· Use does not equal distinctiveness where the mark is inherently non-adapted to distinguish.
· Universal or common or of a non-distinctive character.
· Cf. Invented and ingenious descriptive epithets not in ordinary linguistic use.
Disclaimers:s15
Disclaimers prevent the registration of a composite mark from operating so as to inhibit the use of the disclaimed element by others.
This is necessary where other traders reasonably require the use of the disclaimed element.

Invented words&fancy devices


Semi-descriptive words & devices


Shape&Slogans
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Plascon-Evans Paints Ltd v Van Riebeeck Paints (Pty)
Ltd :

The approach to be used in comparing the ‘complaining ‘and ‘defending *
mark

1. The comparison must be made with reference to the sense, sound and
appearance of the marks.

2. The marks must be viewed as they would be encountered in the market place
and against the background of relevant surrounding circumstances.

3. The marks must not only be considered side by side, but also separately.

4. Consideration must be given to the manner in which the marks are likely to be
employed as, for example, the use of name marks in conjunction with a generic
description of the goods.
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The difference between passing off and trademark
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Lorimar Productions Inc v Sterling Clothing
Manufacturers: decision

though the Dallas television series generated widespread
interest and so created a goodwill for Lorimar in this country,
such goodwill pertains to the entertainment field. Lorimar or
the other applicants at no time took any action that was
directed at creating an association in the minds of the public
between the television series and clothing or restaurants.

The name Lorimar or the names of locations or characters in
its television series do not have any reputation in respect of
clothing or the restaurant business (except insofar as the
respondents have created it). The requirement of goodwill for
an action of passing off is therefore not met by the applicants.
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Natal Picture Framing Co Ltd v
Levin: Pictures in dispute

Applicant's:
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2. Infringement

Two forms of civil law copyright infringement:
= Direct/primary

» By ‘any person, not being the owner of the copyright, who,
‘without the licence of such owner, does or causes any other
person to do, in the Republic, any act which the owner has the
exclusive right to do or to authorize’

-s23(1)

= Indirect/secondary ( takes two forms);
> Unauthorized dealing with infringing copies of a work

» Permitting an infringing public performance of a work to take
place

-523(2)
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Galago Publishers (Pty) Ltd v Erasmus
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Pictorial Account

relates the story of the Rhodesian
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relates the story of the Selous
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Hard cover of 400 pages and 17
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[ Substantial part of the original work

Is copying of 28 or 29 entries [ie, the fictitious
entries] in a work of some 11 000 entries copying of
a ‘substantial part' of the work?

-Fax Directories (Pty) Ltd v SA Fax Listings CC
1990 (2) SA 164 (D)

Reproduction need not be gross to be substantial.
Reproduction of a ‘substantial and vital and
essential part' of the original work suffices, even it is
a small portion of the original work.

= The guide is quality rather than quantity
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‘ Substantial part of the original work

(cont).

= Infringement is a matter of degree with
reference to the nature of the work

= Establishing a causal connection between
two works is important particularly if the two
works are based on the same subject matter
-Juta & Co Ltd v De Koker 1993 (4) SA 499
()
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