PATENTS
Introduction
Nature, Function & Exclusivity of Patents
· Nature of Patents
· Definition = statutory form of protection in respect of an invention relating to a particular concept i.e. you protect the concept not the product itself
· Enforcing a patent = patentee must sue for patent infringement
· NOTE = this may attract counter applications for revocation
· Patents = broadest form of protection in IP (always the best option where possible)
· Function of Patents
· Novel / new ideas
· Making such idea publically available 
· Advancing technology and industries / encourages innovation in return for exclusivity
· Patentee / inventor has an exclusive right to exploit the patent
· Exclusivity
· Granted patents = patentee has exclusive right to make, use, dispose of, offer to dispose of and import the patented invention in RSA
· Patents provide protection for 20 years (s46 of PA) – 3 requirements must first be met:
· Patent must be renewed on an annual basis
· Patent must be kept in force
· Patent may not be revoked or declared invalid
· SA = prima facie presumption that patents are valid + onus of roving invalidity is on person asserting invalidity 
· Area of exclusivity
· Whole of SA but ONLY in SA (territorial) i.e. not international
· NOTE = may be possible to manufacture the product in another country
· Exceptions:
· You may apply for patents in other countries
· One can circumvent the absolute nature of the exclusivity provided by patent protection by way of certain legislation e.g. importing a generic medicine into SA may be allowed by the Minister of Health in order to create conditions for the supply of more affordable medicines and this will not be seen as infringement (Competition Act)



Distinguishing Patents from Other Forms of Intellectual Property
· Patent registrations = provide protection in connection with a concept or idea but it does not have to be physically embodied therein
· Copyright registrations = provides protection for a work (artistic, literary, musical etc) which embodies intellectual content
· Trade mark registrations = marks which distinguish goods and services from one another
· Design registrations = applied to an article based on aesthetic appeal / dedicated function 
Registration of a Patent
· s27 of PA = who may apply for a patent
· (1) = inventor or any other person acquiring from him the right to apply (e.g. employers) or by both such inventor and such other person
· Qualification as an inventor
· Statutory law = PA is silent as to whether or not a juristic person (business etc) may be an inventor (problematic)
· CL = juristic persons may not invent things; only natural persons may be an inventors
· Establishing if a person invented an invention – 2 questions must be asked:
· Did they make a substantial contribution to the invention? 
· Was the person following commands or did they contribute individually to this invention?
·  (2) = joint inventors may apply for a patent in equal undivided shares (may cause prolems because it becomes difficult to act independently) unless otherwise agreed
· USA = a joint invention is the product of collaboration between 2 or more persons working together to solve the problem addressed 
· Joint inventorship = combination of conception and practical value which may be developed independently
· Joint work / contribution = does not have to take place at the same time or location but the contribution must consist of more than simply suggesting a desired result or following instructions 
· Problem = co- ownership is based on an equal undivided shares so it is difficult to do anything independently
Employer-Employee Relationship
· PA = no comprehensive section dealing with this relationship
· It would be dangerous to formulate generally applicable rules to determine if work was authored in the course of employment because it is a factual issue that depends on the terms of the employment contract and the particular circumstances in which the work was created (Morewear Industries)
· s59(2) of PA = makes reference to such relationship – any condition in a contract of employment which:
· (a) = requires an employee to assign inventions, made outside the course and scope of their employment, to their employer OR
· (b) = restricts the right of an employee in an invention made by him more than one year after the termination of the contract of employment, shall be null and void
· First time period = employment contract exists – regulated by s59:
· “Anything developed during the course and scope of your employment will belong to the employer” 
· “Employee may remain owner of the patent” = also a possibility depending on the terms
· Second time period = first year after the end of the employment contract ended – not regulated by s59:
· Any new employer may not take assignment of an idea which you have developed during the course of scope of your previous employment and you, as an ex-employee, may not use such idea either (based on public policy and restraints of trade)
· Third time period = any time beyond the first year after the end of the employment contract ended
· Ex-employer may not regulate / restrict / limit the ex-employee’s rights any time after 1 –year period has expired (third time period) – regulated by s59
· s59(2)(a) of PA (employment contract = always first point of reference) – 2-part test:
· Is there a contractual relationship between employer and employee?
· Yes = continue enquiry
· 2 types of employees:
· General employees
· Employee = regarded as the trustee of the patent
· Persons employed to invent
· Employer = able to apply for the patent
· Was the invention made during the course and scope of employment?
· Course and scope must be distinguished (Academic: Vurrell)
· Course = “period of your employment”
· Scope = “nature of your work”
· Was the inventor employed to perform certain duties and apply his mind to certain concepts and if he refused to do so, would that constitute a breach of contract?
· Yes = falls within course and scope of employment
The South African Patent System
· SA Patent Office, unlike USA, Australia, UK etc = does not have a substantive examination system i.e. it is based on a deposit system
· Result = provided the formalities and stamp duties are satisfied, the question of “whether or not the invention was patentable” will not be asked


· Application Procedure
· s30 of PA = must be made in the prescribed manner along with the prescribed fee + accompanied by a provisional or complete specification
· Provisional Patent Specifications (optional route but usually taken)
· Establishes a “first filing date” (or priority date) = date until which the patentability of the invention will be assessed with regard to all subject matter that exists before that date (s30(5) of PA)
· Applicant now has a 12-month period (Paris Convention) within which to:
· Expose invention to public so that any new adaptations can be filed in the complete patent specifications
· Refine and develop invention further
· Market invention and disclose it to other parties
· Obtain funding for patent procedure, production, etc
· Actual provisional patent specification = not open to public inspection i.e. 3rd parties can discover that a patent has been filed but will not be able to discover the subject matter contained therein
· End or during 12-month period = applicant may file a complete patent application or applications in other countries 
· s31(1) of PA = 12-month period may be extended to 15 months upon payment of penalty fees
· Failure to file within normal / extended period:
· Non-disclosure of invention = provisional patent application lapses and you can re-file 
· Disclosure = fatal + destroys patentability of invention 
· Complete Patent Specifications
· May be filed in the first instance (do not have to wait for the 12-month period) or after an application accompanied by a provisional patent specification
· Difference in form = extent that it may include added subject matter (resulting from information becoming available to the patentee during the 12-month period) + includes claims that define the extent of one’s exclusivity (NB)
· Complete v Provisional Specifications
· Complete specification = upon being granted, one obtains enforceable rights i.e.  can sue for infringement once the patent is granted
· Provisional specification = do not acquire enforceable rights and merely obtain a right to claim priority when filing a complete patent application or applications in other countries


· Applications in Other Countries
· No such thing as an “international patent” because patents are territorial in nature
· Convention Application
· Filing of patent applications in each and every country where protection is sought, within the 12-month convention period, and the simultaneous prosecution of each application
· Your country / country in which you are seeking protection is not a PCT member = must follow this route 
· Patent Co-Operation Treaty (PCT)
· Advantages 
· Extended time period = 18 months as opposed to 12 months
· Creates an additional 6-month delay for other parties wishing to file such patents overseas
· Extra time to gather funds, find inventors, market the invention and see if there is demand
· Examination
· Article 18 of PCT = an international search report on patentability is included in the filing fees for a PCT application (opportunity to assess patentability) 
· Negative reports = terminate patenting process entirely and save money
· Positive reports = patent invention in desired countries
· Additional fee = allows you to submit amended claims based on the search report
· PCT = patent runs for 20 years from date on which it was filed 
· Patent Court System
· s17 of PA = Commissioner of Patents (COP) has same powers & jurisdiction as a single judge in a HC
· s18 of PA = proceedings before COP
· No tribunal, other than the Court of the COP, shall have jurisdiction in the first instance to hear and decide any proceedings, other than criminal proceedings, relating to any matter under the PA
· s19 of PA = court of the COP shall be regulated by the practices of the High Court Rules, unless otherwise stated in the PA
· Although it is regulated by the HCRs, it is regarded as a separate and distinct court having national jurisdiction



Patentability
Intrinsic Characteristics – Examples of Non-Patentable Inventions
· Method of Treatment Claims
·  s25(9) of PA = the fact that a compound is known does not preclude its patentability when restricted to a particular use for treating a human or animal body provided that the compound has never been used before for such treatment a.k.a. “first medical use”
· Example = if aspirin as a compound used in most paint mixtures but someone discovers it can cure a headache, they may obtain a patent in respect of aspirin “for use in treating a headache”
· “Second medical use”
· Example = where a compound found in paint is now known to treat headaches but is then also found to cure acne, can a patent be obtained in respect of aspirin “for use in treating acne”?
· s25(9) of PA = interpreted to include “second medical use” (Elan Transdermal)
· European Patent Office (EPO) = allows patents for second medical indications and the wording of the PA is similar to that of the European Patent Office so it is likely that we will follow that approach
· European Patent Convention (EPC) = recently amended to disallow the practice of drafting second medical use claims – in what has come to be known as the “Swiss-type claim format” – for new applications
· Swiss-type claim format = devised to allow second medical use claims for known therapeutic substances
· Clash between EPO and EPC = uncertainty as to position
· Uncertainty removed by Decision G 2/08, which makes it clear that for existing applications, claims in the "Swiss-type" format may remain but for new applications, claims must be in the new EPC format
· s25(11) of PA = anything that is practiced ON the human body or an animal (surgery, therapy or manner of diagnosis) shall NOT be patentable
· Reasons:
· Moral and ethical dilemma 
· Avoids the problems of mass law suits
· Prevents economic incentives for the treatment of humans and animals
· Anything practised in vitro (outside) – as opposed to on – the human body will be patentable
· Example = if a sample from the human body is taken but manipulated thereafter, the procedure after removal will be patentable 

· Computer Programs
· Copyright provides protection in respect of the format used to express a computer program but may not provide protection for the concept achieved by the program
· Accordingly, it would be desirable to cover this shortfall by means of patent protection but since computer programs are, per se, not patentable, patent attorneys are forced to focus on the system, its interactions in respect of those components comprising the system and software in order to obtain patentable subject matter (open to much debate + never tested in SA courts)
· USA = patents for such systems have been allowed; Europe = stricter approach is taken
· Business Methods
· Unclear definition of what constitutes a business method or what makes it different to any other type of method but patents are said to protect technical inventions and business, being “non-technical” should, therefore, not be patentable
· E-commerce = more technical so the line has been blurred
Test for Patentability 
· s25(1) of PA = a patent may be granted for any new invention which involves an inventive step and which is capable of being used or applied in trade or industry or agriculture
· Most recent formulation of the test for patentability (Aerotel – 2006): (the following are incorporated into the step-by-step procedure which follows)
· Is the invention properly construed? 
· Has the actual contribution of the invention been identified?
· Does the actual contribution fall within the excluded subject matter?
· Is the actual contribution technical in nature?
· Step 1: does it fall within an excluded provision?
· s25(2) of PA = list of things which will NOT be classified as inventions under the PA:
· Discovery
· Scientific theory
· Mathematical method
· Literary, dramatic, musical or artistic work or any other aesthetic creation
· Scheme, rule or method for performing a mental act, playing a game or doing business
· Program for a computer
· Presentation of information
· Step 2: is it new and novel i.e. did it form part of the state of the art before the priority date?
· Determination of Novelty – 3 –step process (Gentiruco):
· Step 1 = construe the claims (identify what the invention is)
· The particular claim must be construed to ascertain its essential constituent elements or integers
· Each claim of the complete specification must be considered separately; it is not a question of considering the claims as a totality (Letraset) 
· Step 2 = has the import of the alleged anticipation been ascertained? (identify whether it is prior art)
· s25(5) of PA = an invention shall be deemed to be new if it does not form part of the state of the art immediately before the priority date of that invention
· s25(6) of PA = the state of the art shall comprise all matter (products, processes and information about either or anything else) which has been made available to the public (in RSA or elsewhere) by written or oral description or by use or in any other way
· s25(8) of PA = an invention used secretly and on a commercial scale within RSA shall be deemed to form part of the state of the art for the purposes of this subsection 
· Documents must be construed at the time of publication to the exclusion of information subsequently discovered
· This step must be performed through the eyes of the court and not those of “a man skilled in the art” (Letraset)
· Only in exceptional circumstances, where the court is unable to properly interpret what is depicted in an allegedly anticipatory photograph/drawing, may the court have regard to the opinions of expert witnesses as to what is depicted (Schlumberger)
· Step 3 = compare claims to see if the one led to the other’s alleged anticipation (identify whether or not such prior art discloses your invention)
· It must set forth or recite at least its essential integers in such a way that the same or substantially the same process is identifiable or perceptible and hence, made known
· Obviousness
· 25(10) = an invention shall be deemed to involve an inventive step if it is not obvious to a person skilled in the art, having regard to any matter which forms, immediately before the priority date of the invention, part of the state of the art
· Test for obviousness – comprising objective and subjective elements (Ensign-Bickford)
· “In what way does this invention go beyond / differ from the state of the art?” 
· Has the “next step forward” been taken?
· Examine the subjective reasoning of the patentee
· Is it simply an improvement or is it a new product?
· Has the functionality been completely changed?


· Test for obviousness is confirmed, subject to 2 changes (Ausplow):
· Taking the “next step forward” is insufficient; it needs to be genuinely inventive 
· You may NOT look at the subjective opinions of the patentee and only an objective assessment of the prior state of art may be undertaken
Effects of Patent Registration
Patentee’s Rights
· s45(1) of PA = patentee has right to exclude other persons from making, using, exercising, disposing, offering to dispose or importing the invention, so that they can enjoy the whole profit and advantage of the invention in RSA
· s45(2) of PA = disposal of a patented article – by or on behalf of a patentee or his licensee – shall give the purchaser the right to use, offer to dispose of and dispose of that article 
· Most common way of obtaining similar rights to patentee = 3rd party obtains a license to use invention
Licensing
· Types of Licence:
· Non-exclusive = patentee gives a license to use patent to as many other people as they wish
· Exclusive license = only persons who purchase the license (licensees) may exercise the patent, even to the exclusion of the patentee in some cases (narrowest form is exclusive licence)
· Sole license = exists between patentee and licensee and they are the only people who may exercise the invention
· Situations where patentee is forced to give a license to another party / parties
· Dependant Patent Licences
· s55 of PA = dependent patents
· Situations in which a 3rd parties cannot exercise inventions – under patent – without infringing the patent of another
· 3rd party can avoid infringement by obtaining a licence by way of application to the COP who will not grant a licence unless:
· The invention claimed in the dependent patent involves an important technical advance of considerable economic significance
· Example = DSTV cannot function without SABC so they must obtain the license to use the SABCs broadcasting facilities
· Compulsory Licensing / Abuse of Patent Rights
· s56(1) of PA = any interested person who can show that the rights in a patent are being abused may apply to the COP for a compulsory licence (will be non-exclusive licenses)
· s56(2) of PA = patent will be deemed to be abused if:
· It is not being used on a  commercial scale within RSA and there is no reason to justify that situation
· Demand for patented article is not being met / is only being met due to expensive imports
· Industries within RSA are being unfairly prejudiced
· Example:
· Invention A has been patented in SA but someone improves it to make invention B 
· A novel and inventive feature is added by another party to make invention C
· Patent A for invention A = most NB (without it = nothing else would exist)
· Inventor of invention B must approach inventor A and ask for a dependent patent license
· Inventor C must approach both A and B in order to obtain his own dependent license 
· Unfair refusal by A and B = C may approach COP for a compulsory license
Transfer of Rights
· Provision of license = DOES NOT mean you are transferring your right of ownership therein i.e. patentee remains proprietor of the patent, although his rights may be encumbered by particular terms in a licence
· s60(1) of PA = assignment is necessary before you are capable of transferring ownership of a patent
· Assignment must be in writing + recorded in the patent register
· No record = only be valid and enforceable between the parties involved i.e. no protection against claims of 3rd parties
Infringement
Nature of Patent Infringement 
· Process:
· Step 1 = prove that patent was in full force and effect
· Step 2 = consider if you are entitled to sue for infringement
· s53(3) = only 2 parties are able to sue for patent infringement: licensee and patentee i.e. parties with exclusive, non-exclusive or sole licenses may not sue
· Step 3 = determine if there is an infringing act
· PA = does not define “infringement” i.e. look for exclusive rights held by the patentee
· s45 of PA = patentee has right to exclude other persons from making, using, exercising, disposing, offering to dispose or importing the invention
· “Make” (Dana Corporation)
· Making patented article but not selling it = infringement
· Making patented article + use for experimental purposes = NO infringement 
· Repairing / prolong the life of a patented article = NO infringement 
· As long as you do not make something new thereof
· “Use”
· Innocent possession, purchase, storage or transport of patented article =  NO infringement
· Intention of person holding the patented article = NB
· Intention to use it later in commercial transactions = infringement
· Example = are pharmaceutical companies allowed to obtain regulatory approval to use patented products so that when the patent expires, they push the new product into the market?
· Yes, but they may not stockpile the article
Novelty v Infringement
· An invention can be novel but simultaneously infringe a patent
· Invention A = patented in SA + comprises features “a”,” b” and “c”
· Another inventor = improves invention by adding a 4th novel feature, “d”
· Feature “d” will be patentable but the overall product will include the 3 features of invention A i.e. falls within the ambit of the patent covering invention A
· Solution = dependent licence (see above)
Remedies for Infringement
· s65(3) of PA = a plaintiff in proceedings for infringement shall be entitled to relief by way of
· An interdict (CL requirements)
· Delivery of any infringing product or any article or product of which the infringing product forms an inseparable part
· Damages
· Customary to include a prayer for a reasonable royalty – based on turnover – in lieu of damages BUT determining what is “reasonable” is a difficult task
· Restrictions on recovery of damages – situations:
· Defendant successfully shows that, as at the date of infringement, he was unaware of the existence of the patent, nor had he reasonable means to make himself aware thereof
· Marking a patented product simply with the word “patent” does not suffice and one must disclose the patent number as well
· May be argued that the defendant should have conducted an infringement search
· This may be opposed by the argument that it may be unreasonable to expect the defendant to incur the costs of an infringement search, especially where the cost would be very high
· Defendant requests – in writing – a copy of the patent number if a person represents that there is a patent
· Damages may not be recovered for the period from the date of representation to 2 months after the date on which the defendant is notified – in writing – of the number

Defences against Infringement
· At date of infringement, he was unaware of the patent and he took reasonable steps to make himself aware of any such patents
· Too costly to run a patent search, specifically when dealing with international patents
· Request for patent number was made – in writing – to person alleging he held the patent and for a period of more than 2 months, the patentee did not send any such number
· Existence of a licence – in terms of which the alleged infringer is entitled to, inter alia – make or sell the invention
· Exhaustion of rights i.e. alleged infringer has lawfully purchased the invention from an authorised person 
Hurdles to Enforceability
· 9-month moratorium = patentee may not enforce his patent against an infringer until expiry of 9-month period from the date of grant of the patent
· Reason = infringer should be given an opportunity – upon discovery of alleged infringement – to stop the alleged illegal action
· s44(4) of PA = patentee may apply to court to have this hurdle lifted 
· Exceptional circumstances have to be  E  shown by the applicant in order to lift the moratorium – very difficult (Black & Decker):
· Alleged infringer has the right to the patent which is prima facie valid
· His rights – in terms of the patent – are prima facie infringed by the respondent
· Additionally = good cause / special circumstances for moratorium to be raised
· Claiming an alleged infringer is a “fly by night entity” (person will not be around after the 9 month period) = court will NOT lift moratorium 
· Groundless threats of infringement = one can only threaten to sue for infringement on a granted patent
· Cannot sue on a provisional patent application because it does not provide the patentee with any enforceable rights (prevents scare tactics / duress)
· Example:
· Party threatens patent breach on a provisional application and they say that they will formalize registration 
· Your client can prove concept before the priority date 


Revocation
· Definition = an application for revocation, if successful, cancels a pending application for a patent
· May be brought on its own or as a counterclaim against an action for infringement
· s61of PA = grounds for application for revocation 
· Patentee is not a person entitled – under s27 – to apply for the patent
· Application for the patent is fraudulent 
· Invention concerned is not patentable as per s25 (most common ground used)
· Lack of novelty or inventiveness
· Existence of method of treatment claims
· Non-patentable invention
· Invention, as illustrated or exemplified in the complete specification, cannot be performed or does not lead to results and advantages stated
· Complete specification concerned does not sufficiently describe, ascertain, illustrate or exemplify the invention and the manner in which it is to be performed
· Partially valid specifications 
· No relief may be claimed with a partially valid specification i.e. you cannot proceed for an urgent interim interdict and would first have to amend the specification which would – in all likelihood – result in the urgency of the matter becoming moot (Deton Engineering)
· Application for patent should have been refused in terms of s36
· s36 of PA = if it appears to the registrar that the application is frivolous because it claims anything obviously contrary to well-established natural laws or is expected to encourage offensive or immoral behaviour, he shall refuse the application
· (2) = an application for revocation shall be served on the patentee and lodged with the registrar
· Requirements for person applying for revocation:
· You lawfully own the patent which is, too, lawful or was purchased from an authorized person
· You lawfully own a license to the patent
· The patent application is not new or novel
Restoration
· s47 of PA = restoration occurs where a patent lapses because of non-payment of renewal fees
· If the registrar is satisfied that such omission was unintentional + no undue delay has occurred in the making of the application then he may grant restoration 
· s48 of PA = rights of a patentee for a lapsed patent are limited in respect of 3rd parties who carried out acts that would, otherwise, be an infringement of the patent but for the fact that the patent had lapsed (usually if there is a long gap between the lapsing of the patent and its restoration)
· Patentee may not recover damages or institute proceedings against a person that infringed the patent during the period calculated as from 6 months of the date of lapse to the date of restoration
· Where a person expends time, money and labour in setting up to make, use or dispose of the invention during the 6-month period, only to find that the patent has been restored = such time, money and labour may be monetarily compensated by way of application to the COP
Amendments
· s51 of PA = applicant for a patent or a patentee may – at any time – apply to the registrar for amendment of either provisional or complete specifications and shall set out the nature of the proposed amendment and furnish his full reasons therefore
· No amendment of complete specification will be allowed if it discloses a new matter or if the matter has no substance 
· If allowed = 3 months to become compliant 
· Grounds for opposing amendment: 
· Incorrect procedure followed 
· Onus for compliance with amendment procedure = on patentee
· Onus for opposition to an amendment = on person opposing amendment
· Any other disputes of fact in this regard = also on person opposing amendment
· Insufficient reason given for amendment 
· Even if amended = it will still remain invalid 
· Amendment does not fall within scope of existing claim
· Culpable delay
· Amendments in the course of legal proceedings
· Sanofi Aventis (Lundbeck – also dealt with this issue – both cases confirm the same principle)
· PA provides for the amendment of a patent specification where proceedings relating to the application for a patent or a patent are pending in any court (s51(1 of PA))
· This approach differs substantially from the normal amendment procedure (s51(1 of PA)) and is a way to create an expedited amendment process
· Sanofi issued two applications to the court simultaneously, one for the amendment of a complete specification and the second for an interdict and restraining order against Cipla to prevent it from infringing claims in the patent specification
· Cipla argued that it was a way of by-passing the normal procedural requirements for applying for an amendment by simultaneously initiating interdict proceedings to create a “pending action” in order to effect the amendment
· Principle = there is nothing in the ordinary sense of the word "pending" that prohibits this procedure because once a procedure is issued it is pending, regardless of when it is to be finalized or comes before Court


Corrections
· s50 of PA = patentee, proprietor or clerk of court made an error on your application = COP can order a correction in the following instances: 
· Clerical errors or errors in translation
· As soon as request for correction is received = registrar must notify all parties so they may oppose it if they wish 
· If correction would materially alter the scope of your application e.g. change invention from a decoder to a DVD player 
· Registrar will require you to advertise in the patents journal and serve a notice to all relevant parties (investors, licensees etc)
· No objection = COP may grant the correction but he is not compelled to do so
· Only certain documents can be corrected: 
· Patent certificate, patent application, patent register and the documents lodge
· Error must have been made in preparing the documents and not after the documents have been lodged 
· Effect of corrections = may broaden the scope of your application
· Unfamiliar terminology (usually relating to medicine) = NOT a correctable error 


