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Trade Mark Infringement by use of Similar Words – Word Marks
 

Facts:

· The appellant was the biscuit manufacturer and holder of the registered trade mark of Romany Creams.

· The respondent had commenced manufacturing a similar biscuit under the name of Romantic Dreams. The appellant objected thereto. 
· Although the respondent offered to change the name of its biscuits to Kwality Romantic Dreams, the appellant approached a Provincial Division for a restraining order (prohibitory interdict).
Legal Question:
Whether the similar sounding name constituted trade mark infringement under section 34 of the Trade Marks Act 194 of 1993.
Trade mark infringement under s 34(1) (a) of the Trade Marks Act:

· Infringement by use of mark so nearly resembling trade mark as to be likely to deceive and confuse.
· Word mark, and particularly one using ordinary language, not merely combination of abstract symbols but usually recognisable as whole, and for what it conveys. Where sense of one word mark differs markedly from that of another, and in particular where registered trade mark well known, scope for deception or confusion reduced, though these are always matters of degree.
Trade mark infringement under s 34(1) (c) of the Trade Marks Act:

· Infringement by use of mark similar or identical to trade mark notwithstanding absence of likelihood of confusion or deception. 
· Section 34(1) (c) protects the proprietor of the registered trade mark only against use of mark which is 'identical or similar' to registered trade mark. The word 'similar' as used in this section having its ordinary meaning, which is 'marked resemblance or likeness' and 'marked' in turn meaning 'easy to recognise'. (The Oxford English Dictionary)
Legal Issues:
· Scope of the infringement – the words only or the object.

· The interpretation of “similar or identical” in section 34(1) (c).
Held:

Restraining order (prohibitory interdict) by appellant was unsuccessful.

On an appeal, the decision in the Transvaal Provincial Division in National Brands Ltd v Blue Lion Manufacturing (Pty) Ltd was upheld/confirmed.
Ratio Decidendi:
· Where the packaging of the respective products had been reproduced in the Court papers, the likelihood, or otherwise, of deception or confusion had to be attributable to the resemblance (or otherwise) of the marks themselves and not to extraneous matter.
· The marks were not likely to deceive or confuse by their sound. Whilst the first word of each mark had three syllables, they were pronounced quite differently, even allowing for imperfect usage.
A word mark, and particularly one that made use of ordinary language, was not merely a combination of abstract symbols but was usually recognisable as a whole, and for what it conveyed. Where the sense of one word mark differed markedly from that of another (as in the present case) and, in particular, where the registered trade mark was well known, the scope for deception or confusion was reduced, though these were always matters of degree. 

The visual distinctions in the words, bearing in mind that each conjured up a different picture, were such that there was not likely to be deception or confusion as contemplated in s 34(1) (a) of the Trade Marks Act.

· S 34(1) (c) protected the proprietor of a registered trade mark only against the use of a mark which was 'identical or similar' to the registered trade mark. The word 'similar' as it was used in the section had its ordinary meaning, which was 'a marked resemblance or likeness' and 'marked' in turn meant 'easy to recognise'. Romantic Dreams was not an easily recognisable likeness of Romany Creams for the same reasons that it did not fall foul of s 34(1) (a). (The Oxford English Dictionary)

